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final rejections of clains 3-6 and 13, which constitute al
the clains remaining in the application.
Representative claim 13 is reproduced bel ow

13. A nethod for image coding a video signal having a known
frame rate conprising the steps of:

codi ng and quantising the video signal to effect
digitalisation and conpression of the signal to forma bit
stream having a bit rate determ ned by the transm ssion |ine
on which the bit streamis to be transnitted,

storing the bit streamin a buffer store such that
(GB - 1 + MB/33)/12 x (k1 + g) R'fo + bR/ for
wher e GOB is the nunmber of the bl ock group,

MB is the nunber of the macrobl ock, k1l is the nunber
of ski pped franmes, which are determ ned by the coder,

fois the frane rate of video signal,

Ris the bit streamrate,

g takes into account when the coding is term nated,

and bR/'fo is the mninmum all owed content in the
buffer;

nonitoring the content of the buffer store;

sensing the rate of the bit streamat the output of the buffer
store, calculating the ideal buffer store content, and

adjusting the step height in the quantiser as a function of

the di fference between the nonitored and i deal buffer store
contents.

There are no references relied by the exam ner.
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Clainms 3-6 and 13 stand rejected under 35 U S. C. 112, first
par agraph, as being based upon a nonenabling disclosure.

Rat her than repeat the positions of the appellant and the
exam ner, reference is nade to the brief and the answer for

the respective details thereof.

Qi ni on
We reverse this rejection
General ly speaking, “[t]he test of enablenent is whether
one reasonably skilled in the art could nake or [sic and] use
the invention fromthe disclosures in the patent coupled with
i nformati on known in the art w thout undue experinentation.”

United States v. Telectronics, Inc., 857 F.2d 778, 785, 8

usPQ2d 1217, 1223 (Fed. Cir. 1988), citing Hybritech, Inc. v.

Monocl onal Antibodies, Inc., 802 F.2d 1367, 1384, 231 USPQ 81,

94 (Fed. Cir. 1986). The specification need not disclose what
is well known in the art. In re Buchner, 99 F.2d 660, 18 USPQ
2d 1331, 1332
[Fed. Cir. 1991].

It appears that the exam ner had reasonably basis for
questioning the adequacy of the disclosure upon our review of
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the prosecution history of this application. However, the
exam ner has nmade no effort to provide a nexis of the
enuner at ed deficiencies noted in the answer to the subject
matter of the present clains on appeal. As disclosed, the
context of the inplenentation of the disclosed and cl osed
invention is the formats and standards provi ded by the
International Consultative commtte for Tel egraphs and

Tel ephones ‘CCTT" H. 261 video standard. The exam ner does
not appear to appreciate the inpact that such standards have
upon the | evel of enabl enment necessary to neet the first

par agraph of U S. C. 112.

It is not neccessarily fatal that appellant may al beit,
as has been done during the prosecution of this application,
that certain errors occured in the original filing of the
translation or even the original priority docunent itself.
What is significant is that the standard of judging such a
di scl osure remai ns that under experm ntation nust be necessary
for the artist to make and use the clainmed invention for such
a rejection to be sustained. Wile sone degree of
experinmentation is permted in order for a specification to be
consi dered enabling under 35 U . S.C. 112, first paragraph, that
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| evel of experinentation nust not be “undue.” In re Wight, 99
Fd 2 1557, 1561, 27 USPQ 2d 1510, 1513 (Fed. Cr. 1993): In re
Back, 949 Fd2 488, 495, 20 USPQ 2D 1438, 1444 (Fed. circuit
1991). (Qoviously, this nust be determ ned on a case-by-case
basis. Appellant has provided an inital and suppl enent al

decl aration from soneone other than hinself recognizing the
noted errors in the specification as filed and deficiences
therein and offering opinion and factual evidence and comren
sense in the art froman artisan’s in perspective how the
artisan woul d have reacted or does react to these noted
deficiences Over all, to the extent we find a direct

rel ati onship of the noted deficiences in the specification by
the exam ner to the presently clainmed subject matter, the

wei ght of the evidence clearly indicates that the overal

speci fication and drawi ngs woul d not have led the artisan to
conduct undue experinentation but only a reasonabl e degree of
routi ne experinentation in order to make and use the presently
cl ai med subject nmatter. Therefore, the decision of the

exam ner rejecting clains 3-6 and 13 under the first paragraph

35 U S. C 112 is reversed.
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REVERSED

Stanley M Urynow cz
Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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