THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |aw journal and
(2) is not binding precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DONALD P. McCONNELL and WLLIAM R M| NTYRE

Appeal No. 95-3891
Appl i cation 08/ 066, 405!

ON BRI EF

Bef ore HAI RSTON, MARTI N and CARM CHAEL, Adninistrative Patent
Judges.

MARTI N, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision in an appeal under 35 U S.C. § 134

fromthe examner's rejection of clains 1-12, all of appellants

1 Application for patent filed May 24, 1993. According to
appel lants, this application is a continuation of Application
07/ 164,314, filed March 4, 1988, which is a continuation-in-part
of Application 06/739,357, filed May 30, 1985, now Patent No.
4,774,511, issued Septenber 27, 1988.
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pendi ng clains, under 8 103 as unpatentable over prior art. W
reverse

The clained invention relates to a "universal" renote
control transmtter which includes a nenory which has been
preprogranmed by the manufacturer to store formatting data for a
plurality of devices in each of a plurality of different device
categories, such as television receivers (TVs), video cassette
recorders (VCRs), or cable signal decoders (CBLs). Prior to
using the transmtter to control a particular TV, VCR or cable
decoder, it is necessary for the operator to "set up" the
transmtter by identifying which stored formatting data
corresponds to that device. |In the particular enbodi nent
depicted by the flowhart of Figures 2-5, the operator sets up
the transmtter for use with a particular device by first
depressing the "record" key, followed by depressing whi chever one
of the "TV," "VCR " and "CBL" keys corresponds to the type of
device to be controlled, and then using nunber keys to enter the
device's two-digit nunerical code, which can be obtained from an
instruction book. This causes the corresponding fornat data to
be identified for subsequent use by the m croprocessor in
generating control signals whenever the corresponding one of the

"TV," "VCR " and "CBL" keys is selected.
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Claim1, which is the only independent apparatus claim
reads as foll ows:?2

1. Renote control transmtter for
transmtting device control signals
remotely controlling a plurality of
devi ces each belonging to a respective
category of devices, at |east two of
sai d devices being of the sanme category
of devices, and at |east two being of
di fferent categories of devices, two of
sai d devices of the sane or different
categories requiring a different signal
format, conprising:

menory neans permanently storing
respective specific device formatting
data for said plurality of devices at
respective nenory addresses;

keyboard neans having a plurality
of keys for providing respective
keyboard out put signals upon user
activation of respective one of said
keys, said plurality of keys including a
predeterm ned group of keys each
representing a different one of said
di fferent categories of devices, each of
said nenory addresses corresponding to
at | east one of said keyboard out put
signal s, said keyboard output signals
further conprising an entry initiate
si gnal ;

means for addressing said nmenory
means in response to activation of said
at | east one of said keys follow ng
activation of one key of said
predeterm ned group of keys and recei pt
of said entry initiate signal, thereby

2 Cdaim2 is the sole independent nethod claim
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readi ng out said specific device

formatting data for a selected device in

a specific one of said different

categories of devices as determ ned by

the activated one key of said

predeterm ned group of keys; and

transmtter neans operative under

control of said specific device

formatting data to transmt said device

control signals towards said sel ected

one of said plurality of devices in said

specific one of said different

categories of devices as determ ned by

the activation of one key of said

predeterm ned group of keys.

Readi ng the clai monto appellants' discl osed
enbodi nent, the recited "nenory neans" corresponds to EPROM 16,
whi ch stores formatting data for a plurality of devices in each
of a plurality of different device categories. The "keyboard
means" corresponds to keyboard 36, the "plurality of keys" to al
of the keys, the "predeterm ned group of keys" to the "CBL,"
"VCR," and "TV' keys 36a, 36b, and 36c, and the "entry initiate
signal" to the "YES' signal generated by depressing the "RECORD'
key (Fig. 3). The "neans for addressing said nmenory neans" and
"thereby reading out specific device formatting data" includes
m croprocessor 10 and the various buses and |lines which transfer
the selected formatting data from EPROM 16 to RAM 44. The
"transm tter neans" includes mcroprocessor 10 and infrared (IR

driver 29. As appellants acknowl edge in the brief (at 6), the
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cl ai m does not preclude the "entry initiate signal" from being
generated by operation of one of the device category keys (i.e.,
the cl ai ned "predeterm ned group of keys").

The references relied on by the exam ner are:

Kocher et al. (Kocher) 4, 386, 436 May 31, 1983
Harger et al. (Harger) 4,566, 034 Jan. 21, 1986
Platte et al. (Platte) 4,728,949 Mar. 1, 1988

Clains 1-12 stand rejected under 35 U.S.C. § 103 as
unpat entabl e over Platte in view of Kocher and Harger. The brief
(at 4) indicates that apparatus clains 1 and 3-9 stand or fal
toget her and that nmethod clains 2 and 10-12 stand together.

Platte discloses a renote control transmtter which
m ni m zes the nunber of keys by permtting each key 3 (Fig. 1) to
performdifferent functions at different tines, with the current
function being indicated by an associated el ectronically
controll ed display elenent 2, such as an LCD elenent. Platte
enpl oys, for each device to be controlled, a separate plug-in
menory el ement (12, 13, 14) containing the formatting data
required for that device (col. 4, lines 22-46).

In the Answer (at 2-4), the exam ner quotes extensively

froma Board decision in a prior appeal in parent application
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07/164,314,% in which it was deternmined that clains 1 and 2,

whi ch are now before us in anended form are unpatentable for
obvi ousness over Platte. The quoted passage explains that in
reachi ng that decision, the panel held, inter alia, that the
artisan woul d have understood that different manufacturers use
different renote control formats for their control codes, that
nothing in Platte suggests using only appliances fromthe sane
manuf acturer or with the sane control format, that Platte does
not put alimt on the nunber of appliances to be controlled or
t he nunber of locations for plug-in nmenories, and that Platte
"contenpl ates acquiring nenories along with new appliances and
usi ng vacant (not occupied) slots relative thereto." These
findings are not disputed by appellants in this appeal. W note
that these findings appear to reflect the previous panel's belief
that the preanbles of those appeal ed clains, which are identical
to the preanbles of clainms 1 and 2 now before us and describe the
types of devices having formatting data stored in the nenory
means, are entitled to weight. W concur in that view, because
the references to "said plurality of devices" in the "nmenory

means” limtation of claiml1l and in the third "user activation"

3 Decision mailed July 22, 1992, in Appeal No. 92-0582, adhered
to in a Decision on Reconsideration mailed April 28, 1993.
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step of claim2 clearly refer to the devices described in the
preanbl es, making this a case where "the claimdrafter cho[se] to
use both the preanble and the body to define the subject matter

of the clainmed invention." Bell Conmnuni cations Research v.

Vitalink Comrunications Corp., 55 F.3d 615, 620, 34 USPQd 1816,

1820 (Fed. CGir. 1995) (enphasis in original). As a result,
claim1l1 requires that the nmenory nmeans store formatting data for
a plurality of devices, of which at |least two are in the sane
category of devices and at least two are in different categories
of devices, with two devices in the sane or different categories
requiring different signal formats. Because at |east two of the
devices are in the sane device category (e.g., TV), it is
necessary to identify which set of stored formatting data to use
when the "TV' category key (i.e., one of the "predeterm ned group
of keys") is activated. This function is perfornmed by the "neans
for addressing said nenory neans . . . and reading out said
specific device formatting data for a sel ected device."

Kocher discloses a renote control systemfor
controlling a television receiver and one or nore other
appl i ances, such as electric lanps. Renote control decoding
circuitry located in the television receiver determ nes whet her

the received IR signal is intended to be a TV control signa



Appeal No. 95-3891
Appl i cation 08/ 066, 405
(e.g., sound | evel or channel selection) or an appliance control
signal (e.g., lanp on or off). If it is the latter, the decoder
controls the appliance via a control signal sent over the AC
power line to an appliance control nodule 55 (Fig. 1). As
explained at colum 2, line 33 et seq., the renpte control
transmtter is put into the appliance control node by pressing
key "9," after which one of keys "1" through "6" is pressed to
identify which appliance is to be controlled. Next, the type of
control (e.g., on or off) is indicated by pressing one of keys
"7," "8," "9," "CHANNEL UP," or "CHANNEL DOWN." The appliance
control node is term nated manually by pressing the "RECALL" key
or automatically if sixteen seconds pass w thout activation of a
key.

Har ger discloses a mcrocontroller circuit that can be
used in various types of renpte control transmtters, including a
TV renote control transmtter 10a (Fig. 1), a VCR renote contro
transmtter 12a (Fig. 1), a video disc player (VD) renote control
transmtter 14a (Fig. 1), and a "unified" transmtter 20 for
remotely controlling all three types of devices (Fig. 2).
Referring to Figure 3, depending on the type of transmtter in
which it is being used, mcrocontroller output termnals "OUT 1,"

"QUT 2," and "IN' are strapped to ground (binary "0") or a source
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of supply voltage (binary "1") or to each other (col. 6, lines
22-27).

Reading claim1 onto the prior art, the "plurality of
keys" reads on all of the keys of Platte, Harger, or Kocher. The
claimed "predeterm ned group of keys each representing a
different one of said different categories of devices" reads on
Platte's nulti-function keys 3 when they are in the device
sel ection node (Fig. 4) and also on the "TV," "VCR " and "VD'
keys of Harger's "unitary" renote control transmtter (Fig. 2).
However, the exam ner has not adequately explained, and it is not
apparent to us, how and why the teachings of these references and
the factual findings by the previous panel can be conbined to
satisfy the requirenent of claim1 for (a) nenory neans that
stores, at respective nenory addresses, formatting data for at

|l east two devices within the sane device category and

(b) addressing neans, responsive to activation of one of the
plurality of keys follow ng activation of one of the device

sel ection keys (e.g., the "TV' key) and receipt of an "entry
initiate signal,"” for reading out the specific device formatting
data for a selected device (e.g., the particular TV to be

controlled). In fact, these [imtations are not specifically

-10-



Appeal No. 95-3891

Application 08/ 066, 405

addressed by the exam ner, who instead broadly contends it would
have been obvious in view of the prior art that

t he keys whether they are distinct key [sic, keys] are

[sic, or] plural function key [sic] can be used as a

predeterm ned group of keys each representing a

different device; and after the key selects the device

the sane or other keys can select different function

[sic] in view of Harger et al, Kocher et al, and a

suggestion in Figure 4 of Platte et al. [Answer at 5.]
and also that it would have been obvious "to use a single [sic,
key] or plural keys to initiate a systemand control devices in
the system (Answer at 6).

Nor is it apparent to us how the reference teachings
can be (or why they would be) conbined to satisfy the nmenory and
addressing limtations of claim1l or the correspondi ng steps of
claim?2. As appellants correctly note, Platte does not require a
plural -step setup procedure to identify which stored formatting
data corresponds to a device category key, because every device
to be controlled has a corresponding nenory elenent that is
accessed by activation of its corresponding selection key (e.g.,
"TV' in Fig. 4). Thus, assumng for the sake of argument that it
woul d have been obvious to use Platte's transmtter to control
two devices in the sanme category (e.g., two TVs), each would have

a correspondi ng nmenory el enent and sel ection key (e.g., TVl and

TV2). In other words, when Platte's keys are in the node
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depicted in Figure 4, they actually serve as particul ar device
sel ection keys rather than as device category sel ection keys.
Appel l ants al so correctly note that Harger's
transmtter does not store formatting data for a plurality of
devices in any device category and thus fails to disclose neans
for enabling the user to select which stored formatting data to
use in a particular device category. As for Kocher, although the
transmtter is used to control devices in two categories (i.e.,
TV and appliances) and a plurality of devices within the
"appliance" category, it does not store formatting data for any
of the appliances, let alone different formatting data for

di fferent appliances.
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For the foregoing reasons,

rejection of apparatus claim1,

clainms 3-12.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

JOHN C. MARTI N
Adm ni strative Patent Judge

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge

-13-

met hod claim 2,

N N N N N N N N N N N N

we cannot sustain the

or dependent

BOARD OF PATENT
APPEALS AND
| NTERFERENCES



Appeal No. 95-3891
Appl i cation 08/ 066, 405

Cor por at e Patent Counsel
U.S. Philips Corporation
Pat ent Depart nent

580 White Plains Road
Tarrytown, NY 10591

- 14-



