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DECI S| ON ON APPEAL

Appel | ants have appealed to the Board fromthe exam ner’s
final rejection of clains 1 to 8, which constitute all the
clainms in the application.

Representative claim1l is reproduced bel ow

1. A device conprising a substrate and a plurality of
conpositionally distinguishable thin filmlayers fornmed on
said substrate characterized in that at |east one |ayer of
said plurality conprises an epitaxial region of Sr.Ca, ,RuG
where O#x#1 wherein said region has essentially isotropic
el ectrical conductivity.

The follow ng references are relied on by the exam ner:

Hoekj e et al. (Hoekje) 3,990, 957 Nov. 9,
1976
Ki doh, et al. (Kidoh), “Ferroelectric Properties of Lead-
Zirconate-Titanate Fil nms Prepared by Laser Ablation,” Appl.
Phys. Lett., vol. 58, pp. 2910-2912, June 24, 1991.
Li chtenberg, et al. (Lichtenberg), “Sr,RuQ: A Metallic
Substrate for the Epitaxial Gowth of Yba,Cu,O_.," Appl. Phys.
Lett., vol. 60, pp. 1138-1140, March 2, 1992.

Clains 1 to 8 stand rejected under 35 U S.C. §8 103. As

evi dence of obvi ousness, the exam ner relies upon Hoekje in
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view of Lichtenberg as to clains 1 to 3 and 6 to 8, with the
addi tion of Kidoh as to clainms 4 and 5.2

Rat her than repeat the positions of the appellants and
the exam ner, reference is made to the brief and the answer

for the respective details thereof.

OPI NI ON

I nasnuch as we are in agreenent with the well-reasoned
positions and | egal -factual analysis of the teachings of the
references expressed by the examner in the responsive
argunments portion of the answer begi nning at page 6 through
the end of the answer, we will sustain both rejections of the
clainms under 35 U S.C. § 103. W wll not, for the sake of
brevity, repeat that which has been clearly set forth by the
exam ner in this portion of the answer. To round-out the
exam ner’ s detailed art-based analysis of the clained
i nvention and teachi ngs and suggestions of the references

relied upon and appellants’ argunents, we add the foll ow ng.

2 As indicated at pages 2 and 10 to 11 of the answer, the
exam ner has withdrawn a rejection of claim@8 under the second
par agraph of 35 U S.C. § 112.
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The exam ner’s above-noted portion of the answer takes as
its starting points the teachings and suggestions i n Hoekje.
However, a detailed, considered study of the exanm ner’s
position | eads us to conclude that just as well Lichtenberg
may have been properly used as a starting point fromwhich to
anal yze the col l ective teachings and suggestions from an
artisan’s perspective, as the exam ner has done, to arrive at
t he concl usi on of the obviousness of the present subject
matter on appeal. The examiner’s reasoning clearly sets forth

a prima facie case of obviousness of the desirability and/or

notivation to have conbined the collective teachings and
suggestions of the references froman artisan’s perspecti ve,
contrary to the assertions nade by appellants in the brief as
to the Hoekje-Lichtenberg conbination. The examner’s
position even considers the nmerits and opi nions of decl arant
Donal d Murphy in the exam ner’s analysis. Significantly,
there is no reply brief to rebut the exam ner’s reasoning and
positions set forth in this portion of the answer.

To enbel li sh upon the exam ner’s reasoni ng of
conbinability, the entire first paragraph of Lichtenberg
indicates that the art as well as the authors of Lichtenberg' s

4



Appeal No. 95-3898
Application 08/ 156, 953

article continued to search for desirable netals that were
conpati ble with high tenperature superconductors. This
par agraph as well as the remaining portions of Lichtenberg' s
article indicates that the art desired to mnimze lattice
m smat ches between | ayered materials to increase overal
conductivity. The sanme may be said of the resistivity
measurenents in various planes of orientation.

This first paragraph of Lichtenberg at colum 1 on page
1138 also indicates that SrTi O, was considered in the art to
be a standard insul ating substrate for the growth of
superconducti ng copper oxide filns, which is the sanme basic
substrate utilized by appellants in their disclosed, but
uncl ai med i nvention. The paragraph in the mddle of the
second columm at page 1139 of Lichtenberg also indicates that
certain epitaxial relationships existed between well known
superconductor materials and their substrates. This paragraph
al so indicates that the Sr,RuQ,, utilized primarily in
Li chtenberg as a substrate for the growh of superconducti ng
materials, has an in-plane alignnment of the perovskite axes of
the filmand the substrate. Since this Sr,RuQ, is stated to

have perovskite axes, this al one would have suggested to the
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artisan, in addition to the examner’s rationale, that the
“fam|ly” of perovskite-form ng crystal structures listed in
Hoekj e woul d have perforned in a simlar manner. | ndeed,
SrRuUQ, is specifically stated at col. 4, lines 9 and 10 of
Hoekj e as havi ng such a perovskite crystalline structure. In
any event, the exam ner makes good use of the teaching at the
bottom of the first colum of Lichtenberg at page 1140 which
i ndi cates that Sr,RuQ, |likely could have been grown by standard
thin-filmtechni qgues on comonly used substrates such as
SrTiG. Qoviously then, inline wwth the exam ner’s
reasoni ng, it would have been obvious to have used SrRuG, in a
simlar manner.

In our view, the exam ner’s art-based reasoni ng expressed
in the responsive argunents portion of the answer does not
|l ead us to reverse the rejection even though it sets forth a
rational e which may be fairly characterized as a generally
di sfavored obvious to try approach. However, obviousness does
not require absolute predictability of success, only a

reasonabl e expectation of success. Inre OFarrell, 853 F. 2d

894, 903-904, 7 USPQ2d 1673, 1681 (Fed. Cir. 1988). Indeed,
it is stated, as expressed and noted by the exam ner, at
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colums 3 and 4 of Hoekje that there existed in the art the
preferred perovskite crystal structure materials and m xtures
t hereof of those set forth in the generic fornmula in claim1,
even as nodified by dependent clains 2 and 3. This portion of
Hoekj e even sets forth the preferred conpound of SrRuG, the
sane material the bul k of appellants’ own disclosure is
directed to. |Indeed, in |ight of what was well known in the
art, even as represented by appellants’ own prior art

di scussion as well as that in Lichtenberg, there were wel
known thin filmmnufacturing processes. Overall, the
col l ective teachings of both references clearly woul d have | ed
the artisan to a relatively limted nunber of possibilities
utilizing conventional techniques with relatively specific

gui dance.

The positions set forth by the exam ner in the responsive
argunments portion of the answer appear to have addressed the
argunments presented by appellants in the brief as to the
rejections under 35 U S.C. 8§ 103. Additionally, the weight of
the evidence fromthe teachi ngs and suggestions of Hoekje and
Li chtenberg as well as the positions advocated by the exam ner
in this portion of the answer |ead us to conclude that thin
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filmlayers of the generic conpound set forth by appellants in
i ndependent claim 1l on appeal would have been forned in
epi taxi al regi ons which woul d have exhibited “essentially”
I sotropic electrical conductivity.

The position advocated by appellants at page 7 of the
brief as to clains 4 and 5, is msplaced. Fromthe
per spective advocated by the exam ner in the responsive
argunments portion of the answer, there are no noted
deficiencies in the conbi nati on of Hoekje and Lichtenberg.
Appel  ants’ position does not contest in any reasonably
speci fic manner the subject matter of clainms 4 and 5 on
appeal. On the other hand, the examner’s reliance upon Kidoh
and the reasoning at page 10 of the answer, is persuasive.
Additionally, we note that page 1 of appellants’ specification
al so recogni zes that the formation of ferroelectric |ayers
adj acent to epitaxial regions was known in the art anyway.

In view of the foregoing, the decision of the exam ner

rejecting clains 1 to 8 under 35 U S.C. § 103 is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RMED

JAMES D. THOVAS
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge
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S. H Dworetsky

AT&T Bel|l Laboratories

600 Mbunt ai n Avenue

P. O Box 636

Murray Hill, NJ 07974-0636
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