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WALTZ, Administrative Patent Judge.

DECISION ON APPEAL

This is an appeal under 35 U.S.C. § 134 from the

examiner’s final rejection of claims 8, 9 and 22, which are

all of the claims remaining in this application.

According to appellants, the invention is directed to a

chemically adsorbed monomolecular film having a siloxane-based
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Contrary to the examiner’s statement on page 2 of the2

Answer that "[n]o prior art are [sic, is] relied upon by the
examiner in the rejection of claims under appeal.", the
examiner relies upon Yundt on page 3 of the Answer "to show
formation of monomolecular polysiloxane loops".
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main chain fixed onto a substrate surface by covalent -Si-

bonds, with this chain including siloxane bonds oriented

substantially vertically to the substrate surface (Brief, page

2).  Claim 22 is illustrative of the subject matter on appeal

and is reproduced below:

22.  A chemically adsorbed film comprising a monomolecular
film having a siloxane based main chain fixed onto a substrate
surface by covalent - Si- bonds, wherein the siloxane based
main chain includes siloxane bonds oriented substantially
vertically to said substrate surface.

The examiner has relied upon the following reference to

support the rejection:2

Yundt                       4,199,649           Apr. 22, 1980

Claims 8, 9 and 22 stand rejected under 35 U.S.C. § 112,

first paragraph, for the reasons set forth in paragraphs 15

and 16 of ... Paper No. 16.” (Answer, page 3).  We reverse

this rejection for reasons which follow.

                            OPINION
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The Answer refers to Paper No. 16, dated Nov. 26, 1993,

for the statement of the rejection (Answer, page 3).  The

examiner’s rejection of claims 8, 9 and 22 under the first

paragraph of 

§ 112 is for “failing to provide an adequate written

description of the invention” (Paragraph 15, page 2, see also

paragraph 16, page 3, of Paper No. 16).  Immediately following

this reason for the rejection the examiner states that “[i]t

is not clear from the enabling description ...” (Paragraph 15,

page 2, Paper No. 16, emphasis added).

As our reviewing Court has stated in Vas-Cath Inc. v.

Mahurkar, 935 F.2d 1555, 1563, 19 USPQ2d 1111, 1117 (Fed. Cir.

1991), “...we hereby reaffirm, that 35 U.S.C. 112, first

paragraph, requires a ‘written description of the invention’

which is separate and distinct from the enablement

requirement.”  The examiner’s rejection states that appellants

have failed “to provide an adequate written description”

(Paragraph 15, page 2, Paper No. 16) but sets forth reasoning

for a lack of enablement rejection (Id. at pages 2-3).  Since

the basis for the rejection is unclear, we will discuss both
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the written description and enablement requirements with

regard to the examiner’s rejection.

                       WRITTEN DESCRIPTION

To meet the written description requirement of § 112,

appellants must convey with reasonable clarity to those

skilled in the art that, as of the filing date sought,

appellants were in possession of the invention as now claimed. 

Vas-Cath Inc. v. Mahurkar, 935 F.2d at 1563, 19 USPQ2d at

1117.  In rejecting a claim under the first paragraph of §

112, it is incumbent upon the examiner to establish by

evidence or reasoning that the originally-filed disclosure

would not have reasonably conveyed to one having ordinary

skill in the art that appellants had possession of the now

claimed subject matter.  In re Alton, 76 F.3d 1168, 1175, 37

USPQ2d 1578, 1583 (Fed. Cir. 1996).

In the record before us, the examiner has not presented

any evidence or reasoning to establish that an artisan would

not recognize in the application disclosure a description of

the now claimed subject matter.  The claimed subject matter is

described almost verbatim in the disclosure at page 5, lines
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5-13.  Accordingly, insofar as the examiner’s rejection is

based on appellants’ failure to meet the written description

requirement of § 112, first paragraph, we determine that the

examiner has failed to meet the initial burden of establishing

a lack of written description of the invention as now claimed

and the examiner’s rejection of claims 8, 9 and 22 is

reversed.

                       LACK OF ENABLEMENT

“[T]o be enabling, the specification of a patent must

teach those skilled in the art how to make and use the full

scope of the claimed invention without ‘undue

experimentation.’” In re Wright, 999 F.2d 1557, 1561, 27

USPQ2d 1510, 1513 (Fed. Cir. 1993).  The burden of proof is

set forth by the Court in In re Wright, supra:

   When rejecting a claim under the enablement 
requirement of section 112, the PTO bears an initial
burden of setting forth a reasonable explanation as

to why it believes that the scope of protection
provided by that claim is not adequately enabled by
the description of the invention provided in
the specification of the application; this
includes, of course, providing sufficient reasons for
doubting any assertions in the specification as to the
scope of enablement.  If the PTO meets this burden,
the burden then shifts to the applicant to provide
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suitable proofs indicating that the specification is
indeed enabling. [citation omitted]

The examiner has stated that it is not clear “from the

enabling description” why or how only one and not both of the

reactive SiCl  end groups react with the reactive hydroxyl3

groups on the substrate surface (Paper No. 16, page 2,

paragraph 15).  The examiner has advanced a theory that both

reactive end groups will bond to the substrate surface and

form loops (Paper No. 16).  As evidence in support of this

theory, the examiner cites Yundt “which shows formation of

monomolecular polysiloxane loops” (Answer, page 3).

On this record, we find that the examiner has failed to

meet the initial burden of establishing lack of enablement. 

Yundt does not disclose or teach the use of SiCl  end groups3

in the formation of a monomolecular film on a substrate. 

Yundt is limited to flexible backbone long chain polymer units

which can form loops (column 2, lines 42-50; column 4, lines

15-17, 35-37), e.g., chain polymers having a length of at

least about 60 Angstroms (column 5, lines 42-61).  Yundt

discloses an example where, with certain chain lengths, the

polymer forms chains which are bonded at only one end (Example
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3, column 10).  Therefore Yundt does not provide any evidence

to support the examiner’s reasoning for doubting the

assertions in the specification as to the scope of enablement. 

Furthermore, the examiner has only questioned the enabling

disclosure for the formulas recited on page 2, paragraph 15,

of Paper No. 16, and the scope of appealed claim 22 is not

limited to these siloxane chains.

For the foregoing reasons, we determine that the examiner

has failed to meet the initial burden of establishing a lack

of enabling disclosure.  Therefore we need not discuss the

sufficiency of the two Ogawa Declarations under 37 CFR § 1.132

submitted by appellants.  See In re Wright, supra. 

Accordingly, insofar as the examiner’s rejection under the

first paragraph of § 112 is based on the enablement

requirement, the examiner’s rejection of claims 8, 9 and 22 is

reversed.

The decision of the examiner is reversed.

                            REVERSED 
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