TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte BARRY D. BERGER

Appeal No. 95-4134
Appl i cation 08/ 099, 090!

ON BRI EF

Bef ore MElI STER, ABRAMS and FRANKFORT, Adninistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 16, all of the clains remaining

in the application. Caim17 has been cancel ed.

Appel lant's invention relates to "inserts for pad hol ders

ppplication for patent filed July 7, 1993.
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and the like, and in particular to inserts which can be pl aced
in a standard pad hol der designed to hold a cardboard-backed
pad of paper without interfering with use of the pad and ot her
standard features of the pad hol der" (specification, page 1).
More specifically, on page 2 of the specification, it is noted
t hat

“"[t]here is a need for a pad holder insert which can
provi de additional storage in a typical pad hol der
so as to enable the user to store and carry
additional itens in the pad holder w thout the need
to resort to a portfolio or briefcase. Such an

i nsert should prefer-ably be available in a nunber
of different configura-tions to hold a variety of
different itens, such as conputer diskettes, a

cal cul ator, keys and coins, and so forth. It is
desirabl e that such an insert be easily inserted and
that it not interfere with the use of the pad of
paper, inside flap pocket, and other standard
features of the pad holder. It is also desirable
that such an insert be easily renovable for those
times when it is not needed, or so that it can be
replaced with a different insert adapted to hold
different itens as the user may desire.

Caiml is representative of the subject matter on appea

and a copy of that claimmy be found in the Appendix to

appel lant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
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Loudon 2,732,842 Jan. 31, 1956

Bi sberg 3,913, 740 Cct. 21, 1975

Garni er Des. 241, 381 Sep. 07, 1976

Carcia et al. (G arcia) 4,932,520 Jun. 12,
1990

wWoodri f f 5,031,772 Jul . 16, 1991

Clainms 1 through 16 stand rejected under 35 U.S.C. § 112,
second paragraph as being indefinite for failing to
particularly point out and distinctly claimthat which

appel l ant regards as his invention.

In addition to the foregoing rejection, the appeal ed
clainms stand rejected under 35 U.S.C. § 102 and § 103 as

foll ows:

a) clains 1, 3 and 4 under 8§ 102(b) as being antici pated

by Bi sberg;

b) clains 13 through 16 under 8§ 103 as bei ng unpatent abl e

over Bisberg;

c) clainms 1, 2, 11 and 12 as bei ng unpatentabl e over

Garnier in view of Ci arcia;

d) clains 1, 5 through 10 and 13 as bei ng unpatent abl e
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over Woodriff in view of C arcia; and

e) clains 1, 2 and 14 through 16 as bei ng unpatentabl e

over Loudon in view of C arcia.

Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints

advanced by

t he exam ner and appel |l ant regarding those rejections, we nake
reference to the exam ner's answer (Paper No. 9, mailed March
8, 1995) for the exam ner's reasoning in support of the
rejections, and to appellant's brief (Paper No. 8, filed
January 30, 1995) and reply brief (Paper No. 11, filed My 1,
1995) for appellant's argunents thereagainst.
CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review, we have made the determ nations

whi ch foll ow
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We turn first to the examner's rejection of appeal ed
claims 1 through 16 under 35 U . S.C. 8 112, second paragraph.
After review ng appellant's specification and i ndependent
claiml1l in light thereof, and also in light of appellant's
arguments on pages 5 through 8 of the brief, it is our opinion
that the scope and content of the subject matter enbraced by
appel lant's clains on appeal is reasonably clear and definite,
and fulfills the requirenment of 35 U . S.C. § 112, second
par agr aph, that they provide those who woul d endeavor, in

future enterprise, to

approach the area circunscribed by the clains, with the
adequate noti ce denmanded by due process of law, so that they
may nore readily and accurately determ ne the boundaries of
protection involved and eval uate the possibility of

i nfringement and dom nance. See, In re Hammack, 427 F. 2d

1378, 166 USPQ 204 (CCPA 1970). These clains are clearly
directed to an insert (e.g., as seen at 10 in Figures 1 and 8
of the application drawings), which insert is, at least in

part, defined by having its tongue portion (42) dinensioned so
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as to be received in said conventional pad holder's

hori zontally-oriented slit and by the capability of the
insert's holder neans to confornably Iie between the pad
hol der's front and back covers when the pad holder is inits
cl osed position (e.g., as seen in Figures 2-6). Thus, the
claimed insert is defined by its ability to cooperate with
anot her structure, which other structure is not positively
recited in the claim but is defined in the preanble of the
claimand inferentially set forth in the body of the claim
In this regard, we note that there is nothing intrinsically
wrong in defining sonmething by what it does rather than by

what it is. See, for exanple, In re Hallman, 655 F.2d 212,

215, 210 USPQ 609, 611 (CCPA 1981).

In our opinion, the examner's criticismof appellant's
claim1l goes to the breadth of the claim which we view as
broadl y defining the configuration and di nensions of the
insert, its tongue and its holder neans in terns of their
capability of functioning in conbination with a conventiona
pad holder like that set forth in the preanble of appellant's
claim1 and as described in appellant's specification at page
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4. 1t is well settled, however, that breadth alone is not to
be equated with indefiniteness and that in determ ni ng whet her
a claimsets out and circunscribes a particular area with a
reasonabl e degree of precision and particularity, the
definiteness of the | anguage enployed in the claimnust be
anal yzed, not in a vacuum but always in light of the
teachings of the prior art and of the particular application
di scl osure as it would be interpreted by one possessing the
ordinary level of skill in the pertinent art. See In re
Johnson, 558 F.2d 1008, 1016 n.17, 194 USPQ 187, 194 n. 17
(CCPA 1977). \When this standard of evaluation is applied to
the | anguage enployed in claim1 on appeal, we are of the
opinion that this claimsets out and circunscribes a
particular area with a reasonabl e degree of precision and

particularity. Gven the

foregoing, we will not sustain the exam ner's rejection of
appellant's clains 1 through 16 under 35 U . S.C. § 112, second

par agr aph.
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We next | ook to the examner's prior art rejections of
the appealed clains, turning first to the rejection of clains
1, 3 and 4 under 35 U.S.C. 8 102(b) as being anticipated by
Bi sberg. After a careful assessnent of appellant's clains 1, 3
and 4 and of the Bisberg reference, we nust agree with
appel l ant that the protective sheet (44a), the partial opaque
mask (50) and the full opaque mask (52) pointed to by the
exam ner in Bisberg are not the sane as or equivalent to the
"hol der nmeans” required in appellant's claim1l on appeal. In
accordance with 35 U. S. C 8§ 112, sixth paragraph, the
"hol der nmeans” in appellant's claiml is understood to be a
structure |like that seen, for exanple, at (50) in appellant's
drawi ng Figures 7 through 14 and equi val ents thereof. The one
common characteristic that each of the holder nmeans seen in
appel | ant's above-noted drawi ng figures share is that they
i ncl ude sone form of pocket to accommpbdate, hold and store
articles. See file-cut flap pockets (52), zippered pocket
(56) and the pockets defined by the slits (54) of Figures 7
and 8; pockets (60, 62 and 64) of Figures 9 and 10; pockets

(66, 68)
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of Figures 11 and 12; and pockets (76, 78) of Figures 13 and

14.

Moreover, as indicated in the above-quoted portion of
appellant's originally filed specification (page 2), the
pur pose of the insert of the present invention is to "provide
additional storage in a typical pad holder so as to enable the
user to store and carry additional itens in the pad hol der
wi thout the need to resort to a portfolio or briefcase.” In
this regard, it is further indicated on page 2 of the
specification, that the insert should be available in a nunber
of different configurations to hold a variety of different
itens, such as conputer diskettes, a cal cul ator, keys and
coins, and so forth. Thus, we understand the "hol der neans”
set forth in appellant’'s independent claiml to require sone
form of pocket or other structure which permts hol ding,
storing and carrying of an item (such as those noted above) in
the insert and in the pad hol der when such insert is placed

t her ei n.

Li ke appellant, we find no "hol der neans," as defined
above, in those portions of Bisberg' s folder pointed to by the
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examner. Wiile it is true that one m ght place a sheet of

paper in between

the protective sheet (44a) and the opaque masks (50b, 52b) of
Bi sberg, assuming that the folder therein is then used in a
pad hol der in the manner urged by the exam ner, there is no
pocket or other structure to hold the paper in the insert as
is required in appellant's "hol der neans” of claim1l on
appeal. Furthernore, while it is certainly possible, as urged
by the exam ner, to staple or paper clip a sheet of paper to
the el enments (44a, 50b, 52b) of Bisberg, such extraneous neans
for holding a paper in place is not part of the structure of
the folder in Bisberg, nor of the "hol ding neans" as required
in appellant's claim1 on appeal. Thus, for these reasons,
the exam ner's rejection of independent claim1l and dependent
claims 3 and 4 under 35 U.S.C. § 102(b) based on Bisbherg w ||

not be sustai ned.?

2 Wth respect to appellant's arguments in the brief and reply brief
concerning the issue of non-anal ogous art in a rejection based on antici pation
under 35 U.S.C. 8§ 102(b), we direct appellant's attention to the somewhat nore
current precedent of the Court of Appeals for the Federal Circuit, the Court
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As for the examiner's rejection of clains 13 through 16
under 8 103 as bei ng unpatentabl e over Bisberg, we note that
these clains each ultimtely depend fromindependent claim1,

and

thus include all the imtations thereof. Accordingly, it
follows fromour determ nati ons above that these dependent
clai ms woul d not have been obvious to one of ordinary skill in
the art based on the teachings of Bisberg al one, since Bisberg
has no "hol der nmeans"” |ike that required in independent claim
1 on appeal, and certainly no teaching or suggestion of such a
"hol der neans" that also includes a book as set forth in
dependent claim 13 and the clains which depend therefrom
Accordingly, we will not sustain the exam ner's rejection of

dependent clains 13 through 16 under 35 U. S.C. § 103.

W next consider the exam ner's rejections under § 103

wherein Garnier, Wodriff and Loudon are the primry

of Custons and Patent Appeals, and the U S. Cains Court as noted bel ow. See,
In re Schreiber, 128 F.3d 1473, 1477, 44 USPQd 1429, 1432 (Fed. Cr. 1997),
Twin Disc, Inc. v. US. , 231 USPQ 417, 424 (Cd. C. 1986); and Inre Self, 671
F.2d 1344, 1350, 213 USPQ 1, 7 (CCPA 1982).
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references that are each then conbined with G arcia. Like
appel lant, we are of the view that Garnier, Wodriff and
Loudon are not properly conbinable with Garcia in the nmanner
urged by the examner. |In our opinion, the only possible
reason that one of ordinary skill in the art would have

consi dered the conbi nation of Garnier, Wodriff or Loudon with
Ciarcia as posited by the exam ner is based on hindsi ght
derived fromappellant's own disclosure and not from any

t eachi ngs or suggestions found in the applied references

t hensel ves. Like appellant (brief, pages 13-20),

absent the disclosure of the present application, we do not
consi der that one of ordinary skill in the art would have been
notivated to nodify the conbi ned checkbook wal | et and

el ectronic cal cul ator of Garnier, the conputer disk housing
devi ce of Woodriff, or the binder of Loudon so as to provide
these separate and distinct itenms with a horizontally hinged
tongue positioned and related to a vertically-oriented hinged
hol der neans therein in the manner required in appellant's

cl ains on appeal, based on the teachings of G arcia. For this

reason, the examner's rejections under 35 U. S.C. § 103
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(identified above as rejections c), d) and e)) will not be

sust ai ned.

To sunmmari ze our decision, we note that 1) the exam ner's
rejection of claims 1 through 16 under 35 U. S.C. 8 112, second
par agr aph, has not been sustained, 2) the examner's rejection
of clains 1, 3 and 4 under 35 U . S.C. 8§ 102(b) relying on
Bi sberg has not been sustained, 3) the rejection of appeal ed
clainms 13 through 16 under 35 U. S.C. 8103 relying on Bisberg
al one has not
been sustained, 4) the rejection of clains 1, 2, 11 and 12
under 35 U. S.C. 8103 relying on Garnier and G arcia has not
been
sustained, 5) the rejection of clainms 1, 5 through 10 and 13
under 35 U.S.C. § 103 based on Wodriff and G arcia has not

been

sustai ned, and 6) the rejection of clainms 1, 2 and 14 through
16 under 35 U.S.C. 8 103 relying on Loudon and GCi arcia has

al so not been sustai ned.

As shoul d be apparent fromthe foregoing, the decision of
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the exam ner rejecting the clainms of the present application
i's, accordingly, reversed.

REVERSED

JAMES M MEl STER
Adm ni strative Patent Judge

BOARD OF PATENT
NEAL E. ABRANMS APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

N N N N N N N N N N N
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Sei del , Gonda,
Two Penn Center
Suite 1800

Lavorgna & Monaco
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Phi | adel phia, PA 19102

15



