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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 1 through 3 and 5 through 18. Caim4 has been cancel ed.
On Septenber 2, 1994, Appellant filed an after final anmendnent

canceling claim15, adding new claim19 and anending clains 6 and

! Application for patent filed January 21, 1993.
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11. The Exam ner in an advisory action, nailed Septenber 14,
1994, stated that upon the filing an appeal, the proposed
amendnent, filed Septenber 2, 1994, will be entered. W note
that the anmendnent has been entered into the record and thereby,
claims 1 through 3, 5 through 14 and 16 through 19 are properly
before us for our consideration.

Appel lant’ s invention relates to a tool specifying nmethod
and apparatus for a nunerically controlled automatic progranm ng
system Appellant discloses on page 1 of the specification that
it is known in the art that a particular tool to be used may be
specified in a program by entering a correspondi ng tool
managenent nunber. To specify a tool in this known nethod, it is
necessary for an operator to understand the rel ationshi ps between
the tools and correspondi ng tool managenent nunbers in advance.
On pages 2 through 8, Appellant discloses a prior art system as
described in Figures 18-22 which sol ves these di sadvant ages by
entering a tool into the systemby a tool nanme, a nom nal
di aneter, etc. as well as a tool managenent nunber. See Figure
20. Wen the tool specifying processing is initiated as
illustrated in Figure 19, the operator may select the tool by
either the tool nanme or tool managenent nunber. On pages 9 and

10, Appellant discloses another prior art systemas illustrated
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in Figure 23. This systemprovides a fully automatic tool
sel ection node in which the nost appropriate tool is
automatically selected with operator input as well as an operator
determ nation node in which the operator selects the tool. On
page 10, Appellant discloses in the operator determ nation node
t he operator nust select the nost appropriate tool froma |ist of
tools in a tool group. The systemautomatically determ nes the
tool group fromtool determ nation data. Appellant discloses
that the disadvantage of both of these prior art systenms is where
t he nunber of tools fromwhich a selection is to be nade becones
|arge, the information is not presented in a way that wll aid
the operator in the selection of the nost appropriate tool.
Appel I ant di scl oses on page 11 of the specification that
this di sadvantage is overconme by Appellant’s invention by
providing a tool determ ning nethod in which the tools are
di spl ayed on the screen in the order fromthe nost appropriate
tool to the | east appropriate tool. This tool order is
determned froma criterion table which provides set selection
ref erence dat a.
Begi nni ng on page 15 of the specification, Appellant
di scl oses the tool specifying nmethod as described in accordance

with a flowhart shown in Figure 17. On pages 16 through 18 of
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t he specification, Appellant discloses the process of registering
tool data. Figure 4 shows the tool data setting screen in which
the operator sequentially enters the tool attribute data for each
tool | oaded on the machine. The data is then placed in the
criterion table by the system On page 19 of the specification,
Appel I ant di scl oses that the operator sequentially enters various
data indicating the selection reference data of the tool by the
criterion data setting screen shown in Figure 5. One type of
data entered by the operator specifies conditions to be satisfied
by the tools. The conditions are |listed on pages 20 and 21.
Appel I ant di scl oses that a range foll ows each of these
conditions. On pages 21 and 22 of the specification, Appellant

di scl oses that the range defines a value "a” which is the nobst
appropriate value of the condition for the tool and a value “b”
which is either the greatest or |east perm ssible value of the
condition for the tool. Once all the data is entered, Appellant
di scl oses on pages 23 through 24 of the specification that when

t he operator depresses the “TOOL SELECT” nenu key, the system
provides a list of tools in which the tools appropriate for the
machi ni ng are displayed on the CRT display 5 as shown in Figure 8
in the order in which they seemto be nost appropriate.

| ndependent claim1 is reproduced as foll ows:
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1. A tool specifying nethod in an NC automatic progranm ng
system for specifying a tool by displaying tool data consisting
of at |east tool shapes for identifying tools, conprising the
st eps of:

1) setting and registering said tool data;

2) setting and registering tool criteria appropriate for a
machi ni ng node, said tool criteria being specified in a range by
t he nost appropriate value and a predeterm ned val ue greater or
smal | er than said nost appropriate val ue;

3) automatically arranging and di splaying said tool data in
accordance with said set criteria; and

4) selecting and specifying desired tool data from anong
said tool data displayed.

The references relied on by the Exam ner are as foll ows:

Tanaka 4,591, 989 May 27, 1986
Shima et al (Shing) 4,823, 253 Apr. 18, 1989
Pilland et al. (Pilland) 4,992, 948 Feb. 12, 1991

Clains 1, 5, 8 through 10 stand rejected under 35 U S. C
8 102(b) as being anticipated by Pilland. Cains 2 and 3 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Pilland. Cains 11 through 18 stand rejected under 35 U. S.C.
8 103 as being unpatentable over Pilland and Shima. The
Exam ner’s answer set forth the foll ow ng new ground of
rejection. Cains 6 and 7 stand rejected under 35 U. S. C
8§ 102(b) as being anticipated by Tanaka. C aim 19 stands
rejected under 35 U.S.C. 8§ 102(b) as being anticipated by

Pi I | and.
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Rat her than repeat the argunents of Appellant or the
Exam ner, we nake reference to the briefs? and the answers?® for
t he details thereof.
CPI NI ON
After a careful review of the evidence before us, we do not
agree with the Exam ner that the clainms 1, 5 through 10 and 19
are anticipated under 35 U . S.C. 8§ 102(b) or clainms 2, 3 and 11

t hrough 18 are unpatentable under 35 U.S.C. § 1083.

2 Appellant filed an appeal brief on January 13, 1995. W
wll reference this appeal brief as sinply the brief. Appellant
filed an appeal reply brief on June 28, 1995. W wll reference
this appeal reply brief as sinply the reply brief. The Exam ner
responded to the reply brief with an Exam ner’s suppl enent al
answer and thereby entered the reply brief into the record.

Appel lant filed an appeal supplenental reply brief on February
16, 1996. We will reference the appeal supplenental reply brief
as sinply the supplenental reply brief. The Exam ner responded
to the supplenental reply brief with a letter mailed May 10, 1996
stating that the supplenental reply brief has been entered and
consi dered but no further response by the Exam ner is deened
necessary.

3 The Examiner responded to the brief with an Exam ner's
answer, dated April 28, 1995. W will refer to the Examner's
answer as sinply the answer. The Exam ner responded to the
reply brief with supplenental Exam ner's answer dated Decenber
18, 1995. We will refer to the supplenental Exam ner's answer as
sinply the supplenental answer. The Exam ner responded to the
supplenmental reply brief with a letter dated May 10, 1996 so
noting that the supplenmental reply brief has been entered. The
Exam ner offered no ot her response.

6
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It is axiomatic that anticipation of a claimunder 8 102 can
be found only if the prior art reference discloses every el enent
of the claim See In re King, 801 F.2d 1324, 1326, 231 USPQ 136
138, (Fed. G r. 1986) and Li ndemann Maschi nenfabrik GVBH v.
American Hoist & Derrick Co., 730 F.2d 1452, 1458, 221 USPQ 481,
485, (Fed. Cir. 1984).

Appel lants’ claim1 recites "setting and regi stering tool
criteria appropriate for a machining node, said tool criteria
being specified in a range by the nost appropriate value and a
predeterm ned val ue greater or smaller than said nost appropriate
val ue." Enphasi s added.

Appel | ant argues on pages 13-16 of the brief that the
Exam ner erroneously construed Pilland as teaching a tool
criteria as specified by a range by the nost appropriate val ue
and a predeterm ned val ue greater or smaller than said nost
appropriate value. Appellant further argues on pages 15 and 16
that the invention as defined in independent clains 1 and 8,
allows a plurality of tool data, each representing a particular
machi ning tool, to be arranged and displayed in an order of

priority based on the tool criteria for each machi ni ng node of a
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machi ni ng program being entered as di sclosed in the Appellants’
specification, page 22, line 19 through page 24, |ine 12.
Appel l ant further argues that the invention as defined in

i ndependent clains 1 and 8 determ nes the above-nenti oned order
based on the clainmed range of the tool criteria where the range
is specified as val ues between the nost appropriate value and a
predeterm ned val ue greater or smaller than said nost appropriate
val ue.

The Exam ner argues in the answer on page 3 that Pilland
teaches the tool criteria being specified in a range by the nost
appropriate value and a predeterm ned val ue greater or snaller
than said nost appropriate value in colum 3, |ines 26-30.
Pilland states in colum 3, line 26-30 the foll ow ng:

Weighting is effected in keeping with the criteria of

interest, taking into account, in particular, the tine

required, quality, deviations from opti mum machi ni ng

val ues or the exceedi ng of absol ute boundary val ues,

whi ch are also stored in the data base.

However, the Exam ner has not nade clear here his position as to
what is the tool criteria and howthis criteria is expressed in a
range by the nost appropriate value and a predeterm ned val ue
greater or smaller than the nost appropriate val ue.

On page 9 of the answer, the Exam ner further clarifies his

position by stating that Pilland shows that wei ghts are based on
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devi ations from opti mum machi ni ng val ues or the exceedi ng
absol ute boundary val ues and these devi ati ons and boundary val ues
constitute a range that neets the clained | anguage. Thus, it
appears that the Exam ner finds that the Pilland teaching of a
dat a base of the deviations from optinmm machi ni ng val ues or the
exceedi ng of boundary val ues neet the clained tool criteria.
Upon a closer review of Pilland, we find that Pilland
teaches in colum 1, |lines 21-26, that for the machine tool to
operate optimally, data concerning the workpiece, the tool, the
machine itself, the cutting process to be used and general
boundary conditions such as |ife, wear, etc. nust be taken into
consideration. In colum 1, lines 50-63, Pilland teaches that
the determnation of control data to operate optinmally the
machi ne tool requires the determ nation of the selection of the
opti mum cutting edge geonetry, the correct bit type, optinmm
cutting velocity, and the calculating of the feed for the tool
slide, the cutting depth, the nunber of cuts, worm ng spindle
capacity and the cutting edge contact tine. 1In colum 2, |ines
5-22, Pilland teaches that their invention stores in a data base
t he various machi ne tools and machi ning operations. The data
base for each machine tool contains data relative to the given

machi ne tool, such as rpmrange, field of drive, drive
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characteristic (force, capacity, torque), drive gear steps, axle
feed forces corresponding velocities, maxi mumcutting force,

wor k- pi ece clanping force, speed limts, chuck conditions,
coefficients of friction, tailstock, steady rest and static and
dynamc stabilities. Pilland further teaches in colum 2, lines
23-37, that additional information stored in the data base

i ncl udes data concerning the tools insertable into a given
machi ne tool such as individual types of tools, their stability
and di nensi ons, |oading capability, working range, grades of the
bit and etc. In addition, Pilland teaches that additional
information stored in the data base includes data concerning

i ndi vi dual processing nethods, such as data relating to general
boundary conditions of the machining of workpieces such as tool
wear, etc.

In colum 3, lines 6-38, Pilland teaches the subroutines
whi ch make possible the selection, determ nation and conputation
of all these above nentioned variables for an optiml machining
process. Pilland teaches that the operator is only required to
enter data relative to the material of the work piece, the type
of tool to be used and the surface quality desired of the article
to be produced. The data processing unit determ nes by neans of

the subroutines the suitable cutting data including the weighting

10
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of the individual cutting data. All possible pairings of cutting
materials and bit shapes are fornmed by conbi nati on and then

wei ghted. Pilland then states in colum 3, |ines 26-30, the
passage that the Exam ner is relying on, that the weighting is
effected by taking into account the exceedi ng of absolute
boundary val ues anong ot her factors.

Froma reading of Pilland as a whole, we fail to find that
Pilland teaches "tool criteria being specified in a range by the
nmost appropriate value and a predeterm ned val ue greater or
smal | er than said nost appropriate value." W agree that Pilland
teaches tool criteria such as their stability and di nensi ons,
| oadi ng capability, working range, grades of the bit and etc.
However, Pilland fails to teach that the tool criteriais
expressed in a range of values fromthe nost appropriate value to
a predeterm ned val ue greater or snmaller than said nost
appropriate value. In addition, we acknow edge that Pilland does
teach absol ute boundary val ues or deviations from opti num val ues
for machi ning the workpieces which are tolerances for a finished
wor kpi ece. However, we will not speculate that such teaching
woul d require an expression of a range as clainmed wthout a
further teaching shown in the record. W are dealing with an

anticipation determ nation and not an obvi ousness determ nati on.

11
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Therefore, we find that Pilland does not teach a tool criteria
expressed in a range of values fromthe nost appropriate value to
a predeterm ned val ue as cl ai ned.

Therefore, we will not sustain the rejection of clains 1, 5,
8 through 10 and 19 under 35 U S.C. 8 102(b) as being anticipated
by Pilland. 1In regard to the rejection of clainms 2 and 3 under
35 U.S.C. 8 103 as being unpatentable over Pilland and clains 11
t hrough 18 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over
Pilland and Shima, we note that the Exam ner relies on the sane
reasoni ng as pointed out above. Therefore, we will not sustain
these rejections as well for the sanme reason as above.

Claims 6 and 7 stand rejected under 35 U.S.C. 8§ 102(b) as
bei ng antici pated by Tanaka. Appell ant argues on page 2 of the
reply brief that although Tanaka may teach a systemthat is
capabl e of replacing certain displayed paraneters of a tool that
is to be used during a machi ning operation, nowhere does Tanaka
teach a step of rearranging and di splaying tool data as in the
present invention. In particular, Appellant argues that claim®6
defines the nethod for specifying a tool conprising the step of
setting and regi stering by an operator tool criteria which
i ndi cates which tool is appropriate for a particul ar machining

nmode, displaying the registered criteria data, changing and

12
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registering the criteria and rearrangi ng and di spl ayi ng the tool
data in accordance with said changed criteria. Appellant argues
that the Exam ner is mi scharacterizing the Tanaka teachi ng on
colum 5, line 65 to colum 6, line 3, as neeting Appellant's
clainmed limtation of rearrangi ng and di splaying the tool data in
accordance with the changed criteria because Tanaka is only
teaching that the tool paraneters may be changed to conpensate
for wear. Appellant argues that as a result Tanaka does not
rearrange and display tool data but only replaces the data in a
field.

The Exam ner argues on page 2 of the answer that since
Tanaka shows the ability to correct data and since it is known
t hat operators can nake m stakes when entering data, Tanaka woul d
have inherently perfornmed the step of rearranging the data when
an operator accidentally enters the wong data at the wong
pl ace. Appellant responds to the Exam ner’s argunent on page 2
of the supplenental reply brief by arguing that even if the
Exam ner is correct in how Tanaka woul d operate when correcting
errors, the location, an indication which tool is appropriate
for a particular nmachining node, of the display data woul d

not change on the basis of changed tool criteria as recited

13
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in claim6. Rather, the operator would be changi ng the displayed
| ocation of the data to nerely correct the data.

We note that Appellant’s claim6 recites a “tool specifying
met hod in an NC automatic programm ng systemfor specifying a
tool by displaying tool data ... conprising the steps of:
rearrangi ng and di splaying said tool data in accordance with said
changed criteria.” Tanaka teaches in colum 5, lines 19-60, that
the tools are to be displayed in their machining order as
illustrated in Figure 8.  Tanaka further teaches that, as shown
in Figure 8 a list of various paraneters of the selected tools
are di splayed. Tanaka teaches in colum 5, lines 68, that the
paraneters are initially set to zero as shown in Figure 8 and the
val ues for the paraneters are entered by the operator key
swi tches and these entered values are shown in Figure 10. In
colum 6, lines 1-3, Tanaka sinply teaches that the values for
the paraneter nmay be changed by the operator when the val ues
change due to wear, etc.

From t hese teachings, we fail to find any teaching that the
paraneters are rearranged and di spl ayed i n accordance to the
changed values. The values are sinply updated in the particul ar

field and remain in that field as showmn in Figure 8 and Figure

14
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10. Therefore, we do not find that these teachings of Tanaka
anticipated Appellant’s clains 6 and 7.

In view of the foregoing, the decision of the Exam ner
rejecting claims 1 through 3, 5 through 14 and 16 through 19 is
reversed

REVERSED

JAVES D. THOVAS )
Adm ni strative Patent Judge )
)
)
KENNETH W HAI RSTON ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS
) AND
) | NTERFERENCES
)
M CHAEL R. FLEM NG )
Adm ni strative Patent Judge )
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