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The opinion in support of the decision being entered today
(1) was not witten for publication in a |aw journal and
(2) is not binding precedent of the Board.
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Judges.

FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
clainms 10 through 19. dains 1 through 9 have been cancel ed.
The invention is directed to a process for preparing inage

data for transm ssion purposes, wherein the inage data of an

lppplication for patent filed August 9, 1993.
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original imge are broken down into i mage zones, and transfor-
mat i on-coded data are prepared and/or a notion vector is
determ ned per imge zone as a function of a change criterion,
for exanple a threshold value that serves to distinguish between
changed and unchanged i nage zones.

| ndependent claim 10 is reproduced as foll ows:

10. In a process for preparing inmage data in the form
of image data signals for transm ssion, wherein the

i mge represents successive original imges, each
original inmage is divided into a plurality of inmage
regi ons, each imge region is associated with a
respective portion of the image data and each i nmage
data portion has a characteristic, the process

i ncl udi ng conparing the characteristic of the inmge
data portion associated with each i mage regi on of each
original imge with the characteristic of the inmge
data portion of the sanme inmage region of the

i mmedi ately preceding original inmage to produce an

i ndi cation of any difference between the image data
portions with respect to the characteristic, conparing
each difference indication wth a threshold val ue
representing a selected difference indication, and,
based on each difference indication which exceeds the
threshol d val ue, perform ng at |east one operation
selected fromthe group consisting of preparing
transformati on-coded data and determ ning a notion
vector, the inprovenent conprising changing the
threshold value fromone original image to the next so
that the threshold value has a |low value for a first
group of original imges and a high value for a second
group of original images, where the original imges of
the first group alternate with the original imges of
t he second group, the high value being selected so
that for each original inmage of the second group, said
perform ng step based on each difference indication
will be carried out for only a small nunber of inmage
regions in which major changes occur relative to the
precedi ng origi nal inmage.
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The reference relied on by the Examiner is as foll ows:

Tzou 4, 698, 689 Cct. 06, 1987

This specification is objected to under 35 U.S.C. 8§ 112,
first paragraph, as the specification, as originally filed, does
not provide support for the invention as is now clainmed. Cains
10 through 19 stand rejected under Clains 1 through 4 and 9
through 11 stand rejected under 35 U S.C. § 112, first paragraph,
for not having support fromthe specification, as originally
filed. dCains 10 through 12 and 15 through 19 stand rejected
under 35 U.S.C. 8 102 as being anticipated by Tzou. Cains 13
and 14 stand rejected under 35 U. S.C. 8 103 as bei ng unpat ent abl e
over Tzou. On page 2 of the Exam ner’s answer, the Exam ner
states that the rejection under 35 U S.C. §8 101 has been
wi t hdr awn.

Rat her than repeat the arguments of Appellant or the
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Exam ner, we make reference to the brief$ and the answer® for
the details thereof.
OPI NI ON

W will not sustain the rejection of clains 10 through 19
under 35 U.S.C. 8§ 112, first paragraph

"The function of the description requirement [of the first
paragraph of 35 U S.C. 112] is to ensure that the inventor had
possession, as of the filing date of the application relied on
of the specific subject matter later clained by him" In re
Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). "It is
not necessary that the application describe the claimlimtations
exactly, . . . but only so clearly that persons of ordinary skil

in the art will recognize fromthe disclosure that appellants

2Appel lant filed an appeal brief on October 19, 1994. We will refer to
this appeal brief as sinply the brief. Appellant filed a suppl emental appea
brief on December 19, 1994. We will refer to this supplemental appeal brief
as the supplenental brief. Appellant filed a reply appeal brief on January
25, 1995. The Examiner's letter, paper number 24 mailed on March 15, 1995,
states that the supplenental brief has been entered and consi dered by the
Exami ner, but the reply appeal brief has not been entered nor considered.
Appel l ant filed another reply appeal brief on May 28, 1997. W will refer to
this reply appeal brief as the reply brief. The Examiner responded to the
reply brief with a letter, paper nunber 31 mailed on July 9, 1997, stating
that the reply brief has been entered and considered by the Exam ner but no
further response by the Exami ner is deemed necessary.

3The Examiner mailed an Examiner's answer on November 23, 1994. In
response to our remand, the Exam ner mail ed another Examiner's answer on Mrch
28, 1997. We note that the latter Examiner's answer is to replace the earlier
answer. Thus, the March 28, 1997 Examiner's answer is the only Exanminer's
answer that is before us for our consideration. W wll refer to the March
28, 1997 Exaniner's answer as the answer.
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i nvented processes including those limtations."” Wrtheim

541 F.2d at 262, 191 USPQ at 96 (citing In re Snythe, 480 F.2d
1376, 1382, 178 USPQ 279, 284 (CCPA 1973)). Furthernore, the
Federal Circuit points out that "[i]t is not necessary that the
clai med subject matter be described identically, but the

di sclosure originally filed nust convey to those skilled in the
art that applicant had i nvented the subject matter |ater

clainmed." Inre Wlder, 736 F.2d 1516, 1520, 222 USPQ 369, 372

(Fed. Cir. 1984), cert. denied, 469 U. S. 1209 (1985), (citing In

re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. GCr
1983)) .

The Exam ner argues on pages 3 and 4 of the answer that the
di sclosure as originally filed does not provide a description of
t he anmendnents to the specification which recite “setting the
threshold value for an original imge follow ng a preceding
original imge so high” and "for those i nmages which the threshold
was set high." W note that appell ant anmended the specification
by filing an anendnent on April 28, 1994. On page 2 of this
anendnent, the specification is anended by addi ng the above

| anguage to the specification
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Appel | ant argues on page 3 of the supplenental brief that
t hese anendnents to the specification are sinply inserting the
| anguage found in the original clainms. Appellant points out that
original claim1l recites "characterized in that the threshold
value for the next original inmage following the original image is
set so high that ...." Appellant points out on page 4 of the
suppl emental brief that original claim3 recites "for those
i mages in which the threshold was set high." Appellant argues
that the anmendnent to the specification corresponds in substance,
if not identically, to the recitation appearing in the original

clainms and therefore cannot constitute new matter.

The issue before us is whether the inventor had possession,
as of the filing date of the application relied on, of the
specific subject matter later clainmed by him W note that
appellant’s original clains are to be considered as the original
di sclosure as filed and are to be considered with the entire
filing in our determ nation of whether the inventor had
possession at the tine of the filing date of the application

We find that the above anmendnents to the specification
correspond in substance to the recitations found in the original

clains as filed on the application date and thereby Appellant did
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have possession at the tinme of the filing date of the applica-
tion. Therefore, we will not sustain the Exam ner’s rejection of
clainms 10 through 19 under 35 U. S.C. § 112, first paragraph.

The Exam ner further argues that claim 12 recites "trans-
mtting the prepared i nage data" which is not supported in the
original disclosure. However, we note that claim 12 was anended
so the claimdoes not recite this limtation. Therefore, this
argunment i s noot.

We now turn to the rejection under 35 U.S.C. § 102. After a
careful review of the evidence before us, we do not agree with
the Exam ner that clains 10 through 12 and 15 through 19 are

anticipated by the applied references.

It is axiomatic that anticipation of a claimunder 8 102 can
be found only if the prior art reference discloses every el enent
of the claim See In re King, 801 F.2d 1324, 1326, 231 USPQ 136,
138 (Fed. Cir. 1986) and Li ndemann Maschi nenfabri k GVBH v.
American Hoist & Derrick Co., 730 F.2d 1452, 1458, 221 USPQ 481,
485 (Fed. Cir. 1984).

Appel | ant argues on page 12 of the brief that Tzou fails to
teach Appellant's clainmed invention of having two different

t hreshol d val ues which alternate with one another from one
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original imge to the next. Appellant further argues on pages 2
and 3 of the reply brief that Appellant's independent clains 10
and 12 recite this |imtation. |In particular, Appellant states
that the Exam ner has not taken into account the follow ng
l[imtation of clainms 10 and 12:
t he i nprovenent conprising changing the threshold val ue
fromone original imge to the next so that the
threshold value has a |l ow value for a first group of
original inmages and a high value for a second group of
original imges, where the original imges of the first

group alternate with the original inmges of the second
group. [Enphasis added].

Appel | ant argues that Tzou fails to teach a procedure in which
the high threshold value will alternate with a | ow threshol d

value fromone original inage to the next.

On pages 4 and 5 of the answer, the Exam ner argues that
Tzou teaches changing the threshold for the original inmage to the
next in tables 1 and 2 and in colum 5, lines 32-36 and col um 6,
lines 12-29. The Exam ner argues that Appellant's clains do not
require only two different threshold val ues which alternate.

However, we find that when reading the Appellant's clains as
a whole, the clains do require a process in which the high

threshold value will alternate with a | ow threshold value from
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one original image to the next when properly taking into account
that the clainms require the original inmges of the first group
that are assigned a | ow threshold value to alternate with the
original inmages of the second group that are assigned a high
t hreshol d value. Upon a careful review of Tzou, we fail to find
that Tzou teaches this process. Therefore, we find that Tzou
fails to teach all of the limtations of clains 10 through 12 and
15 through 19, and thereby the clains are not anticipated by
Tzou.

In regard to the rejection of claim 13 and 14 under 35
U.S.C. 8 103 as being unpatentable over Tzou, we note that the
Exam ner is relying on the above argunent. Therefore, we wl|

not sustain this rejection as well for the sane reasons as above.

In view of the foregoing, the decision of the Exam ner
rejecting clainms 10 through 19 is reversed.

REVERSED
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KENNETH W HAI RSTON
Adm ni strative Patent Judge )
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