TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 44

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MARK KI JOASKI and STEPHEN P. LOVBARDO

Appeal No. 95-4485
Appl i cation 08/097, 589"

ON BRI EF

Before KIM.IN, WARREN and ONENS, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge

DECI SI ON ON APPEAL

This is an appeal fromthe exam ner’s refusal to allow

1 Application for patent filed July 26, 1993. According
to appellants, the application is a continuation of
Application 07/784,124, filed October 29, 1991, now abandoned;
which is a continuation of Application of 07/591,103, filed
Sept enber 28, 1990 now abandoned.
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claims 1-12 as anended after final rejection, and fromthe
examner’s final rejection of clains 13-15. These are all of
the clains in the application.

THE | NVENTI ON

Appel Il ants’ clainmed invention is directed toward a net hod
for extracting cholesterol fromegg yolk by shearing a m xture
of oil, yolk and water, within recited ranges of
oi |l :yolk:water ratio and tenperature, such that an oil-in-
wat er ermul sion is not formed, and centrifuging the mxture to
separate it into a water phase which contains egg yol k reduced
in cholesterol, and an oil phase. Caim1 is illustrative and
reads as foll ows:

1. A method of extracting cholesterol fromegg yol k
where the method conprises; diluting a wet egg yol k having a
natural water content with water and m xing the diluted egg
yolk with oil to forma m xture containing a ratio of oil to
yol k to water between about 3:1:0.8 to about 1.5:1:0.4,
shearing the m xture while the mxture is at a tenperature
bet ween about 124EF to about 148EF, the shearing effective for
not formng an oil-in-water enulsion, and recovering in a
wat er phase an egg yol k reduced in chol esterol by subjecting
the sheared m xture to centrifugation so as to separate the
m xture into an oil phase and the water phase.

THE REJECTI ONS

Clainms 1-15 stand rejected under 35 U.S.C. § 112, first
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par agraph, on the grounds that the specification fails to
provi de an enabling disclosure and that the specification as
originally filed fails to provide adequate witten descriptive
support for the invention as now cl ai ned.
OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we do not sustain these rejections.

Nonenabl enent rejection

A specification conplies with the 35 U S.C. § 112, first
par agr aph, enabl enent requirenent if it allows those of
ordinary skill in the art to nmake and use the cl ai ned
i nvention wi thout undue experinentation. See In re Wight,
999 F.2d 1557, 1561, 27 USPQ2d 1510, 1513 (Fed. G r. 1993);
Atlas Powder Co. v. E.l. du Pont De Nemours & Co., 750 F.2d
1569, 1576, 224 USPQ 409, 413 (Fed. Cir. 1984).

Appel I ants’ specification provides typical and preferred
ranges of oil:yolk:water ratios, and teaches that if too much

water is present, an oil-in-water enulsion is fornmed (page 5,



Appeal No. 95-4485
Appl i cation 08/097, 589

lines 16-23). The specification states that "[w hen an oil -
in-water ermulsion is formed it is extrenely difficult, if not
i npossible, to separate the oil and yol k phases” (page 5,
lines 23-25). In view of this statenent, it is apparent that
the statenment in specification that "[a]fter shearing, the oi
cont ai ning chol esterol is easily separated fromthe m xture by
centrifugation" (page 6, lines 21-22) indicates the absence of

an oil -in-water enul si on.

Appel l ants’ specification does not contain any ot her
teaching regarding the formati on of oil-in-water-enmulsions.
The specification includes eight exanples, but the exanples do
not state whether an oil-in-water enulsion is forned.
However, the
data in Exhibit A-4 of the Rule 131 declaration of Kijowski
and Lonbardo (filed Septenber 20, 1993, paper no. 26) indicate
that the ratio of oil to water in Exanples 1-3 and 5-8 in
appel l ants’ specification is such that no oil-in-water
enul sion is formed in these exanpl es.

The exam ner argues that appellants’ specification is not
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enabl i ng because it does not disclose that shearing and shear
rates may be mani pul ated to avoid emul sion formati on and does
not teach how to determ ne the shearing and shear rates needed
to avoid enul sion formation over the entire tenperature and
ingredient ratio ranges in appellants’ clains (answer, page
3). This argunent is not well taken because appellants’
claims do not require that the shearing or shear rate be
mani pul ated to avoid the formation of an oil-in-water

emul sion. The clains state that the shearing is effective for
not formng an oil-in-water enulsion, but this does not nean
that the clains require that the shearing be manipulated. The
clainms are open to manipulating the ratio of oil to water,

rat her than mani pul ating the shearing,

such that no oil-in-water enulsion is forned. Furthernore,

t he exam ner has provided no evidence or sound technical
reasoni ng which shows that one of ordinary skill in the art
coul d not have determ ned, through no nore than routine
experinmentation, shearing conditions at which no oil-in-water

emul sion is forned.
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The exam ner states that the variability of oil and water
is the one variable disclosed in appellants’ specification for
avoi di ng enul sion formati on, and that the exam ner does not
argue
that one of ordinary skill in the art would not have been able
to avoid enulsion formation in view of the information in
appel l ants’ specification regarding this variable (answer,
pages 7-8). For this reason and because, as discussed above,

t he avoi dance of the formation of an oil-in-water formation in
appel l ants’ clainmed nmethod nmay be achi eved by mani pul ati ng
only the oil to water ratio, the exam ner’s nonenabl enent
rejection is inproper.

The exam ner argues that the Rule 132 decl aration of
Ki j owski and Lonbardo (filed Septenber 20, 1993) includes sone
runs in which the tenperature and ingredient ratios fal
wi thin appellants’ clains, yet an oil-in-water enulsion is
formed (answer, pages 3-4 and 6). This argunent is not
per suasi ve because the exam ner has not explained, and it is

not apparent,
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why, in view of appellants’ specification, one of ordinary
skill in the art would not have been able to determ ne,

t hrough no nore than routine experinentation, the conbinations
of ingredient ratios and tenperatures recited in appellants’
claims at which the additional claimlimtation is nmet which
requires that an oil-in-water enulsion is not forned.

For the above reasons, we find that the exam ner has not
carried his initial burden of establishing a prima facie case
of | ack of enablenment. Consequently, we do not sustain the
nonenabl enent rejection.

Rej ection for |ack of
adequate witten descriptive support

A specification conplies with the 35 U S.C. § 112, first
par agraph, witten description requirenent, if it conveys with
reasonable clarity to those skilled in the art that, as of the
filing date sought, the inventor was in possession of the
invention. See Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555,
1563-64, 19 USPQ2d 1111, 1117 (Fed. Cr. 1991); In re Kasl ow,
707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983); In

re Edwards, 568 F.2d 1349, 1351-52, 196 USPQ 465, 467 (CCPA
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1978); In re Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96

(CCPA 1976). It is

not necessary that the application describe the presently-
claimed invention exactly, but only sufficiently clearly that
one of ordinary skill in the art would recognize fromthe

di scl osure that appellants invented it. See Edwards, 568 F.2d
at 1351-2, 196 USPQ at 467; Wertheim 541 F.2d at 262, 191
USPQ at 96. "[T]he PTO has the initial burden of presenting
evi dence or reasons why persons skilled in the art woul d not
recogni ze in the disclosure a description of the invention
defined by the clains.” Wrtheim 541 F.2d at 263, 191 USPQ
at 97.

The exam ner argues that "there is no support for
shearing in a manner within a certain tenperature range and
ingredient ratio such that an oil-in-water emulsion is not
formed"” (answer, page 4).

As stated above, appellants’ specification provides

typical and preferred oil:yol k:water ratios, discloses that if
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too much water is added, an oil-in-water emulsion is forned
such that the oil and yol k phases are difficult, if not

i npossi ble, to separate, and teaches that after the shearing
in their nethod, the oil containing cholesterol is separated
easily fromthe m xture by centrifugation (page 5, |lines 16-
25; page 6, |lines 21-22). The exam ner does not explain, and

it 1s not apparent, why

appel  ants’ di scl osure does not describe their clained nmethod
sufficiently clearly that one of ordinary skill in the art
woul d have recogni zed in the disclosure a description of
appel l ants’ cl ai ned nethod. Consequently, we do not sustain
the exam ner’s rejection of appellants’ clainmed invention as
| acki ng an adequate witten description in appellants’
speci fication.
DECI SI ON

The rejections of clains 1-15 under 35 U S.C. § 112,
first paragraph, on the grounds that the specification fails
to provide an enabling disclosure and that the specification
as originally filed fails to provide adequate witten

9



Appeal No. 95-4485
Appl i cation 08/097, 589

descriptive support for the invention as now cl ai ned, are

rever sed
REVERSED
EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHARLES F. WARREN )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
TERRY J. OWNENS )
Adm ni strative Patent Judge )
TJO pgg

Fitch, Even, Tabin & Fl annery
135 South La Salle St.

Suite 900

Chi cago, |IL 60603-4277
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