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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's
refusal to allow clains 21 through 24 and 26 as anended subse-
quent to the final rejection in a paper filed Novenber 29,
1994 (Paper No. 9) and fromthe exam ner's refusal to allow
new claim?27 added in Paper No. 9. dains 21 through 24, 26
and 27 are all of the clainms remaining in the application.

Clainms 1 through 20 and 25 have been cancel ed.

Appel l ants' invention relates to a waterproof carry-
ing bag that is suitable for use by boaters, rafters and the
i ke. Independent claim21 is representative of the subject
matter on appeal and a copy of that claimis appended to this

deci si on.

The prior art references of record relied upon by
the examner in rejecting the appealed clains are:
Eckert et al. (Eckert) 1, 328, 988 Jan. 27, 1920
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Hagert et al. (Hagert) 3,830, 270 Aug. 20, 1974
Soubi e 4,144, 607 Mar. 20, 1979

Dry Encl osures, Seasafe #4055, sales brochure from Basic
Designs, Inc.?

Clains 21, 22 and 26 stand rejected under 35 U S. C
8§ 103 as bei ng unpatentabl e over Seasafe #4055 in view of

Soubi e and Hagert.

Claim 23 stands rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Seasafe #4055, Soubi e and Hagert as

applied to claim 21 above, and further in view of Eckert.

Claim 27 stands rejected under 35 U.S.C. 8§ 103 as

bei ng unpat ent abl e over Seasafe #4055 in view of Soubie.

2 As indicated by appellants in Paper No. 4, filed May 12,
1994, the Seasafe #4055 bag seen on the sal es sheet was shown
at a trade show i n August 1991 and orders for the bag were
taken in January 1992. Thus, the Seasafe #4055 bag is prior
art against the present application which was filed My 3,
1993. It is further conceded by appellants that the Seasafe
#4055 bag had a rigid cap which screwed onto a sem-rigid
collar and that the bag relied upon a "jamfit" between the
cap and the collar for water protection. It is urged by
appel | ants that none of these bags were shipped, because the
seal ing arrangenent did not work.
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Claim 24 stands rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Seasafe #4055, Soubi e and Hagert.

Rat her than reiterate the examner's full expl ana-
tion of the basis for the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appellants

regardi ng the

rejections, we nake reference to the exam ner's answer (Paper
No. 14, mailed May 19, 1995) and the supplenental exam ner's
answer (Paper No. 16, muailed January 4, 1996) for the exam

i ner's conplete reasoning in support of the rejections, and to
appel l ants' brief (Paper No. 13, filed April 7, 1995) and
reply brief (Paper No. 15, filed July 24, 1995) for appel-

| ants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have
gi ven careful consideration to appellants' specification and

clains, to the applied prior art references, and to the re-
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spective positions articul ated by appellants and the exam ner.
Upon eval uation of all the evidence before us, we have reached

the determ nati ons which foll ow

Turning first to independent claim 27 on appeal, we
are in agreenent with the exam ner that the Seasafe #4055 bag
is fully responsive to the waterproof carrying bag of appel-
lants' claim 27, except that it |acks a sealing gasket in the
cl osure nenber. W observe that appellants do not contend
ot herw se. To supply the sealing gasket, the exam ner cites

the patent to

Soubi e and points out that the bag of Soubie is intended for a
simlar purpose to appellants' bag and that it teaches a

cl osure nenber (5) having a conpressible sealing gasket (5b)
for formng a secure, watertight seal wth the neck or collar
menber (6) of the bag. See particularly, Figure 3 of Soubie.
The exam ner concl udes that since the Seasafe #4055 bag does
not disclose the details of the closure nenber and sea

thereof, it woul d have been obvious to one of ordinary skill
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in the art, froma collective consideration of the teachings
of the applied references, to incorporate the teachings of
Soubi e into the Seasafe #4055 bag so that the closure of the

Seasaf e #4055 bag forns a good, watertight seal. W concur.

Not w t hst andi ng that appellants agree that the
Seasaf e #4055 bag has a defornabl e opening, a sem-rigid
collar and a rigid screwon cap, and that Soubi e shows the use
of a threaded cap with a conpressible gasket in a sim/lar bag,
appel lants urge that the applied references fail to teach a
t hreaded cap or plug holding a deformabl e neck in the proper
configuration for sealing engagenent with a gasket carried by
the cap or plug (reply brief, page 2). Wile it is true that
the applied references do not provide any such express

teaching, we are of the view that one of

ordinary skill in the art would have recogni zed that the
arrangenent of the sem-rigid collar and rigid cap of the
Seasaf e #4055 bag woul d provide such a characteristic by

hol di ng the neck por- tion of the sem-rigid collar in a
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configuration conformng to the closure nenber and thereby
all ow the neck portion to properly cone into engagenent with a
seal positioned in the closure nmenber in the manner taught by
Soubie (Fig. 3). Thus, finding appellants' argunent to be
unper suasive, we will sustain the exam ner's rejection of

claim?27 under 35 U.S.C. 8 103.

Consi dering next the examner's rejection of
i ndependent claim21 under 35 U . S.C. § 103, we note that claim
21 differs fromclaim27 by requiring that the bag as in claim
27 include certain additional features, such as, a tether (39)
for retaining the closure nenber to the body of the bag when
the closure nmenber is renoved fromthe neck portion, a
transparent viewing port (40) in the sidewall of the bag, a
plurality of gromrets and rings (43) affixed to the sidewal
of the bag for attachnent of objects to the bag, a carrying
strap (45) renovably connected to two of the rings, and a
val ve (42) through which air nay be introduced into the cavity
of the bag to inflate the bag. To account for these

addi ti onal features, the exam ner notes that the Seasafe
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#4055 bag has a transparent viewing port in the sidewall, a
plurality of gromrets and rings affixed to the sidewall of the
bag for attachnment of objects to the bag and a carrying strap
as clained. The exam ner also points out that Soubie includes
a valve for allowing inflation of the bag therein so that it
can better serve as a |ifebuoy. Hagert is cited to show a
tether (42) for retaining a closure nmenber (14) to the body of
a bag when the closure nenber is renoved froma neck portion

(24) of the bag.

Li ke the exam ner, we consider that a person of
ordinary skill in the art would have found it obvious fromthe
conmbi ned teachi ngs of the Seasafe #4055 bag, Soubi e and Hagert
to further include a valve in the Seasafe #4055 bag as taught
by Soubie so as to gain the advantage of using the bag as an
i mproved |ifebuoy as taught by Soubie and also to provide a
tether on the closure nenber of the Seasafe #4055 bag as
taught in Hagert for the self-evident purpose of retaining the
cl osure nenber to the body of the bag when the cl osure nenber

Is renoved fromthe neck portion of the bag. Unlike
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appel l ants, we do not see that the exam ner has in any way
relied upon inpermssible hindsight in conbining the applied

references as stated above.

From our perspective, the exam ner has nerely taken into
account only know edge which was within the |evel of ordinary
skill at the tine the clainmed invention was nmade and has not
relied upon know edge gl eaned only from appel | ants’

di scl osure, thus, the reconstruction as stated above is

proper. See In re Mlaughlin, 443 F.2d 1392, 1395, 170 USPQ

209, 212 (CCPA 1971).

As for appellants' argunment (brief, page 3) that
none of the references applied by the exam ner shows the
gronmet and ring structures specified by claim?21, we nust
agree with the exam ner that appellants have not used the term
"grommets" inits normal sense. By definition® a "gromret” is

"1l. aring of rope or netal used to fasten the edge of a sai

® Webster’'s New Wrld Dictionary, 2nd Col | ege Edition
Prentiss Hall Press, 1986.
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toits stay . . . 2. an eyelet, as of nmetal or plastic,
protecting an opening in cloth, leather, etc.” |In appellants’
speci fication (page 5) it is merely indicated that "the

carryi ng bag has a nunber of gromrets 43 secured to the body
portion 12"; however, there is no other description of these
elements. In Figure 1 of the drawi ngs of the application, the
"grommets" are shown by reference character (43), which

essentially point to the rings that

are secured in sone fashion to the sidewall of the body of the
bag. Since the "grommet" structure shown in Figure 1 of

appel lants' drawings is clearly not an eyelet protecting an
opening in the fabric sidewall of the bag, we therefore

concl ude that the "grommet"” disclosed and shown by appellants
is nmerely a ring structure secured to the bag which provides a
poi nt of attachment for other accessories, such as the handle
(45) seen in Figure 1. Appellants' specification, at page 5,

| ines 16-27, appears to support such an understandi ng of
appel l ants' "gronmmets."” G ven this understanding of the

"grommets" set forth in appellants' claim21 on appeal, we
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share the examiner's view that the ring structures of the

Seasaf e #4055 bag that are secured to the sidewall of the bag
therein to all ow other accessories, such as the handle, to be
attached to the bag are fully responsive to the "grommets" of

claim 21 on appeal.

Wth regard to claim26 on appeal, we agree with the
exam ner (answer, page 6) that the sizing of the Seasafe #4055
bag to have a volune in the range of 250 to 6000 cubic inches
woul d have been an obvious matter of design choice to one of
ordinary skill in the art. The sane is true for the sizing

of the opening in the neck portion of the Seasafe #4055 bag.

Moreover, we agree with the exam ner that when using the 3.4

i nch di ameter encl osure opening specified in the sal es sheet
to scale the size of the bag seen therein, it is apparent that
the bag shown in the sales sheet is within the size range set
forth in claim 26 on appeal. Appellants have not provided any
evi dence or argunent to denonstrate that the sizing of the

Seasaf e #4055 bag is not within the clained range, or to show
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that it would not have been obvious to one of ordinary skil
in the art to size that bag in the manner clai nmed, nor
suppl i ed any evidence that the particular sizing of the

claimed container is in any way significant or critical.

Based on the foregoing, we will sustain the
examner's rejection of clainms 21 and 26 under 35 U S.C. §

103.

As for the examner's rejection of claim22 under
35 U.S.C. 8 103, we nust agree with appellants that the
cl osure nenber seen in Figure 3 of Soubie does not include an
i nner flange of the type clained by appellants. Contrary to
the exam ner's position, we see no basis to conclude that the
gasket (5b) of the closure of Soubie can be further conpressed
beyond the condition seen in Figure 3 so as to have the inner

portion of

the groove that houses the gasket extend into the opening of

the neck portion when the closure nenber is threaded onto the

12
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neck portion. There is sinply nothing in Soubie which
corresponds to the clained inner flange (33) seen in
appel l ants' Figure 2 of the application draw ngs.
Accordingly, the exam ner's rejection of claim 22 under 35

US.C 8§ 103 will not be sustained.

Turning to the rejection of claim24 under 35 U S. C
8 103 based on Seasafe #4055, Soubie and Hagert, we share
appel l ants' view that the prior art applied by the exam ner
fails to teach or suggest the particular structure of the
gronmets as specified in claim24 on appeal. In addition, we
agree with appellants that there is no basis to concl ude that
the particular structure of the gromets as set forth in claim
24 on appeal woul d have been nerely an obvious matter of
desi gn choice. Thus, the examner's rejection of claim?24

under 35 U.S.C. 8 103 will not be sustai ned.

On the other hand, we also find that appellants’
origi- nally filed disclosure provides no support for the

particul ar structure of the gromets as now set forth in claim

13
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24 on appeal. As noted above in treating claim2l on appeal,

appel | ant s’

specification (page 5) provides no specific description of the
"grommets" that are affixed to the sidewall of the bag.

Figure 1 of the draw ngs of appellants' application only
schematically shows the grommets (43) and at best is anbi guous
concerning the particular structure of these elenents and
their specific nounting to the sidewall of the bag. Thus,
under 37 CFR 8 1.196(b), we enter a new rejection of claim24
under 35 U . S.C. 8§ 112, first paragraph, as lacking witten

description in the originally filed disclosure.

The | ast of the examner's rejections for our
consideration is that of claim23 under 35 U S.C. § 103 as
bei ng unpat ent abl e over Seasafe #4055, Soubi e and Hagert as
applied to claim?21 above, and further in view of Eckert.
Claim23 is directed to a bag of the type set forth in claim
21 on appeal, but with a plug-type closure nenber as seen in

Figure 3 of the application drawings. Like the exam ner

14
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(answer, page 3), we are of the opinion that one of ordinary
skill in the art would have found it obvious to provide the
Seasaf e #4055 bag with a plug-type closure nenber and seal of
the type seen in Eckert so as to provide an absolutely
airtight and watertight closure therein and thereby protect

the contents of the bag from damage by water, as

Is taught in Eckert. As for appellants' argunent that the
Eckert patent itself is silent concerning the defornmble neck
portion of the bag, we nust agree. However, we note, as the
exam ner has, that it is the Seasafe #4055 bag whi ch incl udes
t he deformabl e neck portion and that it is the conbi ned
teachi ngs of the references which nust be considered in an
obvi ousness determnation. That is, the test for obviousness
is what the conbined teachings of the references would have
suggested to those having ordinary skill in the art. See

Cable Electric Products, Inc. v. Genmark, Inc., 770 F.2d 1015,

1025, 226 USPQ 881, 886-887 (Fed. Cir. 1985); In re Kasl ow,
707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983); Ln

re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981).

15
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On such a basis, we support the examner's rejection of claim

23 under 35 U. S.C. 8 103 and therefore sustain that rejection.

To summari ze, the decision of the exam ner rejecting
clainms 21, 22, 24 and 26 under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Seasafe #4055 in view of Soubie and Hagert
is affirmed as to clains 21 and 26, but is reversed with
respect to clains 22 and 24. The decision of the exam ner to
reject claim23 under 35 U.S.C. 8 103 as being unpatentabl e

over Seasafe #4055, Soubi e,

Hagert and Eckert, and that to reject claim27 under 35 U. S. C
8§ 103 as bei ng unpatentabl e over Seasafe #4055 in view of
Soubi e are each affirnmed. Pursuant to 37 CFR § 1.196(b), a
new rejection of claim24 has been entered by this panel of

the Board under 35 U. S.C. § 112, first paragraph.

Any request for reconsideration or nodification of

this decision by the Board of Patent Appeals and Interferences

16



Appeal No. 95-4590
Application 08/ 056, 188

based upon the same record nust be filed within one nonth from

the date hereof (37 CFR 8§ 1.197).

Wth respect to the new rejection under 37 CFR
8§ 1.196(b), should appellants elect the alternate option under
that rule to prosecute further before the Primry Exam ner by
way of anmendnment or show ng of facts, or both, not previously
of record, a shortened statutory period for making such
response i s hereby set to expire two nonths fromthe date of
this decision. 1In the event appellants elect this alternate
option, in order to preserve the right to seek revi ew under 35
US C 88 141 or 145 wth respect to the affirned rejections,
the effective date of the affirmance is deferred until
concl usi on of the prosecution before the exam ner unless, as a
nmere incident to the limted prosecution, the affirned
rejections are overcone.

If the appellants el ect prosecution before the
exam ner and this does not result in allowance of the

appl i cation, abandonnment or a second appeal, this case should

17



Appeal No. 95-4590
Application 08/ 056, 188

be returned to us for final action on the affirnmed rejections,

including any tinely request for reconsideration thereof.

No tinme period for taking any subsequent action in
con-

nection wth this appeal my be extended under 37 CFR §

1.136(a).
AFFI RVED- | N- PART, 37 CFR 1. 196(b)
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
WLLIAMF. PATE I11 ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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Fl ehr, Hohbach, Test, Albritton & Herbert
Four Enbarcadero Center

Suite 3400

San Franci sco, CA 94111
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APPENDED CLAI M

21. In a waterproof carrying bag: a flexible body
of water-inpervious material having a generally cylindrica
side wall and an internal storage cavity, a sem -rigid collar
at one end of the body having a laterally deformbl e neck
portion defining an opening which provi des access to the
internal cavity and can be extended in one l|lateral dinension
by deformation of the neck portion to acconmopdate an object of
greater |ateral extent than the unextended opening, a closure
menber threadedly secured to the neck portion for covering the
openi ng and hol di ng the neck portion in a configuration
conformng to the closure nenber, a sealing gasket carried by
the cl osure nenber and adapted to provide a water-tight sea
bet ween the cl osure nenber and the collar when the closure
menber is threaded onto the neck portion and the neck portion
is held in the conform ng configuration by the closure nenber,
a tether connected to the closure nenber for retaining the
cl osure nenber to the body when the cl osure nenber is renoved
fromthe neck portion, a transparent viewi ng port in the side
wal | of the body for visual observation of contents in the
internal cavity, a plurality of grommets affixed to the side
wal | and having rings for attachnment of objects to the bag, a
carrying strap renovably connected to two of the rings, and a
val ve accessible externally of the bag through which air can
be introduced into the cavity to inflate the bag.
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