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TORCZON, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL
BACKGROUND
This is an appeal under 35 U.S.C. 8§ 134 fromthe fina
rejection of clainms 1-4, all of the pending clains. W
reverse.
The application is entitled "Systemfor test data storage
reduction”. The subject matter of the invention is directed

to a reduced set of test-related data for autonatic test
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equi prent for logical circuitry. Caim4 (enphasis added) is
representative of the clains on appeal:

4. A nmethod for testing a digital circuit

devi ce, said nmethod conprising the steps of:

sinmulating test results, for a nodel of a
digital circuit to be tested, using sinulated
test pattern bit streans generated in accordance
with a wei ghted, pseudo-random process having
sel ect abl e seed val ues;

determining fromsaid sinmulating step which
seed values froma sequence of seed val ues
produce test results which are effective for
detecting error conditions in said digital
circuit;

storing, in a nenory elenent, values which
are indicative of which seed values in said
sequence are to be skipped as a result of said
ef fecti veness determ ning step; and

appl ying a wei ghted, pseudo-randomtest
pattern bit streamto an actual digital circuit
device, said test pattern being generated using
a reduce seed sequence based upon sai d skipping
indicators in said nenory el enent.

The exam ner relied on the followi ng references in
conbination to reject all of all the pending clains under
35 U.S.C. § 103:

Jacobson 4,715, 034 22 Dec. 1987
Ei chel berger et al. (Ei chel berger) 4,801,870 31 Jan. 1989

According to the exam ner, Eichel berger teaches the subject
matter of the invention except for the seed-skipping function.
(Paper 4 at 4.) W take this finding as a given in reaching
our decision. The exam ner finds that Jacobson inherently

t eaches skipping ineffective seeds. (Paper 14 at 5.)
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DI SCUSSI ON

The conbi nati on of Jacobson and Ei chel berger woul d not
have | ed a person having ordinary skill in the art to the
cl ai med subject matter. Jacobson teaches the virtue of
better-quality seeds, but he al so teaches generating these
seeds by masking a random source for seed values. (10:9-38.)
This teaching is inimcal to the clained invention, which
identifies useful seeds from an existing sequence. Assum ng,
arguendo, that a person having ordinary skill in the art would
have conbi ned the references, the conbinati on suggested by the
ref erences woul d not have included seed skipping in the sense
taught in the specification and set forth in the clains.
Al t hough we are to read clains broadly during prosecution, our
readi ng nmust be reasonable in light of the claimas a whole

and in light of the specification.
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DECI SI ON

The exam ner's rejection of all of the clains on appeal

REVERSED

JAMES T. CARM CHAEL
Adm ni strative Patent Judge
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