THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HARALD D. MULLER and YOSHH NOBU UEBA

Appeal No. 95-4716
Application 08/124, 227}

ON BRI EF

Before: SCHAFER, Admi nistrative Patent Judge, and
McKELVEY, Senior Adnministrative Patent Judge, and
WALTZ, Adnministrative Patent Judge.

McKELVEY, Seni or Adm nistrative Patent Judge.

Deci sion on appeal under 35 U.S.C. §8 134

The appeal is froma decision of the Primary Exam ner
rejecting clains 11-24 as bei ng unpatentable under 35 U S. C
8§ 103 over Engler I (U S. Patent 4,111,857) "in view of" Engler
11 (U S Patent 4,089, 857), Inokuchi (European Patent
Application 0 204 419 published Decenber 10, 1986) and Genmel |

("A Straightforward Approach to the Synthesis of Unsymetri cal

1 Application for patent filed Septenber 21, 1993. Appellants claim
priority based on Japanese application 4-262348 filed Septenber 30, 1992
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Tetr at hi oal kyl Tetrathi aful val ene Derivatives," 33 Tetrahedron
Letters 3923-26 (1992)).

Upon consi deration of the record, including APPELLANTS
BRI EF ON APPEAL (Paper 13), the EXAM NER S ANSWER (Paper 14) and
t he REPLY BRI EF (Paper 15), it is

ORDERED t hat the decision of the exam ner rejecting
clainms 11-24 is reversed.

The prior art fails to describe or render obvious the first
step in independent clains 11 or 12 (treating 1, 3,4,6-tetrathia-
pent al ene-2, 5-di one at a tenperature of 30EC or lower in an
al cohol solution containing an alkali netal al koxide in an inert
at nosphere to form1,3-dithiolate dianion). Accordingly, the
cl ai mred processes, as a whole, would not have been rendered
obvious by the prior art cited by the examner. The examner's

reliance (Exam ner's Answer, page 4) on In re Durden, 763 F.2d

1406, 226 USPQ 359 (Fed. G r. 1985) is msplaced. See In re
Cchiai, 71 F.3d 1565, 37 USP@2d 1127 (Fed. Cir. 1995).

REVERSED

RI CHARD E. SCHAFER
Adm ni strative Patent Judge
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BOARD OF PATENT
APPEALS AND
| NTERFERENCES

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

THOVAS WALTZ
Adm ni strative Patent Judge
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