TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. §8 134 fromthe fina
rejection of clainms 2 through 7. These are all of the clains

remai ning in the application.

THE | NVENTI ON

! Application for patent filed August 26, 1993.
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Appel lants’ invention is directed to a thernoplastic
conposition conprising the copol yner prepared by pol yneri zi ng
an unsaturated nitrile in the presence of a rubber polyner and
containing at |east 50% by weight of the residue of a nitrile
noiety. In the alternative the thernoplastic copol yner nay be
one obtained from copol ynerizing an unsaturated nitrile in the
absence of a rubbery polyner. In either case the clained
subject matter requires the presence of 2,4-di-t-anyl-6-[1-
(3,5-di-t-anyl -2- hydr oxyphenyl ) et hyl | phenyl acrylate. Caim?7
is illustrative of appellants’ invention and is reproduced

bel ow.

7. A thernoplastic resin conposition conprising

(a) a resin prepared by copol ynerizing at |east an
unsaturated nitrile conpound as a pol ynerizing conponent in
the presence of a rubber polyner and containing at |east 50%
by wei ght of a structural unit derived fromthe unsaturated
nitrile conmpound, or a resin prepared by copol ynerizing at
| east an unsaturated nitrile conpound as a polyneri zi ng
conmponent in the absence of a rubber polyner, and

(b) 2,4-di-t-anmyl-6-[1-(3,5-di-t-anyl-2-hydroxy-
phenyl ) et hyl | phenyl acryl at e.

THE REFERENCE OF RECORD
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The exam ner relies upon the follow ng sole reference of

record.

Yachigo et al. (Yachigo) 5,281, 646 Jan.
25, 1994

(Filed Sep. 21, 1992)
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THE REJECTI ONS
There are two rejections before us. Cains 2 through 7
stand rejected under the judicially created doctrine of double
pat enti ng as bei ng unpatentabl e over claim19 of U S. Patent
No. 5,281,646 to Yachigo. Clains 2 through 7 stand
provisionally rejected under 35 U S.C. 8§ 103 based upon the
Yachi go reference qualifying as prior art under 35 U S.C. §

102(f) or (Q).

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner with respect to the
obvi ous doubl e patenting rejection. W shall not sustain the
exam ner's rejection.

The exam ner in his Answer relies on the disclosure of
Yachigo in colum 3, lines 44-45 to show the unsaturated
nitrile resin in the clained subject matter is within the
scope of patentee. See the Answer page 5, lines 5-7. The
exam ner further relies on the disclosure of claim4 of
Yachigo to show that the clainmed additive is one of Yachigo's
preferred species. It is well settled that the disclosure of a
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patent cited in support of a double patenting rejection cannot
be used as though it were prior art, even where the disclosure
is found in the clains.

See CGeneral Foods v. Studiengesellschaft, 972 F.2d 1272, 1281,

23 USPQ2d 1839, 1846 (Fed. Cir. 1992); In re Boylan, 392 F.2d

1017, 1018 n.1, 157 USPQ 370, 371, n.1 (CCPA 1968).
Accordingly, our analysis is limted to a determ nation of
what has been patented, i.e. the subject matter which has been
protected, not everything one may find to be disclosed by

readi ng the patent.

The doubl e pat enti ng
rejection has ¥ i been made over
claim19 of T Yachi go whi ch

¥s CH Ky

depends on the OH O—f—g=C’ process of claim
O Ky

1. The product by process claim

19 requires that it be prepared fromthe process of claim1l

havi ng a phenolic conpound represented by the fornul a:
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wherein R is hydrogen or nethyl, R and R independently of
one anot her are each an alkyl of 1 to 9 carbon atons, and R
is hydrogen or nmethyl. In order to arrive at appellants’
single clainmed additive one of ordinary skill in the art would
have to make appropriate choices for each of Rt through R. In
particul ar the independent choice of RR and R would require
choosi ng the appropriate nunber of carbons from1l to 9, the
appropriate structural isomer and the appropriate attachnent
poi nt for each possible alkyl radical. Thereafter one woul d
have to exercise a further choice as to the presence of
sufficient vinyl cyanide conpound to neet appellants’ clained
limtations. Based upon the above considerations we concl ude
that the likelihood of arriving at appellants’ clained
conposition is extrenmely unlikely.

Al'l proper double patenting rejections rest on the fact
that a patent has been issued and a |l ater issuance of a second
patent will continue protection beyond the date of expiration
of the first patent of the very sane invention clained therein
or of a nmere variation of that invention which would have been

6



Appeal No. 95-4754
Application No. 08/111, 905

obvious to those of ordinary skill in the relevant art. See In
re Kaplan, 789 F.2d 1574, 1579-80, 229 USPQ 678, 683 (Fed.

Cir. 1986). The nere fact that a claimed conpound may be
enconpassed by a disclosed generic fornmula does not by itself

render that conpound obvious. See In re Baird, 16 F.3d 380,

382, 29 USP2d, 1550, 1552 (Fed. GCr. 1994); In re Jones, 958

F.2d 347, 350, 21 USPQ2d 1941, 1943 (Fed. G r. 1992). As the
di scl osure of the Yachigo reference is unavailable to show
obvi ousness of appellants’ invention and there being no other
evi dence of record, there is no way this board can find an

i nconsequential occurrence of appellants’ invention to be an
obvi ous variant of Yachigo's claim19. Accordingly, we
conclude that there is no obvi ousness-type

doubl e patenting. Hence the requirenent for a term na

di scl ai ner was i nproper.

W next turn to what appears to be a provisiona
rejection by the exam ner over Yachigo under 35 U.S.C. § 103
based upon the Yachi go patent qualifying as prior art under 35
US. C 8§ 102(f) or (g) (Answer, page 6). The evidence present
di scl oses that U S. Patent 5,281,646 was issued to Shinichi
Yachi go, Kanako Ida and Hiroshi Kojinma and assigned to

7
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Sum tono Chem cal Conpany and Sumitono Dow Limted. In
contrast the instant application bears the nanmes of Shinichi
Yachi go and Kanako Ida as inventors, and Sunitonp Chem ca
Conpany as sol e assi gnee.

As to the issue at hand, appellants have not commented on
the examner’s rejection or acknow edged it as an issue. See
appel l ants’ Brief, page 2, section 4. The exam ner, in
contrast, appears to have nmade the provisional rejection
supra. However, a rejection under 8§ 103 relying on 8§ 102(f)

requires the examner to establish a prinma facie case of

obvi ousness and show based on the evidence of record that,
"he, did not hinself invent the subject matter sought to be
patented.” The exam ner has not met this burden. To constitute
prior art under 8 102(f) the exam ner either would have to
show t hat Shi ni chi Yachi go and Kanako Ida were not the

i nventors of the clained subject matter in the instant
application or that H roshi Kojim was the inventor of the
subj ect matter sought to be patented. The exam ner has not
establ i shed that fact and there is no evidence of record to
support such a finding. Accordingly, a 8 103 rejection based
upon 35 U.S.C. 8 102(f) is not sustainable.

8
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As to the rejection under 35 U S.C. 8§ 102(g), we
concl uded supra that although the clained invention was
enconpassed by claim 19 of Yachigo, it was not sufficient to
render appellants’ invention obvious, nor was it a nere
vari ation of Yachigo' s invention. Accordingly, a 8§ 103

rejection based upon 8 102(g) is not sustainable.
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DECI SI ON

The rejection of clains 2 through 7 under the judicially
created doctrine of double patenting as bei ng unpatentabl e
over claim19 of U S. Patent No. 5,281,646 is reversed.

The rejection of clains 2 through 7 under 35 U.S.C. § 103
based upon Yachigo qualifying as prior art under 35 U S. C. 8§

102(f) or (g) is reversed.

REVERSED

PAUL LI EBERVAN
Adm ni strative Patent Judge

TERRY J. OVENS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
THOVAS A, VWALTZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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Thomas P. Pavel ko

Stevens, Davis, MIler & Msher, L.L.P.
1615 L Street, N W

Suite 850

Washi ngton, DC 20036
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