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journal and (2) is not binding precedent of the
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HEARD: November 2, 1999

Bef ore ONENS, WALTZ, and KRATZ, Adninistrative Patent Judges.

WALTZ, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s refusal to allow
claims 4 through 10 and 12, as anended subsequent to the final
rejection (see the anmendnent dated June 30, 1994, Paper No.

13, entered as per the Advisory Action dated July 11, 1994,

! Application for patent filed January 29, 1993.
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Paper No. 14). dains 4-10 and 12 are the only clains
remaining in this application.

According to appellants, the invention is directed to a
conposition exhibiting good heat resistance, good tracking
current resistance, and good arc resistance, conprising
speci fic anmounts of pol yphenyl ene sul phide (PPS), a pol yam de
prepared by pol ycondensation of adipic acid with m
xyl yl enedi ami ne, and a netal hydroxide in which the main
constituent is magnesi um hydroxide (Brief, page 2). Cdaim12
is illustrative of the subject natter on appeal and is
repr oduced bel ow.

12. A conposition exhibiting heat resistance, tracking
current resistance, and arc resistance containing

pol yphenyl ene sul phi de, and per 100 parts by wei ght of
pol yphenyl ene sul phi de:

about 10 to 300 parts by weight of a pol yam de prepared
by pol ycondensation of adipic acid and m xyl yl enedi am ne; and

about 20 to 350 parts by weight of a nmetal hydroxide in
whi ch the main constituent is nmagnesi um hydroxi de.

The exam ner has relied upon the follow ng references as
evi dence of obvi ousness:

Char a 5,021, 497 Jun. 4, 1991
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Abstract No. 88-260861/37, from Derwent Publications Ltd.,
London, an abstract of Japanese 63-189, 458 (hereafter the
“Abstract”, with no specified date).

WIlians 0 278 555 Aug. 17, 1988
(Publ i shed European Patent Application)

Clainms 4 through 10 and 12 stand rejected under 35 U. S. C
8 103 as unpatentable over the Abstract in view of Chara and
WIllians (Answer, page 4).2 W have considered the
countervailing argunents presented by appellants in the Brief
and the examiner in the Answer.® W reverse the exam ner’s
rejection for essentially the reasons set forth in the Brief,
page 6, first paragraph, and page 10, first paragraph. W add
the followi ng cooments for conpl eteness and enphasi s.

OPI NI ON

’The exam ner inadvertently lists the rejected clains as
clainms 5-10 and 12 (Answer, page 4, first paragraph, see al so
t he Answer, page 2).

W note that appellants’ Reply Brief was refused entry by
the exam ner (see the Reply Brief dated March 27, 1995, Paper
No. 21, and the exam ner’s Response to Reply Brief dated July
11, 1995, Paper No. 24). Since the tinme for petition of this
matter under 37 CFR § 1.181 has expired, appellants’ Reply
Brief has not been considered on the record before us.

3
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The conposition of appealed claim 12 requires certain
anounts of at |east three conponents, i.e., PPS, a polyam de
prepared by pol ycondensation of adipic acid with
m xyl yl enedi am ne (e.g., PAMXD6, see the specification, page
4, lines 20-25), and magnesi um hydr oxi de.

The exam ner finds that the Abstract discloses polyner
bl ends of PPS* and a polyamde with additional filler, such as
al um num hydroxi de, to “provide sealing conpositions for
el ectronic parts which deter water seepage between the
interfaces of wire and polyner.” (Answer, page 4). The
exam ner further finds that Ohara discloses that nagnesi um
hydr oxi de used in conjunction with glass fibers in PPS
conpositions for electronic parts yields excellent arc
resi stance for these conpositions, as opposed to the results
for alum num hydroxide (l1d.). Finally, the exam ner applies
WIllianms for the teaching that magnesi um hydroxi de provi des
good el ectrical tracking resistance when used in pol yam de

conpositions (ld.). Fromthese findings, the exam ner

“Actually the Abstract only discloses a "polyaryl ene
sul phi de" resin conposition (see lines 1, 2 and 3 of the
Abstract).
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concludes that it woul d have been obvious to utilize nmagnesi um
hydroxide in lieu of the al um num hydroxi de of the Abstract
since Chara and WIlians teach “the advantages in electrical
arc resistance and tracking resistance to be afforded by such
a variation.” (Answer, page 5).

“When determning the patentability of a clained
i nvention which conbines two known el enents, the question is
whet her there is sonething in the prior art as a whole to
suggest the desirability, and thus the obviousness, of naking
the conbination. [Internal quotes and citations omtted].” In

re Rouffet, 149 F.3d 1350, 1356, 47 USPQR2d 1453, 1456 (Fed.

Cr. 1998). W determ ne that the exam ner has not
established the desirability, notivation or suggestion for
conbining the Abstract with the teachings of the secondary
references to Chara and WIllianms. Onhara teaches the inproved
arc resistance when usi ng magnesi um hydroxi de in a PPS
conposition (colum 1, lines 61-63) while WIllians teaches the
i nprovenent in electrical tracking resistance with nagnesi um
hydr oxi de i n pol yam de conpositions (page 2). However, the

Abstract relied upon by the exam ner as the primary reference
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does not disclose either of these properties taught to be
improved in Chara and WIllianms. The Abstract teaches that
good adhesion is a desired property, as well as the ability of
the conposition to deter water seepage between the interfaces
of the polyner and wire (see the Abstract, last four |ines).
Therefore we determ ne that the exam ner has failed to present
any reason or notivation for the conbination of the secondary
references to Chara and Wllians with the primary reference of
t he Abstract.

For the foregoing reasons, we find that the exam ner has
failed to establish a prima facie case of obviousness. Thus
we need not reach the issue of the sufficiency of appellants’
showi ng of unexpected results. See the Brief, pages 4-5 and
9, and the Table on page 9 of the specification. See In re
CGeiger, 815 F.2d 686, 688, 2 USPQd 1276, 1278 (Fed. Cr
1987). Accordingly, the examner’s rejection of clains 4-10
and 12 under 35 U. S.C. § 103 as unpatentabl e over the Abstract
in view of Chara and WIllianms is reversed.

The decision of the examiner is reversed.

REMAND TO THE EXAM NER
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Upon the return of this application to the jurisdiction
of the exam ner, the exam ner and appellants should review the
patentability of the clained subject matter in view of a ful
English translation of the Japanese Kokai underlying the
“Abstract” used as the primary reference in the rejection
di scussed above. Fromthe limted disclosure of the Abstract,
we cannot determine if “pol yaryl ene sul phide” specifically
includes PPS, if the “copol yneric pol yam de” includes the
speci fic polyam de of appellants’ clains, if the nelting point
desired for the polyam de is | ess than 170EC. ,° what ot her
fillers are disclosed other than those exenplified in the
Abstract, or if any electrical properties are desired for the
conpositions set forth in the Abstract. The exam ner should
make these and any ot her appropriate determ nations follow ng
review of the full English translation of the reference.

This application is being remanded to the exam ner for
appropriate action, including review and reconsi deration of

the foregoing matters.

°*Note that the nelting point listed for these sane nylon
polyam des in Wllians is "above 180EC." (page 2, lines 21-
22).
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This application, by virtue of its “special” status,
requires an imedi ate action, MPEP § 708.01 (D). It is
i nportant that the Board be pronptly infornmed of any action
affecting this application.

REVERSED & REMANDED
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TERRY J. OWENS
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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