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DECI SI ON ON APPEAL

! Application for patent filed March 8, 1994. According
to appellants, the application is a continuation of
Application 07/817,956, filed January 8, 1992, which is a

continuation of Application No. 07/457,779, filed January 11,
1990.
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This is an appeal under 35 U.S.C. 8§ 134 fromthe
examner’s final rejection of clains 1 through 3, which are
the only clains in this application.

According to appellants, the invention is directed to a

t wo- pl aten, nol d-cl anpi ng apparatus requiring neither tie bars
nor rear platen (Brief, page 2). Appellants also state that
the rejected clains stand or fall together (1d.).
Accordingly, we select independent claiml1l fromthe grouping
of clains and decide the appeal as to the ground of rejection
on the basis of this claimalone. See 37 CFR 8
1.192(c)(7)(1995). daiml is illustrative of the subject
matter on appeal and a copy of claim1l is attached as an
Appendi x to this decision.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

| naba 4,781, 568 Nov. 1, 1988
(8 102(e) date of Cct. 21, 1986)
Blum et al. (Blum) 5,110, 283 May 5, 1992

(U.S. filing date of Nov. 27, 1989)°?

Bluml et al. (WO ‘256) WD 88/ 09256 Dec. 1, 1988

2At issue in this decision is the 8 102(e) date of this
ref erence.
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(Publ i shed PCT/ DE88/ 00304)

Clainms 1 through 3 stand rejected under 35 U S.C. § 103
as unpat entabl e over Inaba taken together with Blum (Answer,
page 3, referring to the final rejection dated Dec. 1, 1994,
Paper No. 34, page 2). W affirmthis rejection for reasons
whi ch foll ow.

OPI NI ON

Appel l ants present two argunments agai nst the exam ner’s
rejection. Appellants argue that Blum is not prior art under
§ 103 via 8 102(e)(Brief, pages 3-5). Furthernore, appellants
argue that, even if Blum is prior art via 8 102(e), the
conmbi nati on of I naba and Blum “does not disclose or suggest
t he two-pl aten, nol d-clanpi ng apparatus of the present
i nvention” (Brief, sentence bridging pages 5-6). Since the
rejection of claims 1 through 3 under 8 103 is not viable
unl ess Blum is available prior art under 8§ 103 via § 102(e),
we w il first discuss the issue of the availability of Bl uni
as prior art and then discuss the nerits of the rejection
under § 103.

A. The Availability of Blum as Prior Art
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The following facts are not contested by appellants or
the examner. The Blum reference is U S Patent No.
5,110, 283, which issued on May 5, 1992, from an Application
No. 07/441,379 filed Nov. 27, 1989. Blum clains priority
froma continuation-in-part of PCIT/DE88/00304 filed on May 19,
1988. The application on appeal (Application No. 08/225, 087,
filed on Apr. 8, 1994) is a continuation of Application No.
07/817,956, filed Jan. 8, 1992, which itself is a continuation
of Application No. 07/457,779, filed Jan. 11, 1990.
Application No. 07/457,779 clainms priority from PCT/JP89/ 00679
filed on July 5, 1989, and Japanese Application 169118/ 1988
filed on July 7, 1988. A verified translation of this
Japanese priority docunent was submtted in Application No.
07/817, 956, thus giving appellants an effective filing date of
July 7, 1988, under 35 U.S.C. § 119 for the clai ned subject
matter. See the Manual of Patent Exam ni ng Procedure (MPEP)
§ 201.15 (7th ed., July 1998). Appellants al so have not
contested the exam ner’s determ nation that the subject matter
in Blum relied upon by the exam ner as evidence of

obvi ousness under 8§ 103 is found in the disclosure of
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PCT/ DE88/ 00304 (see MPEP, § 2136.03 (IV) (7th ed., July 1998),

and the examner’s reliance on WO ‘ 256, the published

PCT/ DE88/ 00304 application, on page 4 of the final rejection).
Appel  ants and the exam ner contest the availability of

Blum as prior art under § 103 via 8§ 102(e)(Brief, pages 3-5,

and the Answer, pages 3-4). Section 102(e) of 35 U S.C

(1975) states

A person shall be entitled to a patent unl ess-
....(e) the invention was described in a patent granted

(1) on an application for patent by another filed in the
Uni ted States before the invention thereof by the applicant
for patent, or (2) on an international application by
anot her who has fulfilled the requirenents of paragraphs
(1), (2), and (4)of section 371(c) of this title before

t he invention t hereof by the applicant for patent...

[ Numbers in italics added. ]

Appel l ants argue that Blum has not fulfilled the
requi renents of section 371(c)(1), (2), and (4) until the Nov.
27, 1989, filing date of the Blum U.S. application (Brief,
page 5).

Appel l ants’ argunment is not well taken since it is clear
fromthe Blunml patent that it issued froma U S. national
application filed under 35 U.S.C. 8§ 111(a)(i.e., Application

No. 441,379), not a national stage application filed under §
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371. VWhen a U.S. national application filed under 8§ 111(a)
becomes a U. S. patent, its effective date as a prior art
reference agai nst a pending application is its effective
filing date. See our clause (1) of 35 U S.C. § 102(e) above.
Since the application of Blum was not a U S. national stage
application under 35 U S. C

8 371, the requirenents of our clause (2) of 8§ 102(e) above
need not be considered. Thus if a 8 111(a) application clains
the benefit of a prior application, such as a continuation-in-
part of a copending PCT international application under 35

U S.C. 88 120 and 365(c), its effective date as a reference is
the filing date of the prior application. See 35 U. S.C. 88
120, 365(c), and MPEP, 88 1896 and 2136.03 (I1)(7th ed., July
1998). See al so Hoover, Journal of the Patent and Trademark
O fice Society, Vol. 80, No. 4, pp. 289-295, April 1998.
Therefore the effective date of the Blum reference is May 19,
1988, the filing date of PCT/ DE88/00304, and Blum is

avai lable as a prior art reference under 8 102(e) since it is

“by another” and “filed before the invention thereof by the
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applicant for patent”, i.e., before appellants’ effective
filing date under 35 U.S.C. § 119 of July 8, 1988.

For the foregoing reasons, we determne that Blum is
avai l able as prior art under 8§ 103 via § 102(e).

B. The Rejection under § 103

W affirmthe rejection of clains 1 through 3 under 35
U S.C. 8 103 as unpatentabl e over |Inaba taken with Bl un
essentially for the reasons set forth by the exam ner in the
final rejection (Paper No. 34) and the Answer. W add the
follow ng comments primarily for enphasis.

Appel I ants argue that Blum “discloses what in essence is
a three-platen apparatus.” (Brief, page 5). Appellants’
argunment i s not persuasive since, as noted by the exam ner on
page 4 of the Answer, Blum discloses and teaches only two
nmol d plates or platens. Appellants provide no support for
their argunent that the structure in Figure 1 of Blum (which
i s not nunbered) between the nold clanping plate 2 and the

belt 4 acts as a pl aten.

Appel l ants note that Inaba is directed to a three-platen

nol d- cl anpi ng apparatus (Brief, page 5) but have not contested
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the exam ner’s statenent that |naba discloses nold closing and
clanping with ball nuts and ball screws can take place either
by rotating the ball nuts or by rotating the ball screws
(final rejection, page 3). Accordingly, we determ ne that the
exam ner has established that it woul d have been prima facie
obvious to nodify the apparatus of Blum in view of the
t eachi ngs of equivalency in Inaba (1d.).

For the foregoing reasons and those set forth by the
examner in the final rejection and the Answer, the rejection
of clainms 1 through 3 under 35 U.S.C. 8§ 103 as unpatentable

over | naba taken with Blum is affirned.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR
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8§ 1.136(a).
AFFI RVED
EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
CHARLES F. WARREN ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
THOVAS A. WALTZ )
Adm ni strative Patent Judge )
I'p
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APPENDI X
1. A two-platen nol d-clanpi ng apparatus, conprising:
a stationary platen;

a novabl e pl aten di sposed for reciprocal notion relative
to said stationary platen along a predeterm ned path to effect
nmol d openi ng and cl osi ng;

a plurality of ball nuts;

a respective bearing nechanismrotatably nounting each
said ball nut on said novable platen for rotation relative
thereto about an axis extending |ongitudinally of the path,

sai d bearing nmechani sns each being operable to prevent
novenent of the correspondi ng respective ball nut relative to
the novable platen in a radial direction and in an axial
direction relative to said axis

a respective elongated ball screw continuosly threadably
engaged with each of said ball nuts, each ball screw having an
end portion fixed to said stationary platen, the opposite ends
of said screws extending through the novabl e platen and being
supported by said ball nuts and including threaded portions of
sufficient length to acconmodate both nol d-cl osi ng and nol d-
cl anpi ng operati ons;

a notor nounted on said novabl e platen for novenent
therewith and having an output shaft; and

operating structure operatively coupling said output shaft
of said notor to said ball nuts for rotating the ball nuts to
nove said ball nuts and therefore the novabl e platen
longitudinally of the ball screws during both nold-closing and
nol d- cl anpi ng opertions to thereby generate a nol d-cl anpi ng
force.
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