TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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LI EBERMAN, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

1 Application for patent filed August 7, 1992. According to

appel lants, this application is a continuation-in-part of Application No.

07/ 794,783 filed Novermber 25, 1991, now U.S. Patent No. 5,208,009 issued My
4, 1993; which is a continuation-in-part of Application No. 07/631,232 filed
Decenber 20, 1990, now U.S. Patent No. 5,096,699 issued March 17, 1992; which
is a continuation-in-part of Application No. 07/594,598 filed October 9, 1990,
now U.S. Patent No. 5,158,763 issued Cctober 27, 1992
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This is an appeal under 35 U.S.C. §8 134 fromthe
examner’s refusal to allow clains 1 through 16 which are all

of the clains in the application.

THE | NVENTI ON
Appel lants’ invention is directed to an oral care
conposition containing effective anounts of azacycl oal kane- 2, -
di phosphonate which is an antical cul us agent and an effective
anount of a bis(halo phenyl) antimcrobial agent. The

conposition al so contains a toxicologically acceptable oral

carrier.
THE CLAI V5
Claims 1 and 15 are illustrative of appellants’ invention
and are reproduced bel ow
1. An oral care conposition conprising

(a) an effective anount of a source of an
azacycl oal kane- 2, - di phosphonat e ani on as an anti cal cul us
agent ;

(b) an effective anmount of a bis(hal o phenyl)
antim crobial agent; and

(c) a toxicologically acceptable oral carrier.
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15. An oral care conposition according to claim1l
wherein the antimcrobial agent is triclosan and said
conposition additionally contains a synthetic anionic
pol ynmeri c pol ycarboxyl ate of a nol ecul ar weight in the range
of about 5,000 to 2,000,000 in an amount effective to increase
antical culus action of the azacycl oal kane phosphonat e ani on.
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THE REFERENCES OF RECORD

As evi dence of obvi ousness,

foll ow ng references.

McCune et al. (MCune)
1970

lrani et al. (lrani)
1972

W dder et al. (Wdder)
1972

Haefel e (Haefele ‘002)
1976

Haefel e (Haefele ‘807)
1976

Pl oger et al.
1976
Agricola et al.
1976

Pl oger et al.
1976

Vi nson et al.
1977

Haefel e (Haefele ‘616)
1977

(Pl oger '772)
(Agricol a)
(Pl oger *443)

(Vi nson)

de Vries
1986
Hayes (Hayes ‘ 456)
1986
Hayes (Hayes ‘ 504)
1987
Kl ueppel et al. (Kl ueppel)
1989
Degenhardt et al.
1989
(Degenhardt *603)
Parran, Jr. et al. (Parran)

1991

3,488, 419
3,671, 644
3,687, 154
3, 934, 002
3, 937, 807
3,941,772
3, 959, 458
3, 988, 443
4,022, 880
4,025, 616
4,569, 838
4,575, 456
4,659, 504
4, 820, 507

4,877,603

5, 015, 466

t he exam ner

Jan.

Jun.

Jul .

Jan.

Feb.

Feb.

May

(filed Jun. 26

relies upon the

6,
20,
18,
20,
10,

2,
25,
26,
10,
24,
11,
11,
21,
11,

31,

14,

1990)
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Gaffar et al. (Gffar) 5, 158, 763 Cct. 27,
1992

(filed Cct. 9, 1990)
Eur opean patent application 321 233 Jun. 21
1989

(Degenhardt *233)

German patent (Henkel *177) 1 938 177 Feb. 11
1971
Cerman patent (Henkel ‘178) 1 938 178 Feb. 11
1971
French patent (Henkel *580) 2, 055, 580 Apr. 13,
1971
French patent (Henkel *579) 2, 055, 579 May 7,
1971
Japanese patent (Kanebo) 60- 58500 Apr
4, 1985

THE REJECTI ONS
Clains 1, 2, 4, 5, 7, 8, 10, 11, 13 and 16 stand rejected
under the judicially created doctrine of obviousness-type
doubl e patenting as bei ng unpatentable over clainms 1 through
16 of U.S. Patent No. 5, 158, 763.
Clains 1, 2, 4, 5, 7, 8, 10, 11, 13 and 16 stand rejected
under 35 U. S.C. 8 103 as unpatentabl e over Haefele (I-11-111)

conbined with Ploger (1-11).?2

2 The rejection as stated in both the Answer and the Final Rejection

mai | ed May 25, 1994 fails to state the statutory grounds of the rejection.
(continued...)
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Clains 1, 3, 4, 6, 7, 9, 10, 12, 14 and 15 stand rejected
under 35 U. S.C. 8 103 as unpatentabl e over Vinson and Pl oger
(I-11), conbined in view of lrani3 Parran, Gaffar and further
in view of Henkel* and Kanebo.

Clains 1, 2, 4, 5, 7, 8, 10, 11, 13 and 16 stand rejected
under 35 U. S.C. 8 102 as anticipated by or in the alternative
under 35 U.S.C. 8 103 as obvious over de Vries and Hayes, (I-
11).5

OPI NI ON

2(...continued)
However, in view of the rejection being over Haefel e combined with Ploger and
appel lants’ concurrence in the Brief, page 5 the rejection is necessarily
under 35 U.S.C. § 103.

3 The Answer, page 10, refers to lrani(‘633). No such Irani patent
exists. W refer to lrani (‘'644) as listed in the prior art of record. See
Answer, page 6.

4 There are four Henkel patents listed in the prior art of record,

Answer, pages 6 and 7. W have consi dered each Henkel reference

5 The rejection as stated in both the Answer and the Final Rejection

mai | ed May 25, 1994 inproperly states the statutory grounds of the rejection
using 8 103 instead of § 102. However as the rejections are stated in the
alternative, as anticipated by or obvious over, we conclude that the rejection
i s made both under 88 102 and 103. Appellants’ concurrence, Brief, page 4 is
not ed.
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As an initial matter, appellants submt that the clains
do not stand or fall together. Appellants’ argunent on behalf
of separate consideration of three Goups of clains appears in
the Brief, page 3. Goup | is directed to rejections relating
to the antibacterial agent chlorhexidine. Goup Il is

directed to rejections related to the anti bacterial agent

triclosan. Goup IlIl is directed to claim 15 and adds an
addi ti onal conponent, i.e. a polyneric polycarboxylate. Since
each of the Goups | and Il are enconpassed by claiml1, and
claim15 is dependent on claiml1l, we will limt our

consideration to claims 1 and 15 as we have determ ned that it
is dispositive of each of the issues before us.

We have carefully considered all of the argunents
advanced by appellants and the exanminer. W agree with
appel l ants that the aforenentioned rejections over Vinson and
Pl oger (1-11), conmbined in view of Irani, Parran, Gffar and
further in view of Henkel and Kanebo and the rejection over de
Vries and Hayes, (I-11)on the grounds of anticipation is not
wel | founded. Accordingly, we will not sustain those

rej ections.
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We agree with the concl usions reached by the exam ner

that the rejections over de Vries and Hayes, (1-11) under 35
UusS. C

8§ 103 and the rejections over Haefele (I-11-111) conbined with
Ploger (1-11) are well founded. Accordingly, we will sustain

t hose rejections.
W will also sustain the rejection on the ground of
judicially created doctrine of obviousness-type double

pat enti ng.

The Rejections Over de Vries And Hayes®
As to the rejection of the appeal ed clai nms under 35
U S C
8§ 102, appellants enphatically disagree that either de Vries
or Hayes anticipates the invention as clainmed. See Brief,
page 4. W agree. The examner in the Answer relies on Hayes,
at colum 3, lines 50-51, colum 7, lines 25-30, 37-39, colum

5, line 55, colum 6, |ine 6. He further relies on de Vries,

5 Hayes(‘504) is a division of Hayes(‘'456). W refer in our decision
to Hayes(‘504).
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at colum 4, lines 19-19, colum 9, lines 15-20, columm 8,
lines 1-14 and claim6. See Answer, pages 16 and 17.

The portions of Hayes relied upon by the exam ner focus
on those parts of the Hayes patent, which disclose conponents
falling within the scope of appellants’ clai ned subject
matter. However, contrary to the exam ner’s analysis of
Hayes, patentee is replete with teachings of the presence of
phosphoni ¢ groups which may provide antical cul us or anti pl ague
effect. See colum 3, lines 9-51. The optional presence of
numer ous anti bacterial agents is disclosed at colum 5, line
55 through colum 6, line 6.

Simlarly, the exam ner relied upon those portions of de
Vries, which disclose conponents falling within the scope of
appel lants' invention. De Vries is |ikewise replete with

teachi ngs of the presence of phosphonic groups which may

provi de antical culus or antiplaque effect. See colum 3, line
43 to colum 4, line 22. Simlarly the optional presence of
numer ous anti bacterial agents is disclosed at colum 7, line

63 through colum 8, line 14.
In both the Hayes and de Vries patent the respective
di scl osures include conponents which are azacycl oal kane-

9
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2, di phosphonate anions utilized as antical culus agents. Each
reference discloses bis(hal ophenyl) antim crobial agents.
However, based upon the above teachings we cannot agree with
the exam ner that the clained invention is anticipated by

ei ther Hayes('504) or de Vries. |In order to arrive at the

cl ai mred subject nmatter a person having ordinary skill in the
art would have to carefully pick and choose and conbi ne
various di scl osures anong the teachings of both Hayes(’ 504)
and de Vries to obtain an oral care conposition conprising the
two required conponents of the clainmed subject matter in
effective anounts. \Wile sone picking and choosi nhg nay be
entirely proper in maki ng an obvi ousness rejection under 35
US C 8§ 103, it has no place in naking a rejection under 35

US.C 8§ 102(b) for anticipation. See In re Arkley, 455 F. 2d

586, 587, 172 USPQ 524, 526 (CCPA 1972). W find that each
reference does not provide a disclosure with sufficient
specificity to constitute a description of the clained
conposition within the purview of 35 U S.C. § 102(b). See |

re Schaumann, 572 F.2d 312, 317, 197 USPQ 5, 10 (CCPA 1978).

Accordingly, we shall not sustain either rejection of the

10
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clainms on appeal under 35 U.S.C. 8§ 102 as antici pated by
Hayes(‘504) or de Vries.

Not wi t hst andi ng our finding supra regarding anticipation,
it should be noted that rejections under 35 U.S.C. § 103 may
be appropriate and proper where the subject matter clained is
not identically disclosed or described. Accordingly, we shall
next consider the rejection of the clains over Hayes(‘'504) or
de Vries under 35 U S.C. § 103.

Hayes(‘ 504) discloses a gel dentifrice which is an oral
care conposition. W find that the conposition may contain
anti nucl eati ng agent which provide antical culus or antipl aque
effect as required by conponent (a) of the clained subject
matter. See Hayes(‘504) colum 3, lines 9-11. The specific
azacycl oal kane- 2, 2- di phosphoni ¢ acid conmpound required by the
cl ai med subject matter is disclosed in colum 3, |ines 38-39,
and 43-46 and is incorporated by reference to Ploger at line
20. Conponent (b) required by the clainmed subject matter is
di sclosed at colum 5, line 68. W find that 1,6-di-p-
chl or ophenyl bi guani dohexane i s appellants’ cl ai ned
chl orhexidine. Qur finding is supported by appellants’
specification at colum 3, lines 2-3.

11
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We now turn to the rejection over De Vries. W find that
de Vries discloses an oral care conposition in the formof a
dentifrice. See colum 1, lines 7-16. W find that the
conposition may contain antinucl eating agent which provi des
antical culus or antiplaque effect as required by conponent (a)
of the claimed subject matter. See de Vries colum 3, lines
44-47. The specific conpound azacycl oal kane- 2, 2- di phosphoni ¢
acid required by the clained subject matter is disclosed in
colum 4, lines 6-7, and 11-14. Additional azacycl oal kane-

2, 2-di phosphoni ¢ acid conmpounds within the scope of the

clai med subject matter are also incorporated by reference to
U S. Patent No. 3,988,443 (Ploger) at colum 3, l|ine 55.
Conmponent (b) required by the clained subject natter is

di sclosed at colum 8, line 7. As noted supra, we find that
1, 6-di - p- chl or ophenyl bi guani dohexane is appel |l ants’ cl ai med
chlorhexidine. Qur finding is again supported by appellants’
specification at colum 3, lines 2-3.

The dispositive issue under 8 103 for each of
Hayes(‘504)and de Vries is whether a person having ordi nary
skill in the art would have found a suggestion in each of the
t eachi ngs of Hayes(‘504) and de Vries to prepare an oral care

12
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conposition containing effective anounts of an azacycl oal kane-
2, -di phosphonate ion and effective anobunts of a

bi s(hal ophenyl) antim crobial agent in accordance with
appel l ants' clai ned subject matter and whet her Hayes(‘504) and
de Vries woul d have reveal ed that such a person woul d have had

a reasonabl e expectation of success. See In re Vaeck, 947

F.2d at 493, 20 USPQRd at 1442.

Based upon our findings supra, we answer both questions
in the affirmative for each of Hayes('504) and de Vries. It
is our position that it would have been obvious to one having
ordinary skill in the art to prepare an oral care conposition
as required by appellants' clainmed invention, fromthe

di scl osure of either Hayes(‘504) or de Vries.

The Rejection of Haefele(l-11-111) Conbined with Ploger (I-
1)
Appel l ants argue that there is nothing found within the

prior art that can be considered to notivate the conbination

" Ploger(‘443) is a division of Ploger(‘772). We refer in our decision
to Ploger(‘772). The three Haefele patents contain simlar disclosures, and
we refer to Haefel e('002) in our decision.

13
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of the specific materials. See Brief, page 5. W disagree.
Haef el e(‘* 002) discloses an oral conposition for plaque
cont ai ni ng both a bi sguanam de and an antical cul us agent. See
colum 1, lines 39-43. W find that the bisguanan des are
exenplified by chlorhexidine or salts thereof. W further find
that chlorhexidine and its salts are the bi sguanam des of
choice. See Exanples V through XX

Nuner ous phosphoni ¢ aci ds including many patents drawn to
phosphoni ¢ acid containing antical cul us agents are discl osed
by Haefel e('002) beginning at colum 4, |ine 28 through colum
7, line 4. Based upon this extensive disclosure, we concl ude
t hat any phosphonic acid antical cul us agent may be used with
Haef el e’ s(* 002) preferred chlorhexidine. However, the
speci fic azacycl oal kane- 2, - di phosphonat e of the cl ai ned
subject matter is not taught.

Pl oger (* 772) discl oses the di phosphonic acids of the
cl ai med subject matter, and teaches that the conpounds are
useful in toothpastes and nout hwashes where they prevent
formation of tartar and plaque. Hence, we conclude that they
are by definition antical culus agents. See Abstract and
colum 3, lines 38-43. Based upon the above consi derati ons,

14



Appeal No. 1995-4903
Application No. 07/926, 016

we conclude that it would have been obvious to the person
having ordinary skill in the art to incorporate any

phar maceutical |l y acceptabl e phosphonic acid known to be an
antical culus agent in the oral composition of Haefele('002).

Accordingly, we sustain the rejection of the exam ner.

The Rejection O Vinson And Ploger (I-11), Wth Irani, Gaffar
Parran, Henkel and Kanebo

“[ T] he exam ner bears the initial burden, on review of
the prior art or on any other ground, of presenting a prim

facie case of unpatentability.” See In re Cetiker, 977 F. 2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cir. 1992). The
exam ner relies upon a conbination of up to el even references
to reject the claimed subject matter and establish a prina

faci e case of obviousness. The basic prem se of the rejection

is that the primary reference to Vinson discloses an oral care
conposition containing an antical cul us m xture having present
triclosan (conmponent (b)) as one of the antibacterial agents
taught therein. The Ploger references disclose the
azacycl oal kane di phosphoni c acid which constitute conponent

(a), and the bal ance of the references provide notivation for

15
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conbi ning the respective conponents of Vinson and Ploger. W
di sagr ee.

The exam ner relies upon Irani for its teaching that
phenol i ¢ bactericides can be inproved in bactericidal activity
in the presence of a polyphosphonic acid. See colum 1, I|ines
40-45. However, the exam ner has not shown that Iran
di scl oses either of the clainmed conponents. Nor is this
hypot hesis a sufficient teaching that one of ordinary skill in
the art would use it to select either of the required
conponents of the claimed subject matter.

Parran di scl oses an oral care conposition containing
triclosan in conbination with tartrate-succinate as an
antical cul us conposition. Parran discloses that adjunct
mat erials may be added to the conposition including a
di phosphonate. See colum 12, |ines 36-40. However, the
function of the phosphonate is never disclosed and no
correlation with antical culus activity is presented by Parran.
| ndeed, Parran relies upon other specific conponents to
provi de antical culus activity. W interpret Parrans’ silence
on the function of the phosphonates as indicative of a |ack of
antical culus activity. Accordingly, we conclude that there is

16
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no reason based on this record to substitute the
azacycl oal kane di phosphonate conmpounds of Ploger for the
di phosphonat es of Parran.

The bal ance of the Henkel references and the Kanebo
reference are directed to anti bacterial soaps, which would be
nei ther safe nor effective for utilization in an oral cavity.
Al t hough the exam ner states that Henkel and Kanebo descri be
the stabilization of triclosan with a di phosphonate in a
bacterici dal soap, Answer, page 15, we concl ude that
bacterici dal soaps cannot be considered as exenplary of an
anti bacterial oral conposition as required by the clained
subj ect matter.

Furthernore, the exam ner nust show reasons that the
skilled artisan confronted with the sane problens as the
inventor and with no know edge of the clained invention, would
select the elenents fromthe cited prior art references for
conbination in the manner clained. W determne that there is
no reason, suggestion, or notivation to conbine the references
in the manner proposed by the exam ner. Accordingly, the

exam ner has not established a prima facie case of

17



Appeal No. 1995-4903
Application No. 07/926, 016

obvi ousness. See In re Rouffet, 149 F.3d 1350, 1357, 47

USPQ2d 1453, 1458 (Fed. Cir. 1998).

The Cbvi ousness- Type Doubl e Patenting Rejection
We note that appellants have indicated that they, “wll
file a termnal disclainmer when and if the remaining
rejections are resolved, therefore, it does not appear
pertinent to address this issue at this tine.” See Brief,
page 2, footnote 1. W regard appellants’ statenent as
acquiescing in the examner’s rejection. Hence, we sunmarily

sustain it.

DECI SI ON
The rejection of clains 1, 2, 4, 5, 7, 8, 10, 11, 13 and
16 under the judicially created doctrine of obviousness-type
doubl e patenting as bei ng unpatentable over clainms 1-16 of U.
S. Patent No. 5,158,763 is affirned.
The rejection of clains 1, 2, 4, 5, 7, 8, 10, 11, 13 and
16 wunder 35 U.S.C. 8 103 as unpatentable over Haefele (I-11-

I11) conmbined with Ploger (I-11) is affirnmed.

18
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The rejection of clainms 1, 3, 4, 6, 7, 9, 10, 12, 14 and
15 wunder 35 U.S.C. 8§ 103 as unpatentable over Vinson and
Ploger (1-11), conmbined in view of Irani, Parran, Gaffar and
further in view of Henkel and Kanebo is reversed.

The rejection of clainms 1, 2, 4, 5, 7, 8, 10, 11, 13 and
16 stand rejected under 35 U.S.C. 8 103 as obvi ous over de
Vries and Hayes, (I-11) is affirnmed.

The rejection of clains 1, 2, 4, 5, 7, 8, 10, 11, 13 and
16 stand rejected under 35 U . S.C. 8§ 102 as antici pated de
Vries and Hayes, (1-11) is reversed.

However, because our rationale for affirm ng each of the
grounds of rejection under 8 103 materially differs fromthat
of the exam ner as we have set forth above, we have designated
our affirmance as involving a new ground of rejection pursuant
to 37 CFR 1.196(b).

The decision of the examner is affirned-in-part.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR

19
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8§ 1.196(b) provides, “A new ground of rejection shall not be
considered final for purposes of judicial review?’
37 CFR 8 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :

20
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART, 1. 196(b)
JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
CHUNG K. PAK ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PAUL LI EBERVAN )
Adm ni strative Patent Judge )
bae
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Connol Iy & Hutz
OP. O. Box 2207
W | m ngton, DE 19899-2207
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