THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

claims 1-4 and 7-17, which are all of the clains remaining in

Y Application for patent filed March 24, 1993.
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t he application.

THE | NVENTI ON

Appel I ants claima nethod for produci ng a packagi ng
material by applying a filmof plastic material to a first
surface of a netal foil to forma |am nate and securing, by
use of a binder material, a second surface of the netal foi
of the lamnate to a core |layer having a hole therein. Caim
9 is illustrative and reads as foll ows:

9. A net hod of produci ng packagi ng naterial, conprising
the steps of:

applying a first filmof plastic material on a first
surface of a netal foil to forma first |am nate; and

securing a second surface of the netal foil web of the
first lam nate adjacent a first surface of a core layer with a
second filmof binder material, the core | ayer being forned
with an opening in the formof a hole.

THE REFERENCES

Hol nstrom et al. (Hol nstrom 4, 256, 791 Mar. 17, 1981
Lofgren et al. (LOfgren) 5,122,410 Jun. 16, 1992

THE REJECTI ONS

Claims 1-4 and 7-17 stand rejected under 35 U.S.C. § 103

as bei ng unpatentable over Holnmstrémin view of LOfgren.
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OPI NI ON

We have carefully considered all of the argunents
advanced by appel lants and the exam ner and agree with
appel l ants that the aforenentioned rejection is not well
founded. Accordingly, we reverse this rejection.

Hol mstr 6m di scl oses a net hod for produci ng a packagi ng
material wherein a lamnate is fornmed by fastening a netal
foil web to a paper or cardboard web by use of a thernoplastic
adhesive, the lam nate i s passed between pressure/cooling
rollers, a layer of plastic is extruded onto the netal foi
web, and the resulting lamnate is passed between anot her set
of pressure/cooler rollers (col. 4, |lines 20-32 and 54-56;
figure 1). Holnstrdm does not apply a plastic filmto a first
surface of a netal foil web to forma |lamnate, and attach a
second surface of the netal foil web of the lam nate to a core
| ayer by use of a binder material as required by appellants’
cl ai ns.

Lof gren di scl oses a nethod for formng a | am nate which
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has good gas and aroma barrier properties and is useful in the
manuf act ure of packagi ng containers (col. 2, lines 1-13). The
lam nate is formed by joining two partial |am nates, each of
whi ch consists of a carrier |ayer and a barrier |ayer, by use
of a conventional bonding agent (col. 3, lines 45-63; figure
3). The carrier layers are made of a thernoplastic materi al
and the disclosed barrier layer materials are silicon dioxide
and silicon nitride (col. 3, lines 1-3 and 24-26).

The exam ner argues that Lofgren is relied upon for a
teaching that the level of skill in the art was sufficiently
hi gh that one skilled in the art would have known how to
| am nate Hol nstromis materials in the order recited in
appel l ants’ cl ains, and woul d have been notivated to do so
(answer, page 5).

In order for a prima facie case of obviousness of
appel lants’ clained invention to be established, the prior art
nmust be such that it would have provi ded one of ordinary skill
in the art with both a suggestion to carry out appellants’
cl ai med process and a reasonabl e expectation of success in

doing so. See In re Dow Chem cal Co., 837 F.2d 469, 473, 5
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UsP2d 1529, 1531 (Fed. Cr. 1988). “Both the suggestion and
t he expectation of success nust be founded in the prior art,
not in the applicant’s disclosure.” 1d. The nmere possibility
that the prior art could be nodified such that appellants’

process is carried out is not a

sufficient basis for a prima facie case of obviousness. See
In re Brouwer, 77 F.3d 422, 425, 37 USPQRd 1663, 1666 (Fed.
Cr. 1996); In re Cchiai, 71 F.3d 1565, 1570, 37 USPQd 1127,
1131 (Fed. Cir. 1995).

The exam ner has not explained where the notivation
referred to by the exam ner for nodifying Hol nstrém s nethod
is found in the applied references. This notivation appears
to come solely fromthe description of appellants’ invention
in their specification. Thus, the record indicates that the
exam ner used i nperm ssible hindsight when rejecting the
claims. See WL. CGore & Associates v. Grlock, Inc., 721 F.2d

1540, 1553, 220 USPQ 303, 312-13 (Fed. Cr. 1983), cert.



Appeal No. 1995-5015
Application 08/036, 272

deni ed, 469 U S. 851 (1984); In re Rothernel, 276 F.2d 393,

396, 125 USPQ 328, 331 (CCPA 1960). Accordingly, we reverse

the exam ner’s rejection.

DECI SI ON

The rejection of clains 1-4 and 7-17 under 35 U S. C
8 103 over Holnmstromin view of Lofgren is reversed.

REVERSED

TERRY J. OWNENS )
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