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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
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DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. 8§ 134 fromthe
examner’s final rejection of clains 10 through 17, which are

the only clainms remaining in this application.

! Application for patent filed June 7, 1993. According to
the appellants, the application is a division of Application
07/923,208, filed July 31, 1992.
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According to appellants, the invention is directed to a
pol yam de conposition having inproved i npact strength through
the inclusion of a certain inpact nodifier blend (Brief, page
2). Appellants also state that the clains stand or fal
together (Brief, page 3). Therefore, in accordance with the
provi sions of 37 CFR 8 1.192(c)(5)(1993), we select claim10
fromthe grouping of clainms and decide this appeal as to this
ground of rejection on the basis of claim10 alone.? daim10
is illustrative of the subject natter on appeal and is
repr oduced bel ow.

10. A pol yam de conposition having inproved inpact
resi stance conpri si ng:

(a) a polyamde; and
(b) an inpact nodifier conprising:
(1) a hal ogenated copolyner of a G to
Cr i sononool efin and an
al kyl styrene; and
(i) a polyol efin conmponent conprising
an elastomeric or crystalline
pol yol efin or m xtures thereof.

2 Caim 10 has been selected fromthe grouping of clains
10-14 and 16 for the 8 102 ground of rejection. For the § 103
ground of rejection of clains 15 and 17, we select claim15
fromthe grouping and decide this appeal as to this ground of
rejection on the basis of claim15 alone (as it depends from
claim10). See 37 CFR 8§ 1.192(c)(5)(1993).
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The exam ner has relied upon the follow ng references in

support of the rejections:

Yu et al. (Yu) 5,238, 990 Aug. 24,
1993

(filed Jun. 5,
1991)
Keuer | eber DE 3101771 Al Sept. 2,
1982

(Publ i shed German O f enl egungst ag)

Clainms 10-14 and 16 stand rejected under 35 U.S.C. §
102(e) as anticipated by Yu (Answer, page 3). Cains 15 and
17 stand rejected under 35 U.S.C. 8§ 103 as unpatentabl e over
Yu in view of Keuerleber (1d.). W affirmboth of these
rejections for reasons which foll ow

OPI NI ON

The pol yam de conposition recited in appeal ed claim 10
conprises a polyam de, a hal ogenated copolyner of a C, to C,

i sononool efin and an al kyl styrene (hereafter “the copolynmer”),
and a pol yol efin conponent.

The exam ner finds that Yu discloses pol yam de
conpositions conprising a polyam de, a polyol efin conponent,
and the copolyner as recited in appealed claim1l0 (see the
Final Rejection dated May 20, 1994, Paper No. 5, page 2). The

exam ner notes that Yu discloses both hal ogenated and non-
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hal ogenat ed copol yners of isononool efins and al kyl styrene
(1Id.). Finally, the exam ner notes that the “open” |anguage
of the clains does not preclude the additional nononer
di scl osed by Yu.?3

Appel l ants assert that “[t]o be anticipatory a reference
nmust clearly and unequivocal ly disclose the clained
conposition w thout any need for picking, choosing and
conbi ning various parts of its disclosure” (Brief, page 6).
Appel lants argue that there is no explicit description
directed to the hal ogenated copol yner conponent of Yu (Brief,
pages 9 and 11). Regarding the “open” |anguage of the clained
conposition, appellants argue that Yu s grafted polyner is not
identical to the hal ogen-containing copolyner fromwhich Yu
made the grafted polynmer (Brief, page 13). Appellants submt
that Yu requires a grafted polynmer and the clainmed term
“hal ogenat ed copol ynmer” does not literally or otherw se

require the presence of a grafted group (1d.).

® Yu teaches that the pol yam de and pol yolefin are bl ended
with a grafted polymer derived fromreacting Reactant A wth
React ant B, where Reactant A is the hal ogenated or non-
hal ogenat ed copol yner of an isononool efin and al kyl styrene and
Reactant B is an unsaturated organi c conpound such as naleic
anhydri de (see colum 1, lines 30-45; colum 2, line 20-colum
9, line 63).
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“Under 35 U.S.C. 8§ 102, every limtation of a claimnust
identically appear in a single reference for it to anticipate
the claim [Citation omtted].” Gechter v. Davidson, 116 F.3d
1454, 1457, 43 USPQRd 1030, 1032 (Fed. Cir. 1997). Inplicit
in our review of the examner’s anticipation analysis is that
the claimnust first have been correctly construed to define
t he scope and neaning of each contested limtation. Gechter
v. Davidson, supra; In re Paulsen, 30 F.3d 1475, 1479, 31
USPQRd 1671, 1674 (Fed. Cir. 1994).

As a matter of claimconstruction, it is well settled
that the transitory word “conprising” nmeans that the nanmed
el enents are essential but other elenents may be added and
still forma construct within the scope of the claim
Genentech Inc. v. Chiron Corp., 112 F.3d 495, 501, 42 USPQRd
1608, 1613 (Fed. Cr. 1997); In re Baxter, 656 F.2d 679, 686-
87, 210 USPQ 795, 802-03 (CCPA 1981); Ex parte Davis, 80 USPQ
448, 450 (Bd. App. 1948).

It is also well settled that during patent exam nation,
clainms nmust be interpreted as broadly as their terns
reasonably allow. Inre Zletz, 893 F.2d 319, 321, 13 USPQd

1320, 1322 (Fed. Cir. 1989); In re Sneed, 710 F.2d 1544, 1548,
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218 USPQ 385, 388 (Fed. Cir. 1983). The term “copolynmer”, as
understood by one of ordinary skill in the art, includes two
or nore different nonomers.* Thus in view of the open term
“conprising” and the art-accepted neaning of “copolynmer”, we
find the exam ner’s construction of the clai ned | anguage as
i ncludi ng the additional unsaturated organic conpound nononer

(e.g., maleic anhydride) of

4 See the definition of “copolynerization” in Hackh's
Chem cal Dictionary, 3rd ed., p. 672, The Bl aki ston Co.
(1953), and The Van Nostrand Chemi st’s Dictionary, pp. 549-50,
Van Nostrand Co. (1953), copies of which are attached to this
deci si on.
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Yu to be reasonable. W note that there is no evidence on
this record of any other neaning of the |anguage recited in
appeal ed cl ai m 10.

Appel l ants’ argunment that there is no explicit
description in Yu regarding the hal ogenat ed copol ynmer (Brief,
pages 9 and 11, Reply to Exami ner’s Suppl enental Answer, page
4) is not well taken. Although Yu does not disclose an
exanpl e directed to the hal ogenated copol ynmer, the issue is
whet her the total disclosure of Yu identifies the clained
hal ogenat ed copol yner with sufficient specificity to
constitute a description thereof wthin the purview of § 102.
See In re Schaumann, 572 F.2d 312, 315, 197 USPQ 5, 8 (CCPA
1978). As the exam ner notes on pages 2-3 of the Suppl enental
Exam ner’s Answer, Yu only discloses two types of copol yner
(hal ogenat ed and non- hal ogenat ed, see Yu, colum 1, lines 31-
38). We agree with the exam ner that the total disclosure of
Yu identifies the claimed hal ogenated copol yner with
sufficient specificity to constitute a description thereof
under § 102.

Appel l ants’ argunment that Yu requires a grafted pol yner

and the clai ned “hal ogenat ed copol yner” does not literally or
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otherwi se require the presence of a grafted group (Brief, page
13) is not persuasive for reasons noted above regarding the
interpretation of the scope of appealed claim10. Simlarly,
appel l ants’ coments regarding the scope of the claimand the
guestion of infringement (Brief, pages 12-13) are not
persuasi ve for reasons set forth above regarding claim

interpretation. See Cechter v. Davidson, supra.

For the foregoing reasons, we determne that all of the
[imtations of appealed claim10 are described by the total
di scl osure of Yu within the nmeaning of 8 102. Accordingly,
the rejection of clainms 10-14 and 16 under 35 U.S.C. § 102(e)
as anticipated by Yu is affirned.

Appel  ants do not contest the rejection of clains 15 and
17 under 8 103 as obvious over Yu in view of Keuerleber (e.g.,
see the Reply to Exam ner’s Answer, page 4). Accordingly, we
affirmpro forma the rejection of clains 15 and 17 under 35
U S.C. 8 103 as unpatentable over Yu in view of Keuerleber for
the reasons set forth by the exam ner on page 3 of the Final

Rej ection (Paper No. 5).
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

irg

AFFI RVED

JOHN D. SM TH
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge
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