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(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte BERNHARD RI EGER
VOLKER RElI FFENRATH
and REI NHARD HI TTI CH

Appeal No. 1995-5117
Appl i cation 08/ 067, 154

Before GARRI S, OVWENS, and ROBI NSON, Adnini strative Patent
Judges.

GARRI S, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

26

This is a decision on an appeal which involves clains 2

t hrough 6, 10 through 16 and 18 through 20. Via an anendnent

filed subsequent to the notice of appeal, claim6 was
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cancel ed. Further, on page 8 of the answer, the examner in
effect has withdrawn her sole final rejection of claim1l as
bei ng i nappropriate. As a result of this withdrawal, there is
no outstanding rejection of this claimon the record before
us, and therefore the subject appeal of claim1ll is hereby

di sm ssed. As a consequence of the foregoing, only clains 2
through 5, 10, 12 through 16 and 18 through 20 remai n before
us on this appeal. The only other claimpending in the above
identified application, which is claim 21, has been allowed by
t he exam ner.

The subject matter on appeal relates to a nematic liquid
crystal mxture and to the matrix liquid crystal display which
includes this mxture. The m xture conprises one or nore
conpounds defined by the respective formulas recited in

appeal ed i ndependent clains 4' and 10. A copy of these

1By an apparently inadvertent oversight, the |ast clause
of claim4 contains the recitation “said liquid conprises”
whi ch | acks strict antecedent basis and which plainly should
read
-- said liquid crystal m xture conprises -- (cf., anendnment B
of Paper No. 6 in parent application 07/688,481). This
informality should be corrected in any further prosecution
t hat may occur.
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clainms, taken fromthe appendi x of the appellants’ brief, is
attached to this decision.
The followi ng references are relied upon by the exam ner

in the rejections before us:

Weber et al. 5,122, 295 Jun. 16, 1992
(Weber) (PCT filed Qct. 17, 1989)
Ri eger et al. 5, 286, 411 Feb. 15, 1994

(PCT filed Apr. 12, 1991)

Clainms 4, 5 and 12 are rejected under the judicially
created doctrine of obviousness-type double patenting over
claims 1 and 7 of the Ri eger patent.

Cainms 2, 3, 10, 13 through 16 and 18 through 20 are
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Weber .

The appel | ants have separately grouped the clains before
us in the manner indicated on page 3 of the brief, and we wll
separately consider the appeal ed clains as separately grouped
by the appellants. 37 CFR 8 1.192(c)(5)(1993).

We refer to the brief and reply brief and to the answer
for a conpl ete exposition of the opposing viewpoints expressed
by the appellants and by the exam ner concerning the above

noted rejections.
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CPI NI ON

For the reasons set forth below, we will sustain each of
t hese rejections.

Concerni ng the obvi ousness-type doubl e patenting
rejection, the appellants argue that the subject matter
defined by the clainms of the Rieger patent (i.e., see formula
V of patent claim1) is nerely generic to, and woul d not have
suggested, the subject matter defined by appealed claim4. It
cannot be
gai nsai d, however, that conpounds of the type defined by the
formula recited in appealed claim4 would result fromthe
appropriate selection of choices recited in R eger’s patent
claim1l. |In particular, selecting for fornmula V of patent
claim1 one of the two choices for r (namely, the nuneral 1)
and any one of three out of five choices for substituent X
(nanely, d, CF; or OCF;) would have yiel ded conpounds within
t he scope of those defined by the appealed claim4 fornul a.

The above di scussed circunstances reveal clearly that the
liquid crystal mxture in the matrix liquid crystal display
defined by appealed claim4 substantially overlaps the |iquid-

crystalline nediumin the el ectrooptical |iquid-crystal
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display clained by Rieger (i.e., see patent clains 1 and 7
respectively). Contrary to the appellants’ belief, the nere
fact that Rieger’'s patent claim1l enbraces a nunber of other
conmpounds in the liquid-crystalline nediumwhich do not fal

wi thin the scope of appealed claim4 does not forestall an
obvi ousness conclusion with respect to those conpounds
enbraced by R eger’s patent claim1l which do fall within the
scope of appealed claim4. Although the nunber of conpounds
enbraced by the genus defined by Rieger in his claim1l nay be
relatively large, an artisan with ordinary skill would have
consi dered each of these conpounds as bei ng obvi ous and

ef fective conponents of patentee’s clainmed |liquid-crystalline

medi um Merck & Co. v. Biocraft Labs., Inc., 874 F.2d 804,

807, 10 USPQ2d 1843, 1846 (Fed. Cr. 1989). 1In light of the
foregoing, it is our conclusion that the above nenti oned
conpounds enbraced by fornula V of R eger’s patent claim1,
whi ch correspond to those defined by the formula in appeal ed
claim4, would have been obvious to an artisan with ordi nary
skill.

The appel lants further argue that the characteristics

defined by appealed claim4 relating to birefringence,
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transm ssion m ni num and vol tage holding ratio are not taught
and woul d not have been suggested by the clains of R eger. As
properly indicated by the exam ner, however, these
characteristics would have been inherently possessed by those
conpounds enbraced within claim1l of R eger which correspond
to the conpounds enbraced within appealed claim4. Stated

ot herwi se, the discovery of an unknown property of previously
di scl osed conpounds or conpositions cannot inpart
patentability to clainms directed to such conpounds or
conpositions. In re My, 574 F.2d 1082, 1089, 197 USPQ 601

607 (CCPA 1978) and In re Spada, 911 F.2d 705, 708-709, 15

USPQ2d 1655, 1657 (Fed. Cir. 1990).

As a consequence of the above analysis, we will sustain
t he exam ner’s obvi ousness-type doubl e patenting rejection of
appealed clains 4, 5 and 12 as bei ng unpatentabl e over clains
1 and 7 of the Ri eger patent.

Argunents simlar to those addressed earlier are
presented by the appellants concerning the exam ner’s section
103 rejection based on Weber. \Wile we appreciate that
Weber’ s disclosure is generic in nature, the fact renains that

conpounds defined by fornmula Ilc of Wber (see colums 5 and
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6) overlap those defined by the forrmula recited by i ndependent
clainms 10 and 15. It is true that the substituent choices

of fered by patentee for his formula Ilc are larger in scope
than those offered by the appellants via independent clainms 10
and 15. Neverthel ess, as expl ai ned previously, each of the
choi ces offered by Wber woul d have been obvious to an artisan

with ordinary skill. Merck & Co. v. Biocraft Labs., Inc., id.

Mor eover, as al so previously explained, the nere fact that the
cl ai ms under consideration recite characteristics or
properties not appreciated by Wber does not forestall a

conclusion of prima facie obviousness. In re May, id. and In

re Spada, id.

For these reasons, we conclude that the Wber reference

evi dence adduced by the exanm ner establishes a prim facie

case of obviousness with respect to the here rejected clains.

In rebuttal of this prinma facie case, the appellants proffer

the Ri eger declaration of record as evidence of unexpected
results. In this declaration, at |east one inventive conmpound

is conpared with a nunber of other conpounds including 4
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conpounds exenplified by the Wber reference? According to
the appellants, this conparison reveals that the inventive
conpounds exhi bit high values for optical anisotropy as well
as for dielectric anisotropy and sinultaneously relatively
broad nemati ¢ phase ranges relative to the other tested
conmpounds including those of Wber (see page 4 of the
declaration). As background, the declarant explains that in
the prior art such properties were obtained only by using a
m xture of liquid crystalline conponents rather than a single
conmpound (see page 2 of the declaration).

This declaration contains a nunber of deficiencies which
severely Iimt its probative value. 1In the first place, the
decl aration involves at nost only two (i.e., conpound No. 7 on
decl arati on page 3 and apparently conpound No. 12 on
decl aration page 4) of the nyriad nunber of conpounds enbraced
within the fornmulas recited by independent clainms 10 and 15.

Thus, the declaration evidence is considerably nore narrow in

2On the record before us, it is unclear whether these 4
conpounds represent the closest prior art conpounds
exenplified by Weber as determ ned by the guidelines set forth
inlnre Merchant, 575 F.2d 865, 869, 197 USPQ 785, 787 (CCPA
1978). This issue should be addressed and resol ved by the
appel l ants and the exam ner in any further prosecution that
may occur.
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scope than the here cl aimed subject matter relative to the
nunber of conpounds under considerati on.

The decl aration evidence is also considerably nore narrow
in scope than the rejected clains in relation to the
properties discussed in the declaration. That is, of the
three properties discussed in the declaration (i.e., optical
ani sotropy or birefringence, dielectric anisotropy and nematic
phase ranges), only two are required by the rejected clains
(1.e., birefringence and dielectric anisotropy). Further in
this regard, while the declarati on enphasi zes that single
i nventive conpounds possess all three of these properties, the
cl ai ms under review not only address nerely two of these three
properties but require only that these properties be displayed

by the liquid crystal m xture rather than by a single conpound

within the scope of the recited fornula. The significance of
t hese conmments regarding the properties discussed in the
appel l ants’ declaration is enphasized by the fact that nany of
t he decl aration noni nventive conpounds (see conpounds Nos. 8,
10, 11, 13, 14 and 15 on declaration pages 3 and 4) exhibit at
| east two properties which correspond to those exhibited by

the tested inventive conpounds (i.e., see conpound Nos. 7 and
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12) as well as the correspondi ng property values recited by
i ndependent clains 10 and 15.
It is well settled that evidence presented to rebut a

prima facie case of obviousness nust be conmensurate in scope

with the clains to which it pertains and that evidence offered
by way of a declaration which is considerably nore narrow in
scope than clainmed subject matter is not sufficient to rebut a

prima facie case of obvi ousness. In re Dill, 604 F.2d 1356,

1361, 202 USPQ 805, 808 (CCPA 1979). As explained above, the
Ri eger decl aration evidence of record is considerably nore
narrow t han the independent clains under consideration.
Therefore, it is our conclusion that the evidence before us,
on bal ance, wei ghs nost heavily in favor of an obvi ousness
conclusion with respect to the claimed subject matter under
consi derati on.

W will sustain, therefore, the exam ner’s section 103
rejection based on Weber of clainms 2, 3, 10, 13 through 16 and
18 t hrough 20.

The decision of the examner is affirned.

10
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED

Bradley R Garris
Adm ni strative Patent Judge

Terry J. Ownens BOARD OF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

Dougl as W Robi nson
Adm ni strative Patent Judge

tdl
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M LLEN, VWH TE, ZELANO and BRANI GAN
Arlington Courthouse Plaza 1

Suite 1400

2200 d arendon Bl vd.

Arlington, VA 22201
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