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Before WLLIAMF. SMTH, JOHN D. SM TH, and WALTZ,
Admi ni strative Patent Judges.

WALTZ, Administrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal pursuant to 35 U S.C. §8 134 fromthe
exam ner’s final rejection of clains 4 through 9, which are

the only clains remaining in this application.

! Application for patent filed August 11, 1993.
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According to appellants, the invention is directed to a
nmet hod of manufacturing a permanent nagnet based on an
internetallic alloy of neodym um iron and boron (hereafter
NdFeB) where an alloy of galliumand one or nore rare earth
netals is mxed with the NdFeB, magnetically aligned,
conpressed, and sintered to produce a nmagnet with inproved
corrosion resistance and increased coercive force (Brief,
pages 1-2). Cdaim6 is illustrative of the subject matter on
appeal and is reproduced bel ow
6. A nmet hod of manufacturing a permanent magnet conpri sing
NdFeB, said nmethod conprising formng a m xture of a powder of
NdFeB and a powder of an alloy consisting in an anmount of at
| east 50% of Ga and at | east one rare earth netal in an anmount
not greater than 50% nagnetically orienting said m xture;
conpressing said thus oriented m xture and sintering the
resul tant conpressed m xture in an oxygen-free atnosphere.

The exam ner has relied upon the follow ng references to

support the rejections:

CGhandehari (Ghandehari *574) 4,762,574 Aug. 9, 1988
CGhandehari (Ghandehari *499) 5, 004, 499 Apr. 2, 1991

Claims 4 through 9 stand rejected under 35 U . S.C. §
102(b) as anticipated by or, in the alternative, under 35
U S.C. 8 103 as obvious over Ghandehari ‘499 (Answer, page 3).

Clainms 4 through 9 also stand rejected under 35 U.S.C. § 103
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as obvi ous over Ghandehari ‘499 in view of CGhandehari ‘574
(1d.). We reverse all of the examner’s stated rejections for

reasons which foll ow

OPI NI ON
A. The Rejection under § 102(b)

The nethod recited in appealed claim®6 conprises formng
a mxture of a powder of NdFeB and a powder of an all oy
consi sting of specified anobunts of galliumand at |east one
rare earth netal, magnetically orienting (i.e., aligning) the
m xture, conpressing the m xture, and sintering the conpressed
m xture in an oxygen-free atnosphere.

The exam ner recogni zes that Ghandehari ‘499 fails to
di scl ose a sintering step but “teaches a sub-sintering step”
(Answer, page 3). However, the exam ner finds that CGhandehari
‘499 teaches that “it is old and therefore well known” that
the nethod steps “m x-align-conpress-sinter” for conpounds
conprising NdFeB are part of “the previous state of the art”

(1d. citing colum 4, the paragraph beginning at line 6). The
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exam ner states that this portion of CGhandehari ‘499
i ncorporates by reference S.N. 745,293 (now CGhandehari ‘574)
and

...1t would have been obvious to the routineer in

the art at the tine the invention was nade that the

pronouncenent in the ‘499 patent at col. 4,

beginning at Iine 6 teaches that the m x-align-

conpress-sinter nethod for NdFeB conmpounds is part

of the previous state of the art and therefore

antici pates the instant invention (Answer, page 4).

"Aclaimis anticipated only if each and every el enent as
set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.”
Verdegaal Bros., Inc. v. Union G| Co., 814 F.2d 628, 631, 2
UsP@d 1051, 1053 (Fed. Cir. 1987). One limtation of
appealed claim6 is the conposition of the all oy powder that
is mxed with NdFeB. The exam ner has failed to show t hat
this limtation was “well known” in conbination with the
conventional “m x-align-conpress-sinter” steps of the
“previous state of the art” as evidenced by either Ghandehari
499 or '574. Accordingly, the rejection of clains 4 through
9 under 35 U. S.C. 8 102(b) as anticipated by CGhandehari ‘499
cannot be sustai ned.

B. The Rejections under § 103

4
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For both rejections based on § 103, the exam ner advances
the rationale that the process steps of “m x-align-conpress-
sinter” are well known and it woul d have been obvious to apply
these steps to any NdFeB conpositions, citing In re Durden?
and In re Kanter® as authority (Answer, pages 3-9).

We do not agree with the examner’s rationale for two
reasons. First, “[w] hen any applicant properly presents and
argues suitable nethod clains, they should be exam ned in
light of all ... relevant factors, free fromany presuned
controlling effect of Durden” or any other precedent. In re
Dillon, 919 F.2d 688, 695, 16 USPQd 1897, 1903 (Fed. Cir
1990) (i n banc), cert. denied, 500 U S. 904 (1991). The
exam ner has not conpared the cl ai ned subject natter as a
whole with the prior art, i.e., including the specific
conposition limtations of the claimed subject matter on
appeal. See generally In re Brouwer, 77 F.3d 422, 37 USPQd
1663 (Fed. GCir. 1996); In re Cchiai, 71 F.3d 1565, 37 USPQd

1127 (Fed. Gir. 1995).

2763 F.2d 1406, 226 USPQ 359 (Fed. GCir. 1985).
3399 F. 2d 249, 158 USPQ 331 (CCPA 1968).
5
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Secondly, the exam ner’s conbinati on of Ghandehari ‘499
and CGhandehari ‘574 (whether applied together or by
“incorporation-by-reference”) has no proper basis. It is not
di sputed that Ghandehari ‘574 discloses the conventional “m x-
al i gn-conpress-sinter” steps in preparing a pernmanent mgnet
conprising NdFeB with at | east one rare earth oxide (colum 2,
lines 5-19; colum 2, line 63-colum 3, line 2; colum 3,
lines 39-57; and columm 4, |lines 33-34). Ghandehari ‘499
di scl oses a permanent nmagnet conposition conprising NdFeB with
at | east one particulate additive netal including, inter alia,
galliumand rare earth netals such as dysprosium and terbium
(colum 2, line 60-colum 3, line 17; columm 3, line 61-colum
4, line 5; and colum 4, lines 41-53). However, Ghandehari
“499 teaches that it is “critical” to the invention that the
heating tenperature of the mxture of the alloy and additive
netal be at |east 150EC. less than the sintering tenperature
(colum 5, lines 9-23). One of the objects of CGhandehari ‘499
is to produce an “unsintered permanent magnet” (colum 3,
lines 12-14).

“When relying on nunerous references or a nodification of
prior art, it is incunbent upon the examner to identify sone

6
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suggestion to conbi ne references or nake the nodification.”

In re Mayne, 104 F.3d 1339, 1342, 41 USPQ2d 1451, 1454 (Fed.
Cr. 1997). The exam ner has not identified any suggestion to
conbi ne the Ghandehari ‘499 and ‘574 references, especially in
view of the specific teaching in Ghandehari ‘499 to avoid
sintering when enploying a galliumand rare earth netal
additive with the NdFeB base conposition to produce a

per manent magnet .

For the foregoing reasons, we determ ne that the exam ner
has not established a prima facie case of obvi ousness over the
applied prior art references. Accordingly, the rejections of
claims 4 through 9 under 35 U. S.C. 8§ 103 as unpatentabl e over
Ghandehari ‘499 alone or in view of CGhandehari ‘574 are
reversed.

The decision of the exam ner is reversed.

REVERSED

WLLIAMF. SM TH
Adm ni strative Patent Judge

N N N
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BOARD OF PATENT
JOHN D. SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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