TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-0043
Appl i cation 08/ 059, 043!

Bef ore CALVERT, CARCFF and PAK, Adnministrative Patent Judges.

CALVERT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1,

! Application for patent filed May 7, 1993.
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5to 10 and 12 to 14, all of the clains renmaining in the

appl i cation.

Claim1 defines the subject matter in issue as:
1. A heat recoverable pre-forned article conprising:

a substantially hollow enl arged section for receiving a
wire bundle to be sealed, said enlarged section having a slit
t herei n;

a pair of tab portions disposed adjacent to each other
and extending outwardly fromsaid slit so as to be
substantially aligned with each other;

wherein said tab portions are biased toward each ot her
such that upon insertion of the wire bundle into said enl arged
section, said tab portions are spread apart and return to
their original adjacent, biased position upon snapping of the
wire bundle into said enlarged section.

The references relied upon by the examiner in the fina

rejection are:

Kunze 4, 280, 258 Jul . 28,
1981
Peacock 4,900, 596 Feb. 13,
1990
German patent (Sachsse) 4,032,376 Apr. 16,
19922

2 Atranslation of this reference, prepared for the
Patent and Trademark O fice, is enclosed herewth.
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Two additional references applied belowin rejections pursuant

to 37 CFR 8 1.196(b) are:

Cook et al. (Cook) 3,086, 242 Apr. 23,
1963
Ellis 3, 455, 336 Jul . 15,
1969

Claims 1, 2, 5-10 and 12-14 stand finally rejected under
35 U.S.C. § 103 as unpatentabl e over Peacock al one, or in view
of Kunze or Sachsse.

Considering first the rejection of claim1 as
unpat ent abl e over Peacock, the exam ner finds that Peacock
di scl oses (answer, pages 3 and 4):

a heat recoverable pre-fornmed article conprising a
substantially hollow enl arged section for receiving
a wre bundle, wth this enlarged section having a
slit therein. See Figures 1, 3, and 11. As shown
in Figure 1, the article includes a pair of tab
portions di sposed adj acent each ot her and extendi ng
outwardly fromthe slit so as to be aligned with
each other. The shape of the article inherently

bi ases the tabs toward one another in the nmanner

cl ai med, al though the reference does not discuss
this. The Peacock article is fornmed of a cross

| i nked pol yner which can have its interior surface
coated with a hot nelt or other suitable adhesive.

At colum 9, lines 47 to 49 the reference appears to
teach that the slit open conposite can have its edge
structure fornmed into a variety of conventiona
shapes, such as are cl ai nmed here.
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Appel lant's only argunment with regard to this rejection is
that the edges of the Peacock article are not biased toward
each ot her, nechanical joining nmeans being required to hold
t he edges toget her.

W agree with the exam ner that the fact that Peacock
di scl oses nechani cal joining neans (e.g., channel 3) does not
nmean that edges 2 of Peacock's sleeve are not “biased toward
each other,” as clained, since the claimlanguage “does not
preclude the presence of a nechanical fastener” (answer, page
5. Also, we agree with the exam ner that “the term bi as[ed]
nmeans only that the edges or tabs tend toward each other”
(id.), this interpretation being consistent with the
definition of this termat page 2, lines 17 to 19 of the
specification (enphasis added):

The term “bi ased” as used herein nerely inplies a

t endency of the planar sections to return to their

position adjacent to each ot her.

Qur agreenent with the exam ner notw t hstandi ng, however,
we w Il not sustain the rejection of claiml1, for it does not
appear that the edges 2 of the Peacock sleeve would be biased
towards each other at all. The reason for this finding is the

fact that Peacock's sleeve is not made froman article having
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any kind of preforned tubul ar shape, but rather is nade froma
fabric. The fabric would have no tendency of its own to
assunme a circular shape (i.e., to bias the edges toward each
other), but rather is a flexible, flat material which is

wr apped around the pipe or cable and its free edges,
containing closure nenbers 5, are then secured together by a
channel 3 or other neans. The lack of bias is illustrated by
Peacock' s di scl osure that the sleeves may be produced fromthe
(flat) fabric as it cones off the |loom (see Fig. 4 and col um
15, lines 44 to 66).

The examiner refers to columm 9, lines 47 to 49, as
appearing to teach formng the edge structure of “the slit
open conposite” into a variety of shapes. W do not find any
such teaching in these |ines, which constitute part of a
di scl osure of various means (such as stitches or staples) for
joining the edges. In particular, we find no disclosure of a

“slit open conposite;” while there is reference to meking
conpl ex tubular articles fromsinple tubular articles, this
woul d appear to describe the use of a flattened tube, as

di scl osed at colum 11, lines 2 to 9, and shown in Fig. 6.
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The secondary references disclose sleeves of shrinkable
material with projection-and-recess neans to join the free
edges of the sleeve. W do not find any disclosure in these
ref erences which woul d suggest to one of ordinary skill in the
art such a nodification of Peacock as would neet all the
limtations of claim1. The rejection of claiml1l wll
therefore not be sustained. Likew se, the rejection of clains
2, 5to 10 and 12 to 14, all of which are nore limted in

scope than claiml1l, will not be sustained.

Rej ecti ons Pursuant to 37 CFR § 1.196(b)

Pursuant to 37 CFR § 1.196(b), we enter the foll ow ng
rej ections:

1. Cains 1, 2 and 6 to 10 are rejected under 35 U S. C

8§ 102(b) as anticipated by Ellis. The Ellis patent discloses
a sleeve for a cable or pipe. Referring particularly to Figs.
6 and 7, sleeve 50 is nade froma nol ded tube of heat
recoverabl e material having a circular enlarged section and a
rail 58 which is split longitudinally at 62, thus form ng two
outwardly extending tab portions. Since the sleeve is made
froma prefornmed tube of the sanme naterial as that disclosed

6



Appeal No. 96-0043
Appl i cation 08/059, 043

by appellant, and the rail is cut or slit along its length
(colum 2, line 69; colum 3, line 5), simlar to the manner
in which appellant's sleeve may be nade (as di scl osed at page
6, lines 4 to 7 of the specification), the tabs of Ellis would
be inherently “biased toward each other” as recited in claim
1. As discussed previously, the term“biased” is broadly
defined in the specification; it does not exclude the presence
of sone additional nmeans for holding the tabs together, such
as channel 60 of Ellis, but nerely that the tabs have a
“tendency ... to return to their position adjacent to each
other” (page 2, lines 18 and 19).

As for claim2, tabs 58 of Ellis have a portion, next to
the enl arged section, which is “substantially planar.”

The adhesive recited in claim7 and crosslinked pol yner
recited in claim8 are disclosed by Ellis at colum 5, |ines
35 to 37, and columm 2, lines 50 to 53, respectively.

2. Caim9 is rejected under 35 U.S.C. § 103 as unpatentabl e
over Ellis in view of Cook. Ellis discloses at colum 2,
lines 47 to 50, that exanples of heat recoverable materials
usable for his invention may be found in the Cook patent. It
t heref ore woul d have been obvious for one of ordinary skill in
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the art to make the Ellis sleeve out of a polyolefin materi al

as di scl osed by Cook at columm 1, lines 17 to 29.

Concl usi on

The exam ner's decision to reject clains 1, 2, 5to 10
and 12 to 14 is reversed. Cains 1, 2 and 6 to 9 are rejected
pursuant to 37 CFR § 1.196(b).

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences
based upon the sanme record nust be filed within one nonth from
the date of the decision. 37 CFR § 1.197. Shoul d appel |l ant
el ect to have further prosecution before the examner in
response to the new rejections under 37 CFR § 1.196(b) by way
of amendnent or showi ng of facts, or both, not previously of

record, a shortened
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statutory period for

maki ng such response is hereby set to

expire two nonths fromthe date of this decision.

No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

PATENT

REVERSED, 37 CFR 8§ 1.196(b)

| AN A. CALVERT
Adm ni strative

MARC L. CARCFF

Adm ni strative

CHUNG K. PAK
Adm ni strative
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Sheri M Novack
Raychem Cor por ati on
Mai | Stop 120/ 6600
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Menl o Park, CA 94025
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