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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe refusal of the

exam ner to allow clains 1-20 as anended subsequent to the

final rejection. These are all the clains in the application.

! Application for patent filed July 6, 1993.
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The subject natter on the appeal relates to an inmage
formng nethod in an el ectrostatographi c apparatus having a
fuser conprising the steps of form ng on a receiver a
conposite toner image which includes an underlay inmage of
underl ay toner and an overlay inage of overlay toner wherein
the underlay toner is adhesive to the fuser at a rel ease
tenperature and the overlay toner is non-adhesive to the fuser
at the release tenperature. Further details of this appea
subject matter are readily apparent froma revi ew of
representative i ndependent claim1l, a copy which taken from
the appellants’ Brief is appended to this decision.

The references relied upon by the exam ner as evidence of

obvi ousness are:

Aslamet al. (‘038) 5,023, 038 Jun.
11, 1991
Takashima et al. (Takashi na) 5,079, 115 Jan.
7, 1992
Ng 5,234,783 Aug. 10,
1993

(Filed Dec. 16, 1991)
Aslamet al. (‘426) 5, 254, 426 Cct .
19, 1993

(Filed Apr. 1, 1992)
Japanese application 62- 294423 May. 26,
1989
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Color Prints with Uniform d oss, Xerox Disclosure Journal,
Vol . 16, No. 1 (January/February 1991).

Clains 1, 4-6 and 10-14 are rejected under 35 U S.C. §
103 as bei ng unpatentable over Ng and Asl am ‘038 in view of
Asl am * 426, and the remaining clains on appeal are simlarly
rej ected over various conbinations of these references and the
ot her references |isted above.

The exam ner’s rejections on this appeal cannot be
sust ai ned.

The di spositive issue before us is framed by the
exam ner’ s exposition and concl usi on of obvi ousness expressed

on page 4 of the Answer which reads as foll ows:

Ng and Aslamet al. ('038) discloses [sic] the
cl ai med i nvention except for teaching an overlay imge on
top of the underlay image in which the overlay toner is
non- adhesive to the fuser at the rel ease tenperature
whi ch affects the rel ease tenperature of the fuser

Aslamet al. (°426) teaches that it is known to
separate the contact fusing and fusing nenber which nakes
it possible to use a fusing tenperature which is
sufficient to cause the toner particles and the pol yner
| ayer on the support to forma fused col or toner inmage
that is adhesively adhered to the support and the fused
i mage and pol yner | ayer can then be separated fromthe
fusi ng nmenber after cooling when they do not offset onto
the fusing nenber as set forth at col 3, lines 35-46; co
4, lines 10-27, col 6-7.



Appeal No. 96-0116
Application No. 08/088,012

It woul d have been obvi ous to one having ordinary
skill in the art at the tinme the invention was nade to
add an additional |ayer, a taught by Aslamet al. (‘426)
to the image form ng nethod of Ng and Aslamet al. (‘038)
in order to prevent offset.

The exam ner’ s above quoted concl usi on of obviousness is
W thout nerit for at |east two reasons. First, the Aslam ‘426
patent is not prior art against the here clained invention
since the inventors nanmed in this patent and in the subject
application are identical and since this patent did not issue
nore than one year prior to the subject application filing
date. 35 U S. C 8 102(b); In re Fout, 675 F.2d 297, 300-
301, 213 USPQ 532, 535, footnote 2 (CCPA 1982); Ex parte
Inris, 218 USPQ 957 (Bd. Pat. App. & Int. 1982). Second, even
if Aslam ‘426 were prior art, the teachings thereof and the
teachi ngs of Ng and Aslam ‘038, when conbined in the above
quot ed manner proposed by the exam ner, would not produce a
nmet hod corresponding to the nethod defined by the appeal ed
claims. This is because, as correctly argued by the
appel lants in their Brief, none of these references contains

any teaching or suggestion of the here clainmed feature wherein

the underlay toner is adhesive to the fuser at a rel ease
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tenperature and the overlay toner is non-adhesive to the fuser
at the rel ease tenperature.

Under the foregoing circunstances, we cannot sustain the
examner’s 8 103 rejection of clains 1, 4-6 and 10-14 as being
unpat ent abl e over Ng and Aslam ‘038 in view of Aslam *426.

The exam ner’s other rejections on this appeal also cannot be
sust ai ned since we find no teaching or suggestion (and the
exam ner points to none) in the additional references applied

therein concerning the previously nentioned claimfeature.

The deci sion of the examner is reversed.
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REVERSED

CHARLES F. WARREN
Adm ni strative Patent Judge

JOHN D. SM TH )
Adm ni strative Patent Judge )
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J. Jeffrey Haw ey

East man Kodak Conpany
Patent Legal Staff
Rochester, NY 14650-2201
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Appendi x

1. An image form ng nethod in an el ectrostatographic
apparatus having a fuser, conprising the steps of:

form ng a conposite toner inmage on a receiver, said
conposite toner image having an underlay inmage conprising
underl ay toner and an overlay inmage conprising overlay toner,
said overlay inmage being i magewi se on top of said underlay
i mage, said underlay toner being adhesive to said fuser at a
rel ease tenperature, said overlay toner being non-adhesive to
said fuser at said rel ease tenperature;

fixing said conposite toner image on said receiver by
contacting said conposite toner inmage on said receiver with
said fuser; and

rel easi ng said conposite toner image on said receiver
fromsaid fuser at said rel ease tenperature whereby the
rel ease tenperature of the fuser is higher than if said
overlay toner were not on top of said underlay toner.
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APJ GARRIS

APJ JOHN SMITH

APJ WARREN

REVERSED

Prepared: July 19, 1999



