TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MEHMET Y. BOLUK, M CHAEL S.
JARRELL, BARBARA J. BRYMER
and GERMAI N ARCHAMBAULT

Appeal No. 96-0126
Appl i cation 07/942, 400!

ON BRI EF

Before KIMIN, GARRI S and PAK, Adninistrative Patent Judges.

GARRI S, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of clains 1 through 10 which are all of the clains in the
appl i cation.

The subject matter on appeal relates to a deicer

! Application for patent filed Septenber 9, 1992.
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conposi tion having inproved anti-icing properties consisting
essentially of a glycol, a pH adjusting agent and a surfactant
in an anount sufficient to cause the conposition to have a
certain contact angle on alum numand a certain surface
tension to thereby provide a spreading wetting value wof 0 to
about -5 dynes per centineter. Further details of this
appeal ed subject matter are set forth in representative

I ndependent claim 1 which reads as foll ows:?

1. A deicer conposition having inproved anti-icing
properties consisting essentially of fromabout 25%to about
95% by wei ght based on the weight of the total conposition of
gl ycol selected fromthe group consisting of ethylene glycol,
di et hyl ene glycol, triethylene glycol, polyethylene glycol,
propyl ene glycol, dipropylene glycol, glycerol, and m xtures
thereof; a pH adjusting agent in an anount sufficient to
provide a pH of 7 to about 10; and at | east one nonionic or
anioni c surfactant, or mxtures thereof, in an anount
sufficient to cause the conposition to have a contact angle 2
on alum numof O to about 35E and a surface tension * of about
15 to about 40 dynes per centinmeter, to provide a spreading
wetting value wof 0 to about -5 dynes per centineter in the
equation w = (cos 2 +1); optionally, a corrosion inhibitor;
the remai nder of the conposition being water.

2 W note that, on page 3 of the Brief, the appellants request anendnents to the

specification and claim1l relating to the recited equation for determ ning the value w.
Thi s requested amendnent shoul d have been filed as a separate paper rather than as part
of the Brief (see 37 CFR § 1.4(c) and MPEP § 1206 at page 1200-6 (Rev. 3, July 1997))
and has not been entered (or otherw se responded to) by the exanminer. Thus, the

af orenenti oned equation renai ns unanended in the formoriginally filed. Further coments
regarding this equation and the appellants’ requested anmendnent thereto will be nmade in
the opinion section of this Brief.
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The follow ng references are relied upon by the exam ner

as evi dence of obvi ousness:

Koni g- Lanmer et al. (Konig-Laner) 4, 358, 389 Nov. 9,

1982

Ma et al. (M) 4,954, 279 Sep.
4, 1990

Seanman 4,978, 469 Dec. 18,

1990

Claim1l stands rejected under 35 USC 8§ 103 as being
unpat ent abl e over Ma, while clainms 1 through 10 stand rejected
under 35 USC § 103 as bei ng unpatentabl e over Ma and Koni g-
Lamer in view of Seaman.?

We refer to the Brief and Reply Brief and to the Answer
for a conplete exposition of the opposing viewooints expressed
by the appellants and the exam ner concerning the above noted

rej ections.

OPI NI ON
For the reasons which follow, we will sustain each of the

above noted rejections, and we will nmake a new rejection of

®  The appel | ants have separately grouped and argued the appeal ed cl ai ns as

follows: clains 1-8, claim9 and claim10; see page 3 of the Brief and page 2 of the
Answer .
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appeal ed clainms 1 through 10 under the second paragraph of 35
USC 8§ 112 pursuant to our authority set forth in 37 CFR 8
1.196(b).

As indicated earlier at footnote 2, the appellants have
attenpted to anend the equation defined by independent claim1
and thus inplicitly have acknow edged that the clai ned
equation is inaccurate due to the absence of the synbol *.
However, this claimis also inaccurate in that the recitation
?7+1? should read -- -1 -- as reflected on pages 8 and 10 of the
specification. 1In this regard, we understand that the
appel | ants have unsuccessfully attenpted to anend this aspect
of the specification so that the equation on pages 8 and 10
woul d read ?+1? in accordance with claim 1l rather than ?-1? in
accordance with the original equation disclosure.

Nevertheless, it is clear that the original equation
di sclosure is in fact accurate and concomm tantly that the
appel l ants’ attenpted anendnent to the specification
di scl osure woul d have rendered the equation inaccurate. This
i s because the original equation disclosure on specification
pages 8 and 9 (i.e., 2w = * (cos 2 -1)?), when solved with the
appel l ants’ di sclosed and clainmed * and 2 val ues, yields w
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values within the here disclosed and clained range (i.e., 0 to
about -5 dynes per centineter). On the other hand, were the
equati on anended so that ?-1? reads ?+1?, the resultant val ues
for wwuld be positive in nature and far outside of the
appel l ants’ di scl osed and cl ai ned range.

It is well settled that claimterm nology nust accurately
define an applicant’s invention in order to conply with the

second paragraph of 35 USC § 112. [In re Knowton, 481 F.2d

1357, 1366, 178 USPQ 486, 492 (CCPA 1973). Because the
equation defined by independent claiml is inaccurate in the
two respects discussed above, this claimand all of the other
cl ains on appeal (each of which refers back to claim1l) are
hereby rejected under the second paragraph of 35 USC § 112 for
failing to particularly point out and distinctly claimthe
appel l ants’ invention. As indicated earlier, we nake this new
rejection pursuant to our authority under 37 CFR § 1.196(b).
Normal |y, a claimwhich fails to conply with the second
paragraph of 8 112 will not be analyzed as to whether it is
pat ent abl e over the prior art. This is because such an
anal ysis woul d necessarily require speculation with regard to

the netes and bounds of the rejected claim See In re WIson,
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424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970) and ln re
Steele, 305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962). 1In
this instance, however, it would be particularly desirable to
avoid the inefficiency of pieceneal appellate review. See Ex

parte |onescu, 222 USPQ 537, 540 (Bd. App. 1984). Therefore,

in our discussion below, we will assess the examner’'s § 103
rejection as though appealed claim 1l properly recited the
equation for w as set forth on specification pages 8 and 10.

On the record before us, the conposition defined by
appeal ed claim 1l does not appear to distinguish over the
conposition disclosed by Ma. According to the appellants,
patentee’s conposition requires a thickening agent which, it
is argued, is excluded by the claimlanguage ?consi sting

essentially of? W cannot agree.

In the second full paragraph on page 12 of the
specification, the appellants disclose that their conposition
?can optionally contain...propyl ene oxide/ethyl ene oxide
copolyners... in the range of from about 0.01%to about 5% by
wei ght based on the total weight of the conposition?. This

di scl osure leads us to the determ nation that the presence of
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such polynmers at such concentrations would not nmaterially
affect the basic and novel characteristics of the appellants’
conmposition and thus woul d not be excluded by the ?consisting
essentially of? | anguage of appealed claiml1l. Inre

Janaki rama- Rao, 317 F.2d 951, 954, 137 USPQ 893, 896 (CCPA

1963) (?consisting essentially of? renders the claimopen to
the inclusion of unspecified ingredients which do not
materially affect the basic and novel characteristics of the
composi tion). This is significant since the thickening
agents and correspondi ng concentrations disclosed by M
i nclude the appellants’ afore-nmentioned propyl ene
oxi de/ et hyl ene copol yners and concentrations (e.g., see lines
56 through 68 in colum 5). Thus, notwth-standing the
appel l ants’ argunents to the contrary, it is clear to us that
appeal ed claim 1 includes, rather than excludes, these
t hi ckeni ng agent copol yners and concentrations of M.*

W recognize that Ma fails to disclose the contact angl e,

surface tension and spreading wetting characteristics defined

4 Further regarding this issue, we enphasize that it is the appellants’ burden

of showi ng that conponents in Ma's conposition would materially affect the basic and
novel characteristics of the here clained conposition. Inre De Lajarte, 337 F.2d 870,
873-874, 143 USPQ 256, 258 (CCPA 1964).
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in appeal ed claim1l. Neverthel ess, because the ingredients
and concentrations enconpassed by this claimcorrespond to the
i ngredi ents and concentrations disclosed by Ma, it is fair to
bel i eve that patentee’ s conpositions contain these recited
characteristics of the here clainmed conpositions, and it is
fair to require the appellants to shoul der the burden of
provi ng ot herwi se. Wether the rejection is based on

?l nherency? under 35 USC § 102, on ?prinma facie obvi ousness?

under 35 USC 8§ 103, jointly or alternatively, the burden of
proof is the same, and its fairness is evidenced by the
inability of the Patent and Trademark O fice to manufacture
products or to obtain and conpare prior art products. In re
Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-434 (CCPA 1977).
In light of the foregoing, we hereby sustain the
examner’s 8 103 rejection of claim1 as being unpatentable
over M.
For anal ogous reasons, we also sustain the examner’s §
103 rejection of independent claim1l and dependent clains 2
t hrough 8 as bei ng unpat entabl e over Ma and Koni g-Laner in
vi ew of Seaman. The appellants’ argunments concerning the
Koni g- Lanmer and Seaman references are not well taken. In any
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event, the appellants have stated that

?[t] he Exam ner cites Konig-Lanmer to add

corrosion inhibitors to the teachings of

Ma, and cites Seaman to add non-ionic

surfactants to the teachings of the other

two references? (Brief, page 8),
and only certain dependent clains require such features which
dependent clains the appellants have grouped as standing or
falling with independent claim1 (e.g., see footnote 3,
supra).

As for clainms 9 and 10, the processes defined thereby are

ei ther taught or woul d have been suggested by Ma’'s explicit
di scl osure concerning de-icing and anti-icing. By way of
expl anation, the repression recited in claim9 would
necessarily occur with Ma’s conposition since it corresponds
to the here cl ai med conposition as expl ai ned previously.
Further, the claim 10 feature of additional de-icing using
|l ess fluid would be practiced under a variety of circunstances
during the process of Ma. For exanple, this feature would be
practiced at the |l ast stage of a single de-icing operation or

at a subsequent operation wherein a | esser quantity of de-

icing fluid would be used to renove a | esser quantity of ice.
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For the above stated reasons, we additionally sustain the
examner’s 8 103 rejection of process clains 9 and 10 as being

unpat ent abl e over Ma and Koni g-Luner in view of Seanan.

The decision of the examner is affirned.
No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RMED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

BOARD OF PATENT
BRADLEY R GARRI S

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

CHUNG K. PAK
Adm ni strative Patent Judge
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