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The opinion in support of the decision being entered today (1)
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not bi ndi ng precedent of the Board.
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This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner's rejection of clains 2-21, which constitute
all the clains remaining in the application.

The invention pertains to a hand-held portable
el ectronic device with a manually controllable cursor. The
device has a small real inmage of a conplete frane of
al phagraphi cs and an enl arged virtual image which is viewed by
the operator. A manual control nounted on the hand-held
device allows control of the cursor in the virtual image.

Representative claim2 is reproduced as foll ows:

2. Portable electronics equi pnent with nmanual |y
control | abl e cursor conpri sing:

a hand hel d el ectroni c devi ce;

a virtual display including display electronics having a
t wo- di nensi onal array of pixels providing a small real inmage
of a conplete frame of al phagraphics and magni fying optics for
providing a magni fied perceivable virtual image of the
conplete frame of al phagraphics in the virtual display, the
virtual display being nounted in the hand held el ectronic
device for viewi ng of the magnified perceivable virtual inmage
by an operator;

cursor electronics nmounted in the hand held el ectronic
devi ce and connected to the display electronics for producing
a manual ly controllable cursor virtual inage in the virtua
di spl ay; and



Appeal No. 96-0196
Application 08/158, 337

manual controls nounted on the hand held el ectronic
devi ce and externally accessible by the operator, the manual
controls being connected to the cursor electronics for
controlling the position and function of the cursor virtua
i mage within the magnified perceivable virtual imge of the
conpl ete frame of al phagraphics.

The exam ner relies on the follow ng references:

Bendi g 4,451, 701 May 29,
1984
Maeser et al. (Maeser) 4, 803, 652 Feb. 07,
1989
Becker 4,934,773 June 19,
1990
Tanielian et al. (Tanielian) 5,051, 738 Sep. 24,
1991
Hacker et al. (Hacker) 5,123, 064 June 16,
1992
Tanaka et al. (Tanaka) 5,130, 838 July 14,
1992

Claimb5 stands rejected under 35 U.S.C. § 112, first
par agr aph, as being based on an i nadequate disclosure. Cains
2-21 stand rejected under 35 U.S.C. §8 103. As evidence of
obvi ousness the exam ner offers the basic conbination of
Becker in view of Maeser with respect to clainms 2, 3, 8, 9,

11, 14 and 15. Bendig is added to the basic conbination with
respect to clainms 4-7 and 16-19. Tanielian is added to the

basi c conmbination with respect to clains 10, 20 and 21.
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Hacker is added to the basic conbination with respect to claim
12, and Tanaka is added to the basic conbination with respect
to claim 13.

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the brief and the answer for

the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of obvi ousness
relied upon by the exam ner as support for the obviousness
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunments set forth in the brief along with the exam ner’s
rational e in support of the rejections and argunents in

rebuttal set forth in the exam ner’s answer
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It is our view, after consideration of the record
before us, that the disclosure in this application describes
the clained invention in a manner which conplies with the
requi renents of 35 US.C § 112. W are also of the view
that the collective evidence relied upon would not have
suggested to one of ordinary skill in the art the obvi ousness
of the invention as set forth in clainms 2-21. Accordingly, we
reverse.

We consider first the rejection of claim5 under the
first paragraph of 35 U S.C. 8§ 112. The rejection is based on
the witten description requirenent of Section 112 asserting
that the specification, as originally filed, does not provide
support for the invention as now clainmed. Specifically, the
rejection states that “[t]here is no disclosure teaching that
the touch pad includes neans for providing a control signa

conti nuously alterable in accordance with portions of the

touch pad being touched” [answer, page 4]. The exam ner
reasons that the control signal could be discretely alterable

i nstead of continuously alterable [answer, page 12].
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Appel I ant points to several portions of the
specification and argues that the person skilled in this art
woul d have understood that the invention included a
conti nuously alterable control signal as recited in claim5
[brief, pages 6-7]. W agree with appellant. The exam ner’s
position seens to suggest that appellant is limted to the
generic description of cursor novenent since neither
conti nuous novenent nor discrete novenent is specifically
identified. The person skilled in this art, however, would
have recogni zed that the invention included any type of
conventional cursor novenment which could be effected by a
touch pad. Since continuously alterable cursor contro
signals were a standard form of cursor control, we concl ude
that appellant’s specification supports the | anguage of claim
5 and is, therefore, in conpliance with 35 U S.C. § 112.

We now consider the various rejections of the
clainms under 35 U S.C. § 103. In rejecting clains under 35
Uus.C
8§ 103, it is incunbent upon the exam ner to establish a

factual basis to support the | egal conclusion of obviousness.
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See In re Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed.

Cr. 1988). 1In so doing, the exam ner is expected to nmake the

factual determ nations set forth in Gahamv. John Deere Co.

383 U. S 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to conbine
prior art references to arrive at the clained invention. Such
reason nust stem from sone teachi ng, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438

(Fed. Cr.), cert. denied, 488 U S. 825 (1988); Ashland G 1,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U. S

1017 (1986); ACS Hospital Systens, Inc. v. Mntefiore

Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir

1984). These showi ngs by the exanmi ner are an essential part

of conplying with the burden of presenting a prina facie case

of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444 (Fed. CGr. 1992).



Appeal No. 96-0196
Application 08/158, 337

I ndependent clains 2 and 8 are rejected based on the
teachi ngs of Becker and Maeser. Becker teaches a mniature
vi deo display systemin which a small real imge is converted
into a larger virtual imge. Becker successively energizes a
single row of real pixels and reflects these successive rows
to the virtual image at a rate which nmakes it appear as if a
full page of pixels has been used as the real image. Becker
contai ns no di scussion of cursor electronics or manual cursor
control. Maeser teaches a portable term nal device which can
transmt and receive information. Maeser suggests that data
i nput can be by way of any suitable systemfor entering
al phanuneric or other data. It is the examner’s position
that such suitable input systens for a conputer are known to
I nherently include manual cursor controls. The exam ner
asserts that it would have been obvious to the artisan to
i ncrease the size of the real imge in Becker and elimnate
Becker’s vibrating mrror to reduce the cost of nmanufacturing
[answer, page 5]. The exam ner also asserts that it would

have been obvious to the artisan to include Maeser’s nanua
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cursor control in the device of Becker to enable display
updati ng [ answer, page 6].

Appel | ant argues that Becker produces a real inmage
made up of a single row of pixels and does not teach the rea
i mpage of a conplete franme of al phagraphics as recited in
i ndependent clains 2 and 8 [brief, pages 7-8]. Appellant also
argues that nothing in Becker or Maeser suggests the use of a
manual Iy control |l abl e cursor nounted on a hand-hel d device for
controlling a cursor in the device [lLd. pages 8-9]. W

basically agree with appellant that the prior art cited by the

exam ner does not suggest the invention of independent clains
2 and 8 for reasons indicated by appellant.

At the outset we note that the exam ner has not cited
a single piece of prior art which specifically suggests that
it was known to have manual cursor control nmeans on hand-hel d
el ectronic devices. This is especially surprising when one
consi ders that the marketplace at the tine this invention was
filed was i nundated wth hand-hel d conputer games which
typically had a full page virtual display and a nmanual |y

controlled cursor. In our view any of these hand-hel d ganes
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woul d have been a nore pertinent reference than any of the
references cited by the exam ner. Although the exam ner was
apparently | ooking for a hand-held comuni cation receiver
(claim8), we note that claim2 was not so |limted (hand-held
el ectronic device). Thus, we assune that there is better
prior art available than what the exam ner has presented to
us.

Neverthel ess, we are constrained to decide the
obvi ousness i ssue based on the evidence of record in this
case. The evidence applied by the exam ner suffers all the
defici enci es observed by appellant. The real inage of Becker
islimted to a single row of pixels. Information for
different rows of the page are sequentially fed to the sane
row of pixels, and the successive rows are caused to create a
virtual conplete frame of information by a mrror which
redirects the sane real imge source to different virtua
i mage | ocations. The exam ner proposes to elimnate Becker’s
mrror and to replace the single row of the real inmage with a
full page of rows for the real inmage. This nodification would

produce Becker’s effect in exactly the opposite manner from

10
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that disclosed by Becker. Such a nodification is not
suggested by Becker, but conmes only fromthe exam ner’s effort
to meet the claimed invention in hindsight. Even though the
artisan could nodify Becker in the manner suggested by the
exam ner, such nodification is not suggested by either Becker
or Maeser.

Maeser does not even rise to the | evel of suggesting
that manually controlled cursors were known in the art. The
exam ner relies on Maeser to teach that generic conputer input
devi ces were known and manual |y controlled cursor inputs were
i nherently included within such known devices. Maeser
provi des no teaching, however, with respect to placing such a
manual Iy controlled cursor input on a hand-held el ectronic
device. Again, there is no specific suggestion in Mieser
whi ch woul d have | ed the artisan to nodify Becker in the
manner suggested by the exam ner.

In summary, the rejection of independent clains 2 and
8 cannot be sustained based on the teachings of Becker and

Maeser. Although there is probably better prior art than that

11
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cited by the exam ner, such prior art is not of record in this
case and, therefore, has not been considered by us.

Wth respect to each of the dependent cl ainms, none of
the other applied references to Bendig, Tanielian, Hacker or
Tanaka overcones the basic deficiencies of the Becker-Meser
conbi nation. Therefore, we do not sustain the rejection of
any of the dependent clains on appeal.

The decision of the exam ner rejecting clains 2-21 is

reversed.
REVERSED
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
JERRY SM TH ) APPEALS
AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
Rl CHARD TORCZON )
Adm ni strative Patent Judge )
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Vi ncent B. Ingrassia

Motorola, Inc., Intellectual Property Departnent
Suite R3108, P.O Box 10219

Scottsdal e, AZ 85271-0219
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