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DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U S.C. §8 134 fromthe

27

Application for patent filed July 28, 1993. According to

applicant, the application is a division of Application No.

07/ 884,302, filed May 11, 1992, now U. S. Patent No. 5, 249, 946
i ssued Cctober 5, 1993, which is a continuation of Application

No. 07/666,618, filed March 8, 1991, now abandoned.
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final rejection of claim14, the only claimin the
application. The subject matter on appeal is directed to a
met hod of retrofitting a form ng apparat us.

Claim 14 is reproduced bel ow

14. A nethod of converting a form ng apparatus for
receiving a paper web and press formng nultiple blanks into a
plurality of three-dinmensionally shaped paper products within
a single die cavity in each formng cycle into a form ng
apparatus in which the plurality of blanks are simultaneously
shaped into a plurality of three-dinensionally shaped paper
products within separate die cavities in each form ng cycl e,
conprising the steps of:

(a) retrofit installing an existing form ng
apparatus having a die set that defines a single cavity with
at |l east one reciprocating die plate, at |east one upper die
plate and at | east one lower die plate in vertically stacked
relationship with respect to the die set of the existing
form ng apparatus so as to forma respective additional die
cavity; and

(b) formng [sic, providing] a guide neans for
cyclically transferring a single paperboard bl ank froma
bl anki ng neans into each of said die cavities during a first
portion of each form ng cycle; wherein said guide neans
includes a plurality of stationary guide neans, and said
provi di ng step? i ncludes placing each of said stationary guide
means in alignment with a respective one of said die cavities

2 Antecedent basis for the claimlanguage “said providing
step” is not present. As discussed at the oral hearing,
appel  ant apparently intended to define step (b) of the claim
as a “providing” step. W trust that the exam ner and
appellant will correct this informality prior to the all owance
of this application.
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for receiving and transferring a single paper blank into the
respective die cavity aligned therewith in each form ng cycl e;
and wherein said guide neans al so i ncludes a novabl e gui de
means for receiving each paper blank fromthe bl anki ng neans
and for successively noving and transferring said paper blank
into each of said stationary guide neans, and said providing
step also includes installing the novabl e guide nmeans with an
inlet end positioned in proximty to an outlet side of said
bl anki ng nmeans and with an outlet end arranged so as to be
successively novable into proximty wth an infeed side of
each said stationary gui de neans during each form ng cycle.

Prior art references relied upon by the exam ner as

evi dence of obvi ousness are:

C ark 2,878,728 Mar. 24, 1959
Axer et al. (Axer) 3, 824, 058 Jul . 16, 1974
Dowd 4,242, 293 Dec. 30, 1980

The appeal ed claim 14% stands rejected under 35 U S.C. 8§
103 as bei ng unpat ent abl e over the conbi nati on of Dowd, Axer
and Clark. W cannot sustain this rejection.

BACKGROUND

The subject matter on appeal relates to a nethod of
converting (retrofitting) an existing form ng apparatus (such
as shown in the Dowd reference) which is used for the
production of three-dinensionally shaped paper products such

as paper plates. The existing form ng apparatus of the prior

3 The exam ner’s statenment of rejection in the answer at
page 3 inadvertently refers to claim1, not claim 14.

3



Appeal No. 1996- 0208
Appl i cation 08/098, 153

art, as represented by Dowd, includes a single die press neans

which is used to shape two or nore paper blanks (forned by a

cutter) into shaped paper products (specification, page 4,
lines 15-27 and Dowd, claim1). In Dowd, the paper blanks are
stacked vertically on one another and the stack is fed into
the single die cavity through a guide nmeans (see figure 1 of
Dowd) thus resulting in a substantial increase in the nunber
of press forned products produced per cycle and per m nute.
According to appellant, the problemw th the operation of this
prior art device is that it results in paperboard products of
poor quality which are unsuitable both functionally and
aesthetically (specification, page 4, line 30 to page 5, line
18) .

Appel lant’ s invention involves an i nprovenent to the Dowd
apparatus in that it “retrofits” Dowd’ s existing formng
apparatus “having a die set that defines a single cavity with
at least one reciprocating die plate” by installing “at |east
one upper die plate and at |east one lower die plate in
vertically stacked relationship with respect to the die set of
the existing form ng apparatus” thereby providing an
additional die cavity. See step (a) in appealed claim14.
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Thus a press with vertically stacked nultiple dies is provided
so that a “plurality of blanks are sinultaneously shaped into
a plurality of three-dinensionally shaped paper products

within separate die cavities in each formng cycle. . . . 7

(preanbl e of appealed claim14). Thus, because each paper

bl ank is separately shaped fromthe other (specification, page

9), shaped paperboard products havi ng superior shape
definition, rigidity, and patterning characteristics are
produced. See the specification at page 6, lines 1 and 2.

The appeal ed claimalso requires the step of “providing” (see
footnote 2) an acconpanying guide neans to this nmulti-die
press whi ch nmeans includes a novabl e guide neans and nultiple
stationary guide neans aligned with the nultiple die cavities
and allows for feeding of the paper blanks into each die. See
step (b) of appeal ed claim14.

THE REJECTI ONS UNDER 35 U.S.C. § 103

The exam ner relies on three references in an attenpt to
establish that the clained nethod woul d have been obvious to
one of ordinary skill in the art. Dowd, referred to above, is
cited by the exam ner to teach the basic form ng apparatus
whi ch appell ant seeks to retrofit (see Dowd’s Figure 1).

5



Appeal No. 1996- 0208
Appl i cation 08/098, 153

Initially, we note that while Dowd appears to describe a
“retrofit” application (colum 3, lines 35-39) in that Dowd s
invention “may be operatively integrated with a prior art

pl ate form ng nmachi ne . . . ,” Dowd contains no teaching or
suggestion that his “inprovenent over the prior art” should be

further nodified by any additional retrofitting operations.
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Axer and Clark are relied upon by the exam ner as
descri bi ng conbi ned gui ding nmeans and nulti-die presses used
in apparatus for the production of pressed particle boards
(Axer, Figure 5; Cark, Figure 1). W note, as argued by
appel l ant, that Axer and Clark are not directed to apparatus
used for form ng three-di nensionally shaped paper products by
reshapi ng of thin paperboard bl anks as cl ai ned but, instead,
are directed to apparatus used for press-formng particul ate
and/or fibrous materials into flat boards or sheets (Axer,
colum 1, lines 6-7; Cark, colum 1, lines 27-32). Thus,
appel l ant argues that the Axer and O ark references constitute
non- anal ogous art. See the brief at pages 4-6 and page 2 of
t he Whek decl arati on executed Decenmber 22, 1992. Even if we
agreed with the exam ner on this issue, we agree with
appel l ant that the exam ner’s proposed reasons for nodifying
t he Dowd apparatus are not derivable fromthe relied upon
references or fromany conpelling scientific evidence.

The exam ner advances four reasons to justify why it
woul d have been obvious to nodify Dowd’s single die press
apparatus to include the nulti-die press of Axer and d ark.

These reasons are:
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1. t he obvi ous reason of “duplication of function,
i ncrease the productivity of the apparatus, . . .”(answer,
page 4);

2. t he obvi ous advantage of increased productivity

(answer, page 4);

3. t he obvi ous cost savings provided by retrofitting an
exi sting press form ng apparatus versus buil ding a new nmachi ne
(answer, pages 4-5); and

4. t he obvi ous reason to conserve space (answer, page
5).

The examner’'s first and second justifications are, in
effect, one and the sane, i.e., that the use of a multi-die
press wll increase productivity. However, the exam ner’s
contention does not take into account that Dowd' s apparatus
and appellant’s retrofitted apparatus are both directed to
simlar paper form ng devices operating at the sane speed
(appeal brief, page 6; Dowd at col. 3, lines 1-22;
specification at page 7) and at the sanme productivity rate.
Dowd, with his single die press, can shape fromone to three
or nore paper products in one cycle (Dowd at col 4, lines 19-
22). Dowd’ s high productivity results fromthe fact that he
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can feed two or nore vertically stacked blanks into his single
die to make nultiple products (specification, page 4).
Appellant’s retrofitted nultiple die press perfornms the sanme
operation as Dowd’ s, except that it shapes each paper bl ank
separately (specification at page 7). Thus, appellant’s

apparatus provides no increase in productivity over the device

of Dowd. As enphasized above, appellant’s invention is

directed, inter alia, to the goal of producing a product of

enhanced qual ity which cannot be achi eved by the Dowd
appar at us.

Wth respect to the examner’'s third reason to justify
t he conbi nati on of reference teachings, appellant argues, and
we agree, that the exam ner has not factually denonstrated how
any cost savings are attained by retrofitiing an existing
apparatus, such as Dowd’s, in the manner clainmed herein. See
the brief at pages 8-9. The exam ner’s argunment is conclusory
and devoid of any evidentiary support.

Wth regard to the fourth reason, we note that neither
Dowd nor Axer expressly indicate that the conservation of
space is a factor of significance with respect to the design
of the prior art devices discl osed. We do not consider this
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reason persuasive.

Al t hough the exam ner argues that in view of C ark and
Axer, it would have been obvious to retrofit the Dowd
apparatus in the manner clainmed by appellant, “[t]he mere fact
that the prior art could be so nodified would not have nmade
the nodification obvious unless the prior art suggested the

desirability of the nodification.” 1n re Gordon, 733 F.2d

900, 902, 221 USPQ 1125, 1127 (Fed. Gr. 1984). W find,
based on the record before us, that there is no adequate
reason, suggestion, or notivation to conbine the reference
teachings in the manner proposed by the exam ner. Thus, a

pri ma faci e case of obvi ousness has not been established for

the subject matter defined by the appealed claim Hence, we
reverse the stated rejection.

The decision of the examner is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED

11



Appeal No. 1996- 0208
Appl i cation 08/098, 153

MARC L. CARCFF )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOHN D. SM TH )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
PAUL LI EBERVAN )

Adm ni strative Patent Judge )
JDS: svt

LONE HAUPTMAN GOPSTEI N
G LMER and BERNER, LLP
Suite 310
1700 Di agonal Road
Al exandria, VA 22314

12



