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‘conSLders_tha%

;ng rejectlo& oi clalm 19 as

fbelng unpatentabie over. COgswell in v1ew of G re, the examiner

~,¢ u

'Cogswéll et al dlscloses appllcant s claimed deV1ce of

C gﬁg a body formed of a single strand by

WTFE materlal through ‘a nozzlej 'see column 4,
- ! ;- example 5, except for the

i e stratchlng #he strand lengthwise

betweén 12@9'to 2~@0% [sig, '1200%]. [answer, sentence

spannlng pages 3 md 4] ' : :

‘Accordlﬂg to the e&amlner, 1t would have been obvious “to stretch

'the*lace (stran&# of Cogswell et al lengthwise from 120% to

1200%, i f S50 desmred,ln the maaner taught and suggested by Gore”
(answer page 4) _",ET‘-' S '

11

We ,will notgsﬂppégt this*rejectidn. The “lace” or “strand”

_ofrCogswellifeférredﬂféiby thé;éxaminer appears to be the
lntermedlate extrudate formed by*CogSWell during the blending of

- the tetrafluoroethylene polymer and polymer capable of forming an

anlsotroplc melt "~ Bs- lS made clear by a careful readlng of

g

»Cogswell the;lntermediate‘“lace”‘extrudate is subsequently

‘cheopped fnjgranule form, p:esumably for ease of handling during

further processing. ‘See, for example, Example 1, column 3, lines
41—50,(dry”blende@'comﬁbnénts fed to screw extruder where they .

are compounde&iand ex%ruded,\ektruded éroduct chopped into

granulegform,'tﬁen injection.mdlded into tensile bér and disc




specrmens) and_EXanpleh5=-¢dlumn 3, llnes 48 61 f{components dry
blended and then compouhded in-an extruder, comp051tlon extruded
as a “lace”»and cut into granules for moldlng, granular product
then injection molded inro dises for testing). The examiner has
not explalned, nor: is it apparent to us, why one of ordlnary

skill in the art wouid have found 1t desrrable, and thus cbvious,

to stretch the~“1ace” or strands produced by the compoundlng

_extruder of Cogswell to several fimes its original length in view

of Gore’s teacfings,:espeCLally in view of the fact-that the
extruded “lace or strands of Cogswell are 1ntended to be chopped
into granuleifbrmsprior,to_further processing. In this regard,

while Gore indicaﬁes that stretching and subsequent heat setting

of the stretched PTFE ‘shaped product increases the strength

thereof lt 1s”clear that these steps are noi the precursor of

addltlonalichopplng and/or_moldlng steps, as with Cogswell’s

hus, we are at a loss as to what

extruded “laee; or strand

would motlvate the ordlnarrly skilled artisan to employ Gore’s
mw
tretchinggstepfin'Cogswell’s process. For these reasons, the

‘standlng § 163 rejectlon oﬁ clalm 19 based on Cogswell in view of .

Gore w111 not be SUStalned ‘ | N
As to the standlng § 103 rejectlons of the dependent claims

based on Cogswell,,Gore and addltlonal references,\each of the




additional references Qas cited for its showing of various
detaiis;of thé tips of ghoélaces. We have carefully considered
each of thesg additional references but find nothing therein
-which makes:ﬁp fof the deficiencies of the Cogswell/Gore
combinationjnoted above. Therefore, the standing § 103
rejections of thé dependent claims also will not be sustained.

Pursuant to our authority uﬁder 37 CFR § 1.196(b), we enter
the following new ground of reﬁection.

Claim 19 is rejected undéf 35 U.S.C. § § 102(b)/103 as being
anticipagéd by, or in the alternative obvious in view of, the
Gore refereﬁce cited by the examiner against the appealed claims.
Claim 19 calls_for a';hoelace comprising a body “consisting
essential of a'singie strand of expanded PTFE formed by extruding
PTFE extrusion resin through an orifice, then stretching the
strand lengthwise 120% to 1200%."” Gore discloses, inter alia, a
cylindrical rod sample of five thirty-seconds inch diameter made
by extruding a éasté-of PTFE, expanding the rod by stretching
at a given controlled temperature in an oven, raising the oven
temperature while holding the rod in the stretching cdndition,
and then cooling the rod. See column 7, lines 28-52. As

previously noted, Gore states that the amount of stretching may

involve stretching about 2, 5, 15, 25, 50, 100, 200, and up to
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1760 times the originai lengths of the sample {column 4, lines 1-
2). To the extent the discussion of the cylindrical rod samples
found at column 7, lines 28-52 of Gore does not constitute a
disclosure of stretching the rod samples to a degree within the
claimed range of 120% to 1200%, it would have been obvious to do
so in view of Gore’s teaching at column 4, lines 1-2.

As for the product by process limitations of claim 1%, in
that appellant’s extrusion process, “which is based on the well-
known ‘Gore’ process” (specification, page 3), appears to be at
the veryileast substantially the same as the process disclosed in
the Gore reference for making expanded rods, tubes and filaments,
there is a reascnable ba51s for concluding that the rods, tubes

.....and filaments of the Gore reference have the same properties,
| including soft feel, compressibility, and resistance to stretch,
as appellant’s strand. 1In this-regard, appellant’s preferred
method (specification, page 4, lines 2-13) and the Gore
reference’s process each include the steps of mixing PTFE with an
extrusion aid to form a paste, extruding the paste into a preform

with a paste extruder, drying the extruded shape to remove the

extrusion aid, stretching the extruded shape to an appropriate
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amount?® while passing iE through an oven heated to an appropriate
temperature?, and then cooling the material to “lock in” the
expansion. Thus, we conclude that the body pertion of claim 19,
i.e., that portion of the claim which follows the transition word
“comprising,” does not patentably distinguish over Gore. There
remains the issue of the effect to be given the term “shoelace”
appearing in the preamble of the claim.

The question of when the introductory words of a claim, the
preamble, constitute a statement of purpose for a device or are,
in themsé&ves, additicnal structural limitations of the claim is
a matter to be determined by the facts of each case in view of
the claimed invention:as a whole. See Corning Glass Works v.
Sumitomo Electric U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQzd
1962, 1966 (Fed. Cir. 1989); In re Stencel, 828 F.2d 751, 754, 4

USPQ24 1071, 1073 (Fed. Cir. 1987). The effect preamble language

M [T1he product is stretched 120% - 1200%, preferably 200%
to 300%" (appellant’s specification, page 4, lines 9-10); “Useful
products have been produced by stretching samples in the range of
a few hundred percent . . . .” (Gore, column 3, lines 58-59).

" {Tihe product is . . . passed through a heated chamber
containing steam at 800° to 100° [sic, 1000°?) F” (appellant’s
specification, page 4, lines 9-12}; “After the sample had been
expanded by stretching . . . the oven temperature was raised to
370° C for 10 minutes while the samples were held clamped in
their extended condition” (Gore, column 7, lines 49-53).

9
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should be given can be.resolved only on review of the entirety of
the record to gain an understanding of what the inventor actually
invented and intended to encompass by the claim.: corning élass
Works v. Sumitomo Electric U.S.A., Inc. supra. In the present
instance, appellant’s specification on page 3 states the
following:

A shoelace embodying the invention, as shown in
Figures 1-3, comprises a soft, cylindrical body 10
which is cut from an indefinite length of
polytetrafluorocethylene (PTFE, or “Teflon”) material
extruded through a circular orifice under substantial
pressure. Except for the lace’s ends 12 and 14, the
cross-section of the body,. shown in Figure 3, is
generally uniform, although it may be possible to
emboss the surface of the body for decoration. The
ends themselves have been permanently reduced in
diameter by squeezing them between the jaws of a press,
which renders them hard, like solid PTFE. [emphasis

. added]

Thus, appellant’s specification would appear to require that in
order for the expanded strand to qualify as a “shoelace,” the
ends thereof must be latérally compressed into hardened tips.
However, a review of the appealed claims reveals that appellant
has chosen to claim this tip feature in dependent claim 20 rather
than in independent claim 19. Accordingly, it is apparent that
the subject matter of claim 19 encompasses strands which do not
necessarily have compressed hardened tips as called for in

dependent claim 20. Based on the claim format appellant has

10
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chosen to employ, we conclude that, in this instance, the
preamble term “shoelace” does not require any particular
structure for the strand, and in particular that the preaﬁble
does not require any particular end structure for the strand.
Rather, in this instance, the preamble is merely a statement of
purpose or intended use for the structure positively recited in

" the body of the claim. Accordingly, it is our view that the
preamble of appealed claim 19 does not constitute a limitation of
the claim. See Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478,
480-81 (CCPA 1951). Such a preamble recitation, in our view, is
merely a statement of purpose which may not be relied on as a
further structural liﬁitation to distinguish that which follows
over the‘pridr art. See In re Pearson, 494 F.2d 1399, 1403, 181
USPQ 641, 644 (CCPA 1%74): In re Yanush, 477 F.2d 958, 959, 177
USPQ 705, 706 (CCPA 1973) and In re Casey, 370-F.2d 576, 580, 152
USPO 235, 238 (CCPA 1967). Accordingly, we construe claim 19 as
being directed to a cylindrical body cut from an indefinite
length of TPFE material extruded through an orifice and then
stretched lengthwise 120% to 1200%. Thus, it is cur opinion that
claim 19 does not patentably distinguish over Gore aigne.

Moreover, we see no reason why the rod sample disclosed in

A

11
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Example 1 of Gore woula not be fully capable of being used as a
shoelace.

The appellant’s arguments in the brief that are relevant to
our new ground of rejection have been considered but are not
persuasive. In particular, that it may not have occurred to a
person in the field of shoelace design to make a shoelace from an
expanded, single strand PTFE extrusion is simple not relevant to
the patentability of claim 19 over Gore given the breadth of
claim 19 as construed above.

In éhmmary, the standing § 103 rejections of the appealed
claims are reversed, and a new rejection of claim 19 has been
entered. '

Any réquest for reconsideration or modification of this
decision by the Board of Patent Appeals and Interferences based
upon t@gvsame record must be filed within one month from the date
of the decision (37 CFR § 1.197). Should appellant elect to have
further prosecution before the examiner in response to the new
rgjection under 37 CFR § 1.196(b) by way of amendment or showing
of facts, or both, not previously of record, a shortened
statutory period for making such response is hereby set to expire

two months from the date of this decision.

12
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No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

REVERSED, 37 CFR 1.196(b)

WILLIAM E. LYDDANE
Administrative Patent Judge

Cbomom €. ?n_.?_.q’"
CHARLES E. FRANKFOKT

Administrative Patent Judge

e
LAWRENCE J.
Rdministrative Patent Judge
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Charles Fallow
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