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This is a decision on appeal fromthe final rejection of

clains 1, 2, 4 and 5. d aim3 has been cancell ed.

! Application for patent filed Novenber 23, 1993.
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The invention pertains to a magnetic disk and a gl ass
substrate therefor. Mre particularly, the problens
associ at ed
wi th bent portions of the substrate resulting fromthe
deformation of a polishing pad are elimnated by providing for
certain maxi num defl ections of the bent portions with respect
to certain reference | engths.

| ndependent claim11 is reproduced as foll ows:

1. A magnetic disk conprising a glass substrate and a
magneti c | ayer forned on the gl ass substrate wherein the
maxi mum def | ecti on of any bent portion in the radial direction
of the magnetic disk with respect to a reference length of 2
nmis not nore than 1,500D in the entire region of the surface
of the di sk excluding annular areas having a wi dth of 250Fm
whi ch are respectively defined inwardly from annul ar |ines at
whi ch chanfered portions forned at the inner and outer
peri pheries of the magnetic disk and the disk surface
i ntersect.

The exam ner relies on the follow ng references:

Uehara et al. 4- 3536192 Dec. 8, 1992
(Uehara) (JP)

Kojinma et al. 5- 894592 Apr. 9, 1993
(Kojima) (JP)

2 Qur understanding of these references is derived from
English transl ations thereof, said translations being part of
the record in this application.



Appeal No. 96-0311
Application No. 08/155, 771

Clainms 1, 2, 4 and 5 stand rejected under 35 U S.C. §
112, first paragraph, as relying on a nonenabling disclosure.
Claims 1, 2, 4 and 5 stand further rejected under 35 U S.C. §

103 as unpatentabl e over Uehara and Koji ma.

Rat her than reiterate the argunents of appellants and the
exam ner, reference is made to the briefs and answer for the
respective positions thereof.

OPI NI ON

We turn first to the rejection of clainms 1, 2, 4 and 5
under 35 U . S.C. 8§ 112, first paragraph.

The exam ner contends (pages 3-4 of the answer) that the

di scl osure is not adequate for the three specific

exanpl e defl ecti on val ues di scl osed (333, 1000, and

1500D), and...that the disclosure is not adequate

for deflection values nuch I ess than the | owest of

the deflection val ues disclosed (333D) down to zero

as woul d be enconpassed by the recitations in the

clainms of “not nore than 1,500D” or “at nost

1, 500D".

First, the exam ner does not state for what purpose the
di sclosure is alleged to be “not adequate.”

We presune that the exami ner is nmaking a rejection under

t he enabl enment cl ause of the first paragraph of 35 U S. C 8§

112 and is alleging that the disclosure would not have enabl ed
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the artisan to nmake and use the claimed magnetic di sk havi ng
the recited maxi mum defl ection val ues.

W will not sustain this rejection because the exam ner
has the burden to establish a reasonable basis for chall enging
t he
sufficiency of the disclosure under 35 U S.C. § 112, first
par agraph, and, it is our view, the exam ner has not
est abl i shed such a reasonabl e basis.

Pages 8-11 of the specification and Table 1 at page 12
t hereof disclose the necessary polishing and the properties of
the polishing pads, e.g., conpressibility and noduli of
el asticity factors etc. which should be enployed in order to
reach the intended result. It would appear that with the
relatively high level of skill in this art that the artisan
woul d have had no problemin follow ng the exanples set forth
in the specification. The exam ner has pointed to nothing
specifically that woul d have nmade t he di scl osure nonenabl i ng
for the skilled artisan. Therefore, since no reasonable basis
is set forth by the exam ner for challenging the sufficiency

of the instant disclosure, we will not sustain the rejection.
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Wth regard to the examner’s position with regard to the
adequacy of the disclosure pertaining to deflection val ues
down to zero, appellants are not required to disclose every
possi bl e (and i npossi bl e) val ue and ways of obtaining those
values. A deflection of zero is ideal and unobtainable as a
practical matter. But appellants have clearly disclosed how
to obtain deflections below the 1500 Angstrom | evel and there
is clearly adequate disclosure for the subject matter clai ned.
Again, we will not sustain the rejections under 35 U S.C. §
112, first paragraph.

W now turn to the rejection of clainms 1, 2, 4 and 5
under 35 U.S.C. § 103. W also will not sustain this
rejection.

Bef ore conparing the instant clained subject matter to
the applied prior art, we ascertain what is enconpassed by the
cl ai med subject matter. Independent claiml recites, inter
alia, that “the maxi num defl ection of any bent portion...wth
respect to a reference length of 2 mMmmis not nore than 1, 500D
in the entire region of the surface...excluding annul ar
areas...” having a certain width. Wile we find “bent” to be

an awkward word in the context of the present invention, we
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understand, fromthe instant disclosure and the expl anation of
counsel at the hearing of January 13, 1999, that this termis
applied to describe deformties on the disk, as in portions
either raised or lowered with respect to an ideal flat, snooth
surface, between inner and outer peripheries of the disk, thus
excl udi ng the peripheral edges of the disk from being
described as “bent.” Further, a “reference length” is
defined, at page 6 of the specification, as the “linear |ine
AB’ wherein the linear line ABis shown in Figure 1 as the
shortest distance between two points A and B on a curve 1
representing a “bent portion” of the disk. The greatest val ue
of deflection of the curved line is called the “maxi mum

defl ection” and this is shown as “2" in Figure 1. Al though
not descri bed as such in the disclosure, counsel identified
reference length AB as a “chord.” Thus, if a “chord,” or

line, is drawn fromany point on the curve of a deformation on
the surface of the disk to any other point on the deformty
curve, that “chord,” or line, is what is referred to as the
“reference length” and the “greatest value of the deflection”
is the length of a line drawn perpendicular fromthe reference

| ength to the maxi mum point on the curve of the deformty. As
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descri bed at page 6 of the specification, “a bent portion of
the magnetic disk is defined in terns of the reference |ength
and the maxi num defl ection.”

We construe the instant clained subject matter in
accordance with the definitions supra. Wth these constraints
in mnd, we find that neither of the applied references nmakes
the instant clai med subject natter unpatentable since both
references are directed to surface bends at the edges of the
magnetic disk, i.e., only at the outernost peripheral portion
of the disk, and are not concerned with “bends” in other
portions of the disk. Independent claiml is very specific
that the “bent portion” of the clainmed subject matter excludes
t hese outernost peripheral portions of the disk. Instant
claim1l excludes all portions of the disk within 250
m croneters of the edge (as well as those portions wthin 250
m croneters of the inner periphery of the disk). Therefore,
we find no teaching or suggestion of any kind, in either
Uehara or Kojima, which would render the clainmed subject
matter unpatentable within the neaning of 35 U S. C

§ 103.
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Further, neither Uehara nor Kojima suggests, in any way,
the “reference length,” as clainmed and as construed supra.
There is nothing in either of these references suggesting any
“reference length” (especially one of 2mmin |ength, as
claimed) fromone point on a deformty curve to another point
on the deformty curve wherein the region of interest excludes
annul ar areas of the disk having a width of 250 m croneters
fromthe inner and outer peripheries of the magnetic disk.
The references and the instant clainmed subject nmatter are
clearly interested in deformties, or “bent portions” of the
magnetic disk in different, nmutually exclusive, areas of the
magnetic disk and we find nothing in the forner to suggest the

| atter.

Accordi ngly, the exam ner’s decision rejecting clainms 1,
2, 4 and 5 under 35 U.S.C. 103 and under 35 U. S.C. § 112,
first paragraph, is reversed.

REVERSED
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