THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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HEARD: July 13, 1999

Bef ore PAK, ONENS, and KRATZ, Adninistrative Patent Judges.
KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clainms 33 through 47, which are all of the clains
pending in this application.

BACKGROUND

! Application for patent filed Septenber 24, 1992.
According to appellants, this application is a continuation of
Application 07/791, 151, filed Novenber 13, 1991, now
abandoned; which is a division of Application 07/367, 388,
filed June 16, 1989, now U.S. Patent No. 5, 065, 695.
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The appellants' invention relates to a nethod of
di spensing a fluid having a non-linear characteristic of flow
onto a work
piece in a controlled manner in response to a corrected
(l'ineari zed) conpensated signal. According to appellants,
"[t]he invention provides for a nore uniform bead size and
| inear deposition rate of coating material, inproved econony
of material, and inproved quality of the coated product
(specification, page 8, lines 11-14). An understanding of the
i nvention can be derived froma reading of exenplary clains 33
and 43 (the only independent clains on appeal), which are
repr oduced bel ow.

33. A nethod of nmaintaining a controlled rel ationship
between a variable input signal and the actual dispensing rate
of a fluid having a non-linear characteristic of flowfroma
di spensi ng device, the nethod conprising the steps of:

di spensing fluid fromthe device onto a workpi ece by:

(1) receiving an input signal;

(2) nodifying the received input signal as a
function of a neasurenent of a first flowof the fluid
fromthe device to produce a conpensated signal;

(3) correcting the conpensated signal with stored

correction data to generate a corrected conpensated

si gnal to produce the actual dispensing rate having the
controlled relationship to the received input signal; and
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(4) operating the dispensing device in response to

t he control signal to dispense a second flow of fluid
onto the wor kpi ece in the controlled relationship to the
recei ved i nput si gnal

43. A nethod of conpensating for flow characteristics of
a fluid being dispensed froma device onto a workpi ece, the
met hod conprising the steps of:

receiving an input signal;

nodi fying and correcting the received input signal
to reduce flow non-linearities introduced by the flow
characteristics fromthe device and to conpensate for
vi scosity changes of the fluid by:

nodi fying the input signal as a function of a fluid
fl ow neasurenment to produce a conpensated signal; and

correcting the conpensated signal as a function of
the flow characteristics of the fluid through the device to
produce a |linearized conpensated signal; and

di spensing fluid onto a workpi ece under the control
of the linearized conpensated signal.

The sole prior art reference of record relied upon by the

exam ner in rejecting the appeal ed clains is:

Price 4,922, 852 May 08,
1990

(102(e) date as of the effective filing date - Cct. 23,
1986)

Clainms 33-47 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Price.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we make reference to the exam ner's answer for the
exam ner's reasoning in support of the rejection, and to the
appel l ants' brief (Paper No. 35, filed March 31, 1995) and
reply brief (Paper No. 37% filed August 17, 1995) for the

appel  ants' argunents thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we reverse this
rejection for reasons which foll ow.

At the outset, we note that the exam ner nust shoul der
the initial burden of presenting a prima facie case of
obvi ousness based on the disclosure of the applied prior art.
See Inre Qetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444

(Fed. Gir. 1992).
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Each of the appeal ed clainms requires the sequenti al
performance of several steps as part of a fluid dispensing
process. The nethod of claim 33 requires the sequence of:
recei ving an input signal; producing a conpensated signal from
the received input signal based on a neasurenent of a first
flow of the fluid; and correcting the produced conpensat ed
signal utilizing stored data to form an actual dispensing rate
(l'inearized signal) that is used as the control signal for a
di spensi ng device. The nmethod of the other independent claim
43 describes a simlar technique for dispensing fluid onto a
wor k pi ece.

The exam ner cites Price for nodifying "the input signal
by data collected froma fluid fl ow neasurenent as well as
stored correction data" (answer, page 4). According to the
exam ner, "a person having ordinary skill in the art at the
time of the clainmed invention would have found it obvious to
nodi fy Price by performng the nodifying and correcting steps
i ndi vidually because by changing the input signal by only one
variable at a tinme (as opposed to several) would nmake it

easier to identify potential program bugs" (answer, page 4).
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Appel l ants argue that the art cited by the exam ner does
not teach or suggest the nethod steps clained (main brief,
pages 7-10 and reply brief, pages 1-4). W l|ikew se find that
the exam ner has failed to point out any disclosure or
t eachi ng suggesting the clai ned process steps by Price. W
agree with appellants (reply brief, page 3) that the nethod
taught by Price teaches a sequence of steps that differs from
appellants’ nethod in that Price teaches |inearization of an
i nput signal prior to nodifying the |linearized signal for a
flow (viscosity) conpensation (colum 10, lines 45 - colum
11, line 2).

The exam ner appears to conclude that it would have been
obvious to one of ordinary skill in the art to performthe
signal linearization correction or the flow property
(viscosity) signal conpensation first fromthe disclosure of
Price (answer, page 7). However, the exam ner presents no
factual basis for supporting this conclusion. 1In fact, the
process of Price teaches a contrary order for correction and
conpensati on of the signal as indicated above.

“Where the | egal conclusion [of obviousness] is not

supported by facts it cannot stand.” 1In re Warner, 379 F.2d
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1011, 1017, 154 USPQ 173, 178 (CCPA 1967). For the foregoing
reasons, we conclude that the exam ner has not net the initial

burden of presenting a case of prima facie obviousness.

Accordingly, the rejection of clainms 33-47 under 35

U S C

8§ 103 as unpatentable over Price is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED

PETER F. KRATZ
Adm ni strative Patent Judge

CHUNG K. PAK )
Adm ni strative Patent Judge )
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