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Before METZ, JOHN D. SM TH, and WALTZ, Adm nistrative Patent
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WALTZ, Administrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s second rejection of clains 9 through 16 (see the
Rej ection dated Dec. 7, 1994, Paper No. 7). Cains 1 through

8 and 22, the only other clains remaining in this application,

Application for patent filed April 26, 1993.

17



Appeal No. 96-0655
Application No. 08/052,507

stand wi thdrawn from further consideration by the exam ner as
being directed to a nonel ected invention (Answer, page 1).°?2

According to appellant, the invention is directed to a
conposite, full length wi ndow covering constructed from short
remmant | engths of panels of cellular fabric (Brief, page 2).
Caim9 is illustrative of the subject matter on appeal and is
repr oduced bel ow

9. A nethod of nmaking a conposite w ndow covering
frompanels of cellular fabric, said fabric being constructed
of tubular cells arranged in side by side relationship,
conprising the steps of:
providing a first panel of cellular fabric of desired w dth;
trimmng a cell of said first panel of cellular fabric to

| eave a first attachnent strip surface extending

centrally of the thickness of said first panel of materia
and the full length of said cell

2Appel | ant states that clainms 9-16 stand rejected but that
claims 9-16 and 22 are on appeal (Brief, page 2). Appellant
argues that the restriction requirenment applied to claim?22 is
i nproper (Brief, page 4) and this issue is properly before the
Board since it involves substantive claimconstruction (Reply
Brief, Paper No. 11, page 2). However, as noted by the
Exam ner on page 2 of the Answer, the propriety of a
restriction requirement is petitionable, not appeal able. See
35 U S.C
§ 134; 37 CFR 88 1.144, 1.181 and 1.191(a); and the Manual of
Pat ent Exam ning Procedure, 8§ 1002.02(c) and 1201, 7th ed.,
July 1998. daim 22 has not been finally or tw ce rejected
and therefore this nerits panel has no jurisdiction in regard
tothis claim Accordingly, the clains on appeal are clains 9
t hrough 16.
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provi di ng a second panel of cellular fabric of said desired
wi dt h;

trimmng a cell of said second panel of cellular fabric to
| eave a second attachnment strip surface extending
centrally of the thickness of said second pane
the full length of said cell

pl aci ng an adhesive along the I ength of said second
attachnment strip surface; and

pressing said second attachnent strip surface to said first
attachnment strip surface in aligned relationship
until bondi ng occurs between said first and second
panel s of cellular fabric.
The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Rupe 1,489, 716 Apr. 8,
1924
El sas 3, 250, 164 May 10,
1966
Wor cest er 4,564, 542 Jan. 14,
1986
Hul | 4,675, 241 Jun. 23,
1987
Lanpe et al. (Lanpe) 4,746, 395 May 24,
1988
Judki ns 4,974, 656 Dec. 4,
1990
Schoén 5,078, 195 Jan. 7,
1992

Clains 9 and 13-16 stand rejected under 35 U S.C. § 103

as unpatentabl e over Judkins in view of Wrcester “and
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optionally in view of Schén” (Answer, page 5).® Caim 10
stands rejected under 35 U.S.C. 8 103 as unpatentabl e over the
references as applied to claim9 and further in view of Hull,
El sas, and Rupe (Answer, page 6). Cdains 11 and 12 stand
rejected under 35 U . S.C. 8§ 103 as unpatentabl e over the

references as applied to claim10 further in view of Lanpe

’The exami ner’s second rejection of the clains dated Dec.
7, 1994, Paper No. 7, included a rejection of claim 10 under
t he second paragraph of 35 U S.C. § 112 (see page 1 of Paper
No. 7). Appellant has submtted a proposed anendnent to claim
10 and the exam ner has stated that the rejection of claim 10
under the second paragraph of 8§ 112 is withdrawm (see the
Reply to Exam ner’s Answer dated Aug. 28, 1995, Paper No. 11,
page 2, the Suppl enental Exam ner’s Answer dated Nov. 6, 1995,
Paper No. 12, page 3, and the Suppl enmental Exam ner’s Answer
dated Mar. 12, 1996, Paper No. 14, page 1). However,
appel l ant has only submtted a suppl enmental Appendix with
amended claim 10 therein (see the Letter dated Nov. 20, 1995,
Paper No. 13, and page 1 of Paper No. 14). No actua
amendnent to claim 10 has been subm tted by appell ant nor has
any anmendnment to claim 10 been physically entered into the
file record. Upon return of this application to the exam ner,
this deficiency nmust be corrected. For purposes of this
appeal, we will consider the rejection of claim10 under § 112
to be wi t hdrawn.
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(Answer, page 7).% W reverse all of the exam ner’s

rejections for reasons which foll ow.
OPI NI ON

The nmet hod of appealed claim9 recites, inter alia,
“trimmng a cell of said first panel of cellular fabric to
| eave a first attachnent strip surface extending centrally of
the thickness of said first panel of material and the ful
|l ength of said cell” and a corresponding trinmng step for a
cell of a second panel to forma second attachment strip
surface such that these surfaces can be adhered together to
formthe conposite wi ndow covering (see also the
speci fication, page 5, |ine 25-page 6, |line 2).

The exam ner applies Judkins as the primary reference to
“showfs] a nmethod of formi ng a tubular honeyconb shade wherein
a splice joint may be used to secure two pieces of materia
either for repair of a defective or danaged nmaterial, to

achieve a desired aesthetic effect or to custom ze the length

“The restatenment of this rejection on page 7 of the Answer
omts the El sas and Rupe references although referring to the
rejection "as applied to claim10", which included El sas and
Rupe along with Hull. 1In view of our disposition of this
appeal as noted infra, this inconsistency by the examner is
harm ess error
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or width of the shade” (Answer, page 5, citing Judkins,
Abstract; colum 1, lines 43-58;, colum 2, |ines 33-68; and
colum 9, lines 56+).

Appel | ant and the exam ner agree that Judkins is silent
with respect to the trimm ng of the honeyconb pieces to form
attachnment strip surfaces (Brief, page 5, and the Answer, page
5). The exam ner concludes that it would have been obvious to
trimthe honeyconb pieces “so as to provide conplinentary
mati ng faces of the honeyconb pieces”, especially in view of
Wrcester, which is cited “as exenplary to show that it is
wel | known to shear the ends of pieces to be joined to provide
conplinmentary mating faces” (Answer, page 5). Wth regard to
Wrcester, appellant states that this reference represents an
entirely different technol ogy and the specific splicing nethod
di scl osed by Worcester would be inpractical to apply to a
honeyconb shade construction (Brief, page 6).

“When relying on nunerous references or a nodification of
prior art, it is incunbent upon the examner to identify sone
suggestion to conbi ne references or nake the nodification.
[Ctation omtted].” In re Mayne, 104 F.3d 1339, 1342, 41
USPQ2d 1451, 1454 (Fed. Cir. 1997). The exam ner has not

6
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identified any suggestion or notivation to nodify the tabular
formati on shown by Judkins by trimmng or shearing. The tabs
22 of Judkins are fornmed fromeither a single piece of
material (Figure 4) or when splicing together two different

pi eces of material (14 and 14' in Figure 4A). These tabs can
al so be fornmed when the material is fashioned in a honeyconb
structure (Judkins, colum 9, |ines 56-63). However, the
exam ner has not identified any suggestion in the prior art to
nodi fy the splicing or tab formation in Judkins by the
shearing of the ends of a belt in Wrcester to achieve the
nmethod recited in appealed claim9. The exam ner has not
identified why the shearing of the ends of a belt in Wrcester
to provide mating faces (see Wircester, colum 2, lines 17-29)
woul d have suggested a trimmng step of the overl apping
material formng a tab in Judkins.

Additionally, Worcester is directed to inproving the
strength of a spliced section of a belt that does not have
over |l appi ng sections by cutting grooves into the belt,
cenmenting cords such as KEVLAR® in the grooves and then curing

the product (columm 1, lines 17-18 and 40-44). The exam ner
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does not identify any teaching or suggestion in Wrcester that
the step of cutting or shearing to provide the respective
faces 14 and 15 of end belt sections 10 and 11 for subsequent
abutti ng engagenment (colum 2, lines 27-29) would inprove the
splice strength of the overlapping material formng tabs in a
honeyconb constructi on of Judki ns.

The exam ner has al so “optionally” applied the Schon
reference to show i ncluding an additional attachment strip
bet ween the attached pieces of a shade to increase the
stiffness (Answer, page 6). However, as argued by appellants
on page 6 of the Brief, none of the clains on appeal require
an additional stiffening or attachnent strip. The trimmng
step of appealed claim9 does not formany additiona
attachnment strip but trinms “a cell of said first panel of

cellular fabric to leave a first attachnment strip surface”.?

*The remaining references to Hull, Elsas, Rupe and Lanpe
have been applied by the exam ner for showi ng the use of a
trimm ng nmenber in a honeyconb cell, the use of a backing

menber during the trimming, and that it is well known to nove
a surface past a stationary glue applicator (Answer, pages 6-
7). The exam ner has not applied any of these references to
show the trinm ng step of appealed claim9. W find that
these references do not renedy the deficiencies in the
rejection as noted above.
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Therefore the Schén reference does not supply the suggestion
or teaching m ssing from Judkins and Wrcester.

For the foregoing reasons, we determ ne that the exam ner
has not established a prima facie case of obviousness in view
of the applied prior art. Accordingly, the rejections of al
of the clains on appeal are reversed. |In re Cetiker, 977 F.2d
1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992).

The decision of the examner is reversed.

REVERSED

THOVAS A. WALTZ
Adm ni strative Patent Judge

ANDREW H. NMETZ )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN D. SM TH ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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