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WALTZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
clainms 1-5, 7-26, 28-41 and 53-54. Subsequent to the final
rejection, appellants submtted an anendnent dated Aug. 15,
1994, Paper No. 9, which cancelled sone clains and anended

clainms 2-5, 7, 9, 14-15, 17-21, 23-26, 28, 30, 35-36 and 38-

! Application for patent filed April 6, 1993.
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41. This anendnment was entered by the exam ner as noted in
t he Advisory Action dated Sept. 6, 1994, Paper No. 10. The
clains now on appeal are clains 2-5, 7-21, 23-26, 28-41, and
53-54, which are the only clainms remaining in this
appl i cation.

According to appellant, the invention relates to a nethod
of making a pressure sensitive adhesive-coated | am nate
conprising coating a sheet having a rel ease surface with a
pressure sensitive adhesive (PSA) to forma |am nate, drying
or curing the PSA, and marrying the |lamnate to the inner
surface of a facing |l ayer where an adm xture of specified
pol ysi | oxanes are used to nodify the PSA so as to reduce the
initial tackiness by producing a | ow zero-m nute peel val ue
(Brief, page 2).

Appel l ant states that clains 2-5, 7-12, 14-21, 23-26, 28-
33, 35-41, and 53-54 stand or fall together while clains 13
and 34 stand or fall together (Brief, page 3). Appellant
provi des specific, substantive reasons for the separate
patentability of these two groups of clainms on pages 8-9 of
the Brief. Accordingly, we select claim53 fromthe first
grouping of clains and claim 13 fromthe second groupi ng of
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clains and decide the ground of rejection in this appeal on
the basis of these clains alone. See 37 CFR 8
1.192(c)(5)(1993). daim53 is illustrative of the subject
matter on appeal and a copy of claim53 is attached to this
deci sion as an Appendi Xx.
The exam ner has relied upon the follow ng reference as
evi dence of obvi ousness:
Sackoff et al. (Sackoff) 4,151, 319 Apr. 24, 1979
This nmerits panel of the Board cites and di scusses the
foll ow ng reference:
Varri ck? 2,560, 498 July 10, 1951
Clainms 2-5, 7-21, 23-26, 28-41 and 53-54 stand rejected

under 35 U.S.C. 8 103 as unpatentabl e over Sackoff (Answer,

2 This reference is cited and incorporated by reference on
page 30 of appellant’s specification. A copy of this
reference is attached to this decision.
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page 3).® W affirmthe examner’s rejection for reasons set
forth in the Answer and those which foll ow
OPI NI ON

Appel l ant admts that the manipul ati ve steps di scl osed by
Sackoff to nmake a lam nate are the same as recited in the
claims on appeal (Brief, page 4). Appellant further admts
t hat Sackoff uses a polysiloxane material as a neans of
producing a |low zero mnute peel value,* as also recited in
the clains on appeal (1d.). However, appellant argues that
the clains on appeal recite a different neans to produce a
zero-mnute peel value, nanely, an adm xture of two

pol ysi | oxanes denom nated as pol ysiloxane (i) and (ii)(Brief,

3 The final rejection of clainms 1-5, 7-26, 28-41 and 53-54
under 8 103 as unpatentabl e over Sackoff in view of Laurent
(U.S. Patent No. 4,346,189, issued Aug. 24, 1982) was not
repeated in the Answer (see the Answer, page 2, paragraph (4),
and the final rejection dated May 9, 1994, Paper No. 7, page
3). Although the exam ner did not explicitly withdraw this
rejection in the Answer, the anendnent dated Aug. 15, 1994,
Paper No. 9, pages 5-6, assunes this rejection wll be
wi thdrawn in view of the proposed anendnent. Regardless, this
rejection is not before us on appeal. See Paperless
Accounting v. Bay Area Rapid Transit Sys., 804 F.2d 659, 663,
231 USPQ 649, 652 (Fed. G r. 1986).

4 "Peel Value” and “zero mnute peel value” are defined in
appel l ant’ s specification at pages 24-25 and al so in Sackof f
at columms 12-13.
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page 5). Appellant submts that Sackoff discloses using any
of five different classes of polysiloxanes, including the two
classes (i) and (ii) recited in the clains on appeal, but does
not teach an adm xture of two polysiloxane materials (1d.).
Appel I ant further argues that polysiloxane (i) as recited in
the clains on appeal requires a nuch | ower nol ecul ar wei ght
t han taught by Sackoff for the correspondi ng pol ysil oxane
conponent (Brief, pages 5, 7 and 8). Appellant also cites In
re Baird® for the holding that a generic disclosure does not
render obvious a species, particularly when the reference
(Sackoff) teaches away fromthe nol ecul ar wei ght of the
pol ysi | oxane (i) conponent (Brief, pages 8-9).

The exami ner states that Sackoff discloses both
pol ysiloxane (i) and (ii) for inclusion with PSA and “that it
woul d have been obvious to one of ordinary skill in this art
to enpl oy a conbination/m xture of such water sol uble and
pol yal kyl pol ysil oxanes in conjunction with the PSA” in view

of the “principle” of In re Kerkhoven (Answer, page 4).° The

® 16 F.3d 380, 29 USPQ@d 1550 (Fed. G r. 1994).

® The exam ner incorrectly cites Coronetrics v. Berkeley
for the “principle” on page 4 of the Answer (also repeated on
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exam ner states that the sane classes of siloxane are

adm ttedly used by Sackoff as are enpl oyed by appellant and
this woul d apparently insure that, when using a m xture of
such sil oxanes, the sanme results would be obtained (Answer,
page 5).

Sackoff discloses that “the material used to decrease the
‘zero mnute peel value is a polysiloxane and nmust be capabl e
of being intimately m xed and di spersed t hroughout the
pressure sensitive adhesive.” (colum 2, lines 42-45).

Sackoff specifically discloses five classes of polysiloxane
materials that produce the “desired advantageous properties”
(colum 13, line 59; the classes of materials are |listed at
colum 13, line 60-colum 14, line 38). W agree with the
exam ner that it would have been prina facie obvious to
conmbi ne two known materials, each of which was taught by

Sackoff to be useful to produce advantageous properties when

page 6 of the Answer). It is apparent that the exani ner
stated the correct USPQ citation but neant to cite In re

Ker khoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980)
for the “principle” that it would have been obvious to conbi ne
two conpositions each of which is taught by the prior art to
be useful for the sane purpose in order to forma third
conposition to be used for the very sanme purpose. See

Ker khoven, 626 F.2d at 850, 205 USPQ at 1072.
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mxed with the PSA, in order to forman adm xture wth the PSA
for the very sane properties. “[T]he idea [or npotivation] of
conmbining themflows logically fromtheir having been
individually taught in the prior art.” Kerkhoven, supra. See
also In re Castner, 518 F.2d 1234, 1238-39, 186 USPQ 213, 217
(CCPA 1975); In re Crockett, 279 F.2d 274, 276, 126 USPQ 186
188 (CCPA 1960); In re Sussman, 136 F.2d 715, 718, 58 USPQ
262, 264 (CCPA 1943); and Ex parte Quadranti, 25 USPQ2d 1071
1072 (Bd. Pat. App. & Int. 1992).

Appel l ant’ s argunments are not well taken for the
foll owi ng reasons. Any holding fromBaird, supra, is not
applicable to the fact situation of this rejection. The
choice or selection fromthe disclosure of Sackoff is rather
narrow, i.e., nerely selecting an adm xture of two cl asses of
pol ysi | oxanes fromthe five classes of polysiloxanes discl osed
by Sackoff. Furthernore, Sackoff teaches a preference for
various cl asses of R, values, including the classes
denom nated as pol ysiloxanes (i) and (ii) in the clains on
appeal (see Sackoff, columm 14, lines 39 and 62; colum 15,

lines 6, 26, 41, and 46). Contrary to appellant’s
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interpretation of Sackoff, the reference does not “teach away”
fromthe nol ecul ar wei ght range, as shown by the viscosity,
recited for polysiloxane (i) in claimb53 on appeal (a
vi scosity range of 5 to 60,000 cps). One corresponding cl ass
of pol ysil oxanes taught by Sackoff touches the endpoint of the
cl ai mred range at “about” 60,000 cps viscosity (columm 15,
lines 41-45). Sackoff further incorporates by reference the
pol ysi | oxanes of Warrick, which discloses polysiloxanes having
a viscosity range of 2,000 to 8,000 cs (see Sackoff, colum
15, lines 53-56, and Exanples 1-12 of Warrick). Appellants
i ncorporate by reference this sanme patent (specification, page
29, line 23-page 30, line 3). Therefore the clained viscosity
range for polysiloxane (i) would have been suggested to one of
ordinary skill in the art fromthe Sackoff disclosure, whether
considering the viscosity limtation of claim53 on appeal (5
to 60,000 cps) or claim13 on appeal (1,000 to 3,000 cps).
Appel l ant submts that the specific data indicating
i nproved results, as set forth in Figure 8 of the
specification, are sufficient to overcone a prim facie case
of obviousness (Reply Brief, pages 2-3). Once the exam ner
has established a prima facie case of obvi ousness and

8



Appeal No. 1996-0670
Application No. 08/043, 388

appel l ant has submtted evidence in rebuttal, we determ ne the
patentability anew by the preponderance of evidence based on
the totality of the record. 1In re Cetiker, 977 F.2d 1443,
1445, 24 USPQRd 1443, 1444 (Fed. Cir. 1992).

Havi ng revi ewed the data in
Figure 8, as disclosed on pages 33-34 of the specification, we
determ ne that appellant has not net the burden of show ng
unexpected results. See In re Geisler, 116 F.3d 1465, 1469-
70, 43 USPQd 1362, 1365 (Fed. G r. 1997);
In re Kl osak, 455 F.2d 1077, 1080, 173 USPQ 14, 16 (CCPA
1972). Initially, we note that it is not enough that the
results for appellant’s invention and the prior art are
different. Appellant nmust denonstrate that such results are
unexpected. Geisler, 116 F.3d at 1469-70, 43 USPQ2d at 1365;
Kl osak, 455 F.2d at 1080,
173 USPQ at 16. Appellant has not explained the results or
procedures of Exanple 1 on pages 33-34 of the specification
which result in the production of the data set forth in Figure
8. The conparative exanples should be acconplished in the

sane manner except for the polysiloxane used but the
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specification nerely states that the conparison was done “in
simlar fashion” (page 34, line 17). The specification also
fails to disclose the specific procedure for the conparative
exanpl e where the dinmethyl silicone conponent is not present
(representing the “prior art”, see Figure 8). The anount of

t he remai ni ng conmponent, a di met hyl sil oxane-oxyal kyl ene bl ock
copolynmer, is not disclosed. Therefore we cannot determ ne
whet her equal anounts of the polysiloxane materials were
conpared. Finally, we observe that the showing in the
specification is not reasonably conmensurate in scope with the
degree of protection sought by the clains on appeal. Inre
Kulling, 897 F.2d 1147, 1149, 14 USPQR2d 1056, 1058 (Fed. Cr.
1990); In re Gasselli, 713 F.2d 731, 743, 218 USPQ 769, 778
(Fed. Cir. 1983). Wiile the showing is based on specific

pol ysi | oxanes, viscosities, weight ratios, pressure sensitive
adhesive, and lamnate film the clains on appeal are not so
limted (especially claimb53). Appellant has not shown that
the results of Exanple 1 in the specification are comensurate
in scope with the clains on appeal or would be reasonably

predi ctive of the subject matter on appeal.
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For the foregoing reasons and those set forth in the
Answer, we determ ne that the exam ner has established a prima
faci e case of obviousness. Based on the totality of the
record, with due consideration of appellant’s argunents and
evi dence, we determ ne that the preponderance of evidence
wei ghs in favor of obviousness within the neaning of 35 U S.C.

§ 103. Accordingly, the
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rejection of clainms 2-5, 7-21, 23-26, 28-41 and 53-54 under
35 U.S.C. 8 103 as unpatentabl e over Sackoff is affirned.
No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED
JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
THOVAS A, WALTZ ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
CAROL A. SPI EGEL )
Admi ni strative Patent Judge )
irg
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wherein R is hydrogen or a monovalent hydrocarbon group having
from 1 to 10 carbon atoms and contains both oxyethylene and
oxypropylene units, R, is an alkylene group having at least two
carbon atoms, n and m are mumbers, the sum of n and m is at least
1 and the oxyalkylene unit R O(OCH() (CHO) , has a molecular
weight of at least about 80, and wherein there are at least two
units having structure (Ia) and at least three units having
structure (IIa) and wherein the oxyalkylene unit constitutes from
about 85 to 30 weight percent of the polysiloxane polymer; R, may
be methyl, ethyl, or phenyl; and R, and R, may the same or
different and may be methyl or ethyl, and said polysiloxane (ii)
has a viscosity in the range of from 50 to 5000 cps measured at
25° C with a #4 spindle at 30 rpm, the amount of polysiloxane (i)

in said admixture being effective to separate from the adhesive
and to bloom to the adhesive/air interface of said first laminate
coated with said adhesive composition to provide efficient
repositionability and the amount of polysiloxane (ii) in said
admixture being effective to provide faster wet-out of the
adhesive to a bonding substrate and, ultimately, superior

adhesion thereto.
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Edward A. Hednman

HEDVAN, G BSON & COSTI GAN
1185 Avenue of the Anericas
New York, NY 10036-2601
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