THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion

rejecting clainms 1 through 3, 5 through 8, and 10. Caim1l1

1 Application for patent filed Septenber 7, 1993.
According to appellants, this application is a continuation of
Application No. 07/886,823, filed May 22, 1992, now abandoned.
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which is the only other claimremaining in the application,
stands al | owed.

Claiml is representative:

1. A process for fluorinating a hal ogenated hydrocarbon
consisting essentially of reacting a hal ogenated hydrocarbon
wi th hydrogen fluoride in the presence of a fluorination
catal yst which conprises a partially fluorinated chrom um
oxi de containing fromO0.01-10% by nol e, based on the anount of
chrom um oxi de, of at |east one netal selected fromthe group
consi sting of ruthenium and platinum

The references relied on by the exam ner are:
Manzer 5, 051, 537 Sep. 24, 1991

Chsaka 2,030, 981 Apr. 16, 1980
(British patent application)

The issue presented for review is whether the exam ner
erred inrejecting clains 1 through 3, 5 through 8, and 10
under 35 U. S.C. 8§ 103 as unpatentabl e over the conbined

di scl osures of Manzer and Chsaka.

DI SCUSSI ON

In rejecting appellants' clainms, the exam ner proposes
conbi ning the ruthenium catal yst of Manzer with the partially
fluorinated chrom um oxi de catal yst of Chsaka to form"a m xed

catal yst" containing both rutheniumand partially fluorinated
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chrom um oxi de. The exam ner argues that it would have been
obvious to use that m xed catal yst in the gas-phase
fluorination process disclosed by Manzer in colum 6, EXAMPLES
4-5. See the Exam ner's Answer, paragraph bridging pages 3
and 4. We di sagr ee.

For the reasons succinctly set forth in the Appeal Brief,
pages 5 through 7, we find that the proposed conbi nati on of
references is inproper. Manzer cites and discusses British
Patent No. 2,030,981 (Chsaka) in colum 1, lines 19 through
50. There, Manzer suggests that the inorganic chromum (lI11)
catal ysts of Chsaka pronote the oxidation of hydrogen chloride
to nol ecul ar chlorine and water and, therefore, cause a
decrease in selective conversion from1,1, 1-
trifluorochloroethane to 1,1,1,-2-tetrafluoroethane. In
contrast, Manzer discloses that "the catal yst of the present
i nvention,” including the rutheniumcatalyst exenplified in
colum 6, EXAMPLES 4-5, mnim zes the oxidation of hydrogen
chloride to nol ecular chlorine and water. See Manzer, colum
3, lines 5 through 43. Manzer thus enbarks on a different
pat h, disclosing netal catalysts for use in the gas-phase

fluorination of 1,1,1-trifluorochloroethane to 1,1, 1, 2-
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tetrafl uoroet hane selected fromthe group consisting of
cobal t, manganese, nickel, palladium silver and/or ruthenium
but not chrom um based cat al ysts.

In sum Manzer suggests that the inorganic chromum (I11)
catal ysts of Chsaka pronote the oxidation of hydrogen chloride
to nmol ecul ar chlorine and water whereas Manzer's catal ysts,

i ncl udi ng ruthenium mnimze the oxidation of hydrogen
chloride to nol ecular chlorine and water. On these facts, we
believe that the only reason, suggestion, or notivation to
conbi ne the ruthenium catal yst of Manzer with the partially
fluorinated chrom um oxi de catal yst of GChsaka, in the manner
proposed by the exam ner, stens from appellants' specification
and not the cited prior art. |In our judgnent, the proposed
conbi nati on of references is based on the inperm ssible use of
hi ndsi ght and is inproper. For this reason, we conclude that

t he exam ner has not established a prima facie case of

obvi ousness of clains 1 through 3, 5 through 8, and 10 based
on the conbi ned di scl osures of Manzer and Chsaka.
Havi ng concl uded that the exam ner has not established a

prima facie case of obviousness of clains 1 through 3, 5

t hrough 8, and 10 based on the cited prior art, we shall not
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di scuss t he Shi banuma Decl arati on executed June 4, 1993,

relied on by appellants as rebutting any such prima facie

case.

One further point warrants attention. 1In the
specification (page 9, Exanple 4), appellants describe the
preparation of a catalyst containing partially fluorinated
chrom um oxi de and platinum Using that catal yst, appellants
carry out the gas-phase fluorination of 1,1, 1-
trifluorochl oroethane to 1,1,1, 2-tetrafl uoroethane under "the
above comon conditions,” i.e., the sanme reaction conditions
enpl oyed in Conparative Exanple 1 using a partially
fluorinated chrom um oxi de catal yst with no additional netal
In the specification, page 10, lines 1 through 3, appellants
state that:

In conparison with Conparative Exanple 1, the
catalyst life and the throughput were increased

wi t hout decreasing the activity.

That statenent, however, appears to be incorrect. Conpare the
results reported in Exanple 4 (Catalyst Life, 63 hours;

Thr oughput, 153 g) with the results reported in Conparative
Exanple 1 (Catalyst Life, 78 hours; Throughput, 177 g). On

return of this application to the Exam ning Corps, we
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recomend that both appellants and the exam ner clarify
whet her the statenent in the specification, page 10, lines 1
through 3 is, in fact, a msstatenent. Based on the results
set forth in appellants' specification, it appears that the
conbi nation of partially fluorinated chrom um oxi de and
pl ati num decreases catal yst |life and throughput conpared with
the use of partially fluorinated chrom um oxi de al one.

The decision of the exam ner is reversed.

REVERSED

SHERVMAN D. W NTERS
Adm ni strative Patent Judge

DOUGLAS W ROBI NSON
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

HUBERT C. LORIN
Adm ni strative Patent Judge
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