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THES OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HARRO TRAUBEL,
HANS- VERNER MULLER AND
FRI TZ NOVOTNY

Appeal No. 96-0767
Application 08/136, 439

ON BRI EF

Bef ore RONALD H SM TH, DOMNEY and HANLON, Adm ni strative Patent

Judges.
RONALD H SM TH, Adm ni strative Patent Judge

DECI SI ON_ON_APPEAL

This is an appeal fromthe final rejection of clains

! Application for patent filed October 13, 1993. According to
applicants, this application is a continuation-in-part of Application
07/ 865, 429, filed April 9, 1992.
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7-11. Cains 1-6 have been cancel ed, and claim 12 has been
Wi t hdrawn from consi deration

The subject matter is directed to an aqueous pignent
preparation conprising an ol igourethane formnul ati ng agent.
Claim?7, the only independent claim is illustrative of the
appeal ed clains and reads as foll ows:

7. An aqueous pignent preparation conprising
(a) a fornulating agent conprising an oligourethane having
an average nol ecul ar wei ght range of from 5000 to 50,000 and
cont ai ni ng

(1) no primary or secondary am no groups,

(2) 5 to 25% by weight, based on the oligourethane, of
i ncor porated ethoxy groups, and

(3) anionic and cationic groups, wherein the quantity of
anionic groups is from0.2 to 0.8 nol per 1000 g of the
ol i gourethane and the nolar ratio of anionic to cationic groups
is fromO.8 to 4,

wherein said oligourethane conprises a reaction product of

a pol yi socyanate; hydroxyl conpounds, wherein at |east one such
hydr oxyl compound is a di hydroxyl conpound containing ionic
groups; and an am no al cohol having tertiary nitrogen atons,;

(b) from2 to 20 m, per 100 gram of pignment preparation, of a
pi gnent having a density of from0.8 to 7 g/m; and

© an aqueous phase containing up to 30% by wei ght of organic
sol vent .

The reference of record relied on by the exam ner is:

Scriven et al. (Scriven) 4,147,679 April 3, 1979
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Appel | ants made no statement that the clains do not stand or
fall together. 37 CFR 8§ 1.192(c)(7). Accordingly, we wll limt
our consideration to claim?7.

Claim?7 stands rejected under 35 U . S.C. § 112, second
paragraph, as indefinite. Cains 7-11 stand rejected under
35 U.S.C. § 103 as obvious over Scriven. W have carefully
considered the entire record, including the appellants' position
as set forth in their briefs and the examner's position as set
forth in the answer, and we have decided that we will not sustain
the rejections.

Claim7 is rejected as indefinite by the exam ner because
the cl ai mdoes not indicate whether the clainmed "average
nmol ecul ar wei ght range" of 5000 to 50,000 for the oligourethane
is a "nunber average, weight average, viscosity average, z
average, etc." As noted by appellants, clains are not indefinite
if they "set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity” and the
definiteness of the | anguage "nust be anal yzed—ot in a vacuum
but always in the light of the teachings of the prior art and of
the particular application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art." 1n re More, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA
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1971). W agree with appellants that claim?7 describes the
fornmul ating agents with a reasonabl e degree of precision and
particularity. W also agree with appellants that, for the
reasons set forth in their briefs,
one skilled in the art would readily understand that the term
"average nol ecul ar wei ght" as used by appellants refers to nunber
aver age nol ecul ar wei ght.

We have carefully reviewed the disclosure of Scriven, and we
agree with appellants that Scriven does not disclose or suggest
t he cl ai ned pi gnment preparations conprising the particul ar
ol i gourethane fornmul ating agent and 2 to 20 m of pignment per 100
gram of pignment preparation. It is well established that for an
invention to be obvious in view of a reference, sonmething in the
art taken as a whole, other than the applicant's disclosure, nust

suggest the invention. 1n re Dow Chem Co, 837 F.2d 469, 473

5 USP@@2d 1529, 1532 (Fed. Cir. 1988). The nere fact that the
Scriven disclosure could be nodified, using appellants' claim?7
as a guide, to provide the claimed oligourethane woul d not have
made the cl ai med pi gnent preparations obvious under 35 U. S. C

§ 103.
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The decision of the exanm ner is reversed.

Ronald H. Smth )
Adm ni strative Patent Judge )
)
)
Mary F. Downey ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND

) | NTERFERENCES
)
)

Adri ene Lepi ane Hanl on )

Adm ni strative Patent Judge )
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