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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe final rejection of clains 1-9. The appellant filed
an anendnent after final rejection on Decenber 19, 1994, which

was ent er ed. W reverse.

! The application was filed on April 14, 1993.
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BACKGROUND

The invention at issue in this appeal is an automatic
gain control (AGC) circuit for an optical disc drive.
Conventional AGC circuits normalize tracking and focusing
signals by enploying analog dividers to divide the signals by
anot her signal corresponding to a total anount of |ight
reflected froma disc. Variations in tenperature and supplied
power, however, subject the analog dividers to problens. The
i nvention enploys a digital-to-analog (DJA) converter to
normal i ze tracking and focusing signals. Accordingly, the
invention is less affected by variations in tenperature and

power .

Caiml, which is representative for our purposes,
fol | ows:

1. An AGC circuit for an optical disc drive
i ncl udi ng nmeans for generating a tracking and
focusing error signal by utilizing an output signha
supplied froman optical pickup detector, and an
actuator for correcting an error, which is driven by
a servo drive signal generated by a normalized error
signal, the AGC circuit conprising:
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detecting neans for determ ning an anount of
light reflected froman optical disc and outputting
a total light amount signal corresponding to the
amount of reflected Iight;

tabl e neans for generating reciprocal data which
Is a reciprocal of the total |ight anmount signa
output from said detecting neans; and

a D/ A converter to which said tracking and
focusing error signal is supplied as its reference
signal, and said reciprocal data is supplied as its
digital input, with the DJA converter outputting the
normal i zed error signal.

The abstracts relied on by the patent exam ner in

rejecting the clains foll ow

Fum aki et al. 3269829 Mar .

1992
(Patent Abstract of Japan)

Kenzo et al. (Kenzo) 63166318 Nov. 14,
(Patent Abstract of Japan)

Mar ut a 59- 113531 June 30,
(Patent Abstract of Japan)

Yasuaki 63124228 Cct. 12,
(Patent Abstract of Japan)
Clains 1, 5, and 6 stand rejected under 35 U S.C. §
102(b) as anticipated by Fumaki. Caim2 stands rejected

under 35 U.S.C. 8 103 as obvi ous over Fum aki in view of
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1988

1984

1988.
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Kenzo. Clainms 3, 4, and 7 stand rejected under 35 U S. C
8 103 as obvious over Fumiaki in view of Maruta. Caim38
stands rejected under 35 U . S.C. § 103 as obvious over Fum ak
in view of Yasuaki. Claim9 stands rejected under 35 U S. C
§ 103 as obvi ous over Fum aki in view of Yasuaki further in
view of Maruta. Rather than repeat the argunents of the
appel l ant or examiner in toto, we refer the reader to the

briefs and the answers for the respective details thereof.

OPI NI ON

In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections and evi dence
advanced by the examner. W also considered the argunents of
the appell ant and exam ner. After considering the record
bef ore us, we cannot say that the evidence anticipates the
invention of clains 1, 5, and 6. W al so cannot say that the
evi dence and |l evel of skill in the art would have suggested
the invention of clains 2-4 and 7-9. Accordingly, we reverse.
We address the anticipation of clains 1, 5 and 6 and the

obvi ousness of clains 2-4 and 7-9 seriatim
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Anticipation of Jdains 1, 5, and 6

Regardi ng the anticipation of clains 1, 5, and 6, the
appel | ant argues that Fum aki “does not teach or suggest that
ROM 16 or any of its other elenments generate a reciprocal of
the total light anount.” (Appeal Br. at 7-8.) He further
argues that the reference’s disclosure “is not sufficient to
teach or suggest that ... this reciprocal is used as a digital
input to a D)A converter as clainmed in claim1.” (Reply Br.
at 5.) In response, the exam ner opines, “either signal 20 is
a reciprocal of signal 13 or at sone point in elenent 18 it
becones reciprocal, dependent on the particular inplenentation
of elenment 18. At sone point it must be reciprocal in order

to normalize signal 19.” (Exam ner’s Answer at 5.)

We cannot find that Fum aki teaches the reciprocal data
of claiml1l. A prior art reference anticipates a claimonly if
the reference di scloses expressly or inherently every
limtation of the claim Absence fromthe reference of any

cl ai med el ement negates anticipation. Rowe v. Dror, 112 F.3d

473, 478, 42 USPQd 1550, 1553 (Fed. Cir. 1997).
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The claimrecites in pertinent part “table neans for
generating reciprocal data which is a reciprocal of the total

| i ght anount signal output fromsaid detecting neans; and a

D A
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converter to which ... said reciprocal data is supplied as its
digital input ....” In short, the claimspecifies generating
a reciprocal of the total anobunt of |ight and using this

reciprocal as a digital input to a DJA converter

Fum aki stabilizes a tracking servo systemof an optica
recordi ng and reproduci ng device. Purpose, Constitution. The
ref erence teaches a gain 20, which corresponds to a digital
value 33. An AGC circuit 18 enploys the gain 20 for gain

control of a track shift difference signal 19. Constitution.

In short, Fum aki teaches an AGC circuit that perforns
gain control based on a gain. It nentions nothing about a
reci procal of the total anmpbunt of light. Accordingly, the
ref erence does not teach generating the reciprocal and using
it as a digital input to a D)A converter. The examner’s
comment that signal 20 is either a reciprocal of signal 13 or
at sone point it becones the reciprocal anmounts to

specul ati on. He cannot base a rejection on specul ation.
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For the foregoing reasons, we cannot find that Fum ak
teaches the clainmed reciprocal data. The absence of the
claimed el ement fromthe reference negates anticipation.
Therefore, we reverse the rejection of clains 1 and 5-6 under
35 U.S.C. 8 102. Next, we consider the obviousness of clains

2-4 and 7-09.

Qbvi ousness of Cains 2-4 and 7-9

We begi n our consideration of the obviousness of clains
2-4 and 7-9 by recalling that in rejecting clains under 35
U S.C. 8§ 103, the patent exam ner bears the initial burden of

establishing a prinma facie case of obviousness. A prima facie

case is established when the teachings fromthe prior art
itself woul d appear to have suggested the cl ai ned subject
matter to a person of ordinary skill in the art. |[If the

examner fails to establish a prima facie case, an obvi ousness

rejection is inproper and will be overturned. 1In re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@2d 1955, 1956 (Fed. Cr

1993).
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The addition of Kenzo in the rejection of claim?2; Maruta
in the rejection of clains 3, 4, and 7; Yasuaki in the
rejection of claim@8; and Yasuaki and Maruta in the rejection

of claim9 does
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not cure the aforenentioned defect of Fum aki. The exam ner
has not identified anything in these references or the prior
art as a whole that woul d have suggested generating a

reci procal of the total anmount of light and using this
reciprocal as a digital input to a D)A converter. Therefore
we find that the examner’s rejections do not anbunt to a

pri ma facie case of obvi ousness.? Because the exam ner has

not established a prima facie case, the rejections of claim?2

over Fum aki in view of Kenzo; clainms 3, 4, and 7 over Fum ak
in view of Maruta; claim8 over Fum aki in view of Yasuaki

and claim9 over Fum aki in view of Yasuaki further in view of
Maruta are inproper. Therefore, we reverse the rejection of

clainms 2-4 and 7-9 under 35 U. S.C. § 103.

2 1n this opinion, we have based our findings on the
abstracts of Fum aki, Kenzo, Maruta, and Yasuaki. Because the
conpl ete di sclosures of these references have neither been
provided to us nor applied by the Exam ner in the rejections,
we have not considered the entire disclosures. W nake no
judgnment as to the teachings or suggestions that the conplete
ref erences may present.
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To sunmmari ze,

clains 1, 5, and 6 under

CONCLUSI ON
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the decision of the exam ner to reject

35 US. C. § 102 is reversed. H s

decision to reject clains 2-4 and 7-9 under 35 U S.C. 8§ 103 is

al so reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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