TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was

not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore McCANDLI SH, Seni or Administrative Patent Judge, ABRAMS

and FRANKFORT, Admi nistrative Patent Judges.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’'s fina

rejection of claims 1 through 10 and 15 through 17 under

US.C. 8§ 103. The only other clains still pending in the

application, nanely clains 12 through 14, have been all owed.

! Application for patent filed February 26, 1993.
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As stated on page 1 of appellants’ specification, their
invention relates to “a system and net hod i ncl udi ng a shoppi ng
map for aiding shoppers in the selection and |ocation of
articles displayed for sale at various aisle locations in a
store.” In the illustrated enbodi nent, the store is described
as being a grocery store (e.g., a supernmarket).

Claim1l is illustrative of the subject matter at issue. A
copy of this claim as it appears in the appendi x to
appel l ants’ brief, is appended to this decision.

The followi ng references are relied upon by the exam ner
as evi dence of obviousness in support of his rejections under

35 U S.C 8§ 103:

Krebs et al. (Krebs) 4,858, 353 Aug. 22,
1989
Haynes 5, 154, 330 Cct. 13,
1992

Bigg's, "Your dollar is bigger at bigg s," True MninmumPrice
i nformati on brochure, Louisville, Kentucky.

W nn- D xi e Market pl ace brochure and map.

The grounds of rejection are as follows:
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1. dains 1 through 10 stand rejected under 35 U S.C. §
103 as bei ng unpatentable over the Bigg' s publication in view
of the Wnn-Di xi e publication.

2. Cains 15 and 16 stand rejected under 35 U.S.C. § 103
as bei ng unpatentable over the references applied in the
rejection of clains 1-10 above and further in view of the
Krebs patent.

3. CQaim1l7 stands rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentabl e over the references applied in the
rejection of clains 1-10 above and further in view of the
Haynes patent.

Reference is made to the final office action (Paper No.
9, mailed Septenber 30, 1994) for details of these rejections.

As noted fromthe exam ner’s answer, the exam ner has not
supplied us with the publication dates for the Bigg' s and
W nn-Di xi e publications. These references were furnished to
t he exam ner by appellants during prosecution of this
application. Appellants stated during prosecution that the
publication dates for these references were not known to them
As a result, we issued an order under 37 CFR § 1.196(d), to

obtain further information regarding the status of these
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ref erences. Appellants’ response to this order was filed on
August 6, 1998 (see Paper No. 24).

Contrary to the exam ner’s statenent in the paper mail ed
Septenber 11, 1998 (Paper No. 25), appellants did not concede
in their response to our order that the Bigg's and Wnn-Di xi e
publications constituted prior art. Instead, appellants stated
in that response that the publications were discovered after
the application was filed and that they had no know edge that
the publications pre-dated the filing date of the application.
Accordingly, it has not been established that the Bigg' s and
W nn-Di xi e publications constitute prior art. W nust
therefore reverse the rejections of clainms 1 through 10 and 15
t hrough 17.

We are not unm ndful of appellants’ request in Paper No.
24 to provisionally treat the Bigg's and Wnn-Di xi e
publications as prior art subject to the conditions set forth
in Paper No. 24. To decide the patentability issue on such a
basis woul d be tantanount to an advi sory opinion. However, we
have no authority under the statute (Title 35) or the code of

federal regulations (Title 37) to render advisory opinions on
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the patentability of inventions. Appellants’ request is
t herefore deni ed.

Under the provisions of 37 CFR 1.196(b), the follow ng
new grounds of rejection are entered against clains 1 through
10 and 12 through 14:

Clains 1 through 10 and 12 though 14 are rejected under
35 U.S.C. 8 112 § 2 as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appellants regard as their invention. The preanble in
each of the independent clainms 1, 12 and 14 calls for a system
for aiding shoppers in a store so that in this sense the
systemis defined as being exclusive of the store. In
contrast, the body of each of these independent clains recites
the store as a positive elenent of the conbination. As a
consequence, the scope of the body of each of these
i ndependent clains is inconsistent wwth the scope of the
preanbl e of each of these clains. For this reason al one clains
1 through 10 and 12 through 14 are indefinite.

Furthernore, it is well settled that a claimin an
application nmust accurately define the applicant’s invention
in order to satisfy the provisions in the second paragraph of
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§ 112. See In re Know ton, 481 F.2d 1357, 1366, 178 USPQ 486,

492 (CCPA 1973). In the present case, it is inaccurate to
state that the systemto be used in a store includes the store
Itself.

In summary, the examiner’s decision rejecting clains 1
through 10 and 15 through 17 is reversed, and a new ground of
rejection has been entered against clains 1 through 10 and
clainms 12 through 14 under the provisions of 37 CFR §
1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)). 37
CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”

37 CFR 8§ 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new
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ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.

REVERSED, 37 CFR 1.196(b)

HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)
)
)
)
) BOARD OF PATENT
NEAL E. ABRANS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )
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I ndi anapolis, IN 46204-5137
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APPENDI X

1. A system for aiding shoppers in the selection and
| ocation of articles displayed for sale at various aisle
| ocations in a store, conpri sing:

a store having a plurality of aisles therein, said store
i ncl udi ng nunerous discrete articles displayed at various
di splay locations along said plurality of aisles;

a portable map including a display surface bearing store
specific indicia arranged in a pictorial representation of
said plurality of aisles;

said store specific indicia conprising first witten
identifications sufficiently detailed in descriptiveness to
correspond to said discrete articles, said identifications
showi ng said discrete articles arranged at |ocations in said
pictorial representation corresponding to the display
| ocations of said articles along said plurality of aisles; and

wherein said portable map i s usable as a shopping |ist
for selecting discrete articles for purchase fromsaid store
and as an in-store map for |l ocating said selected discrete
articles in said store.
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