THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
Boar d.
Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte SHERW N MENDELL

Appeal No. 96-0926
Application 07/995, 683

ON BRI EF

Bef ore DOMNEY, METZ and ELLIS, Adm nistrative Patent Judges.
METZ, Adm nistrative Patent Judge.
DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
examner's refusal to allow clains 3 through 5. In his Answer
(Paper Nunber 11), the exam ner has withdrawn the rejection of
claims 1 through 5 under 35 U.S.C. 8§ 101. Thus, clains 1 and

2 remain in the application but are no longer rejected by the

! Application for patent filed Decenber 23, 1992.
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exam ner, either on formal grounds or substantive grounds.

THE | NVENTI ON

The clainmed invention is directed to a nethod for

reversing

physi ol ogi cal and psychol ogi cal human dependency i nduced by
certain chem cals which nethod conprises the conjoint use of
acupressure therapy and hypnosis. Appellant alleges to have
di scovered that the conjoint, sinultaneous use of hypnosis and
acupressure intensifies the effectiveness of the acupressure,
yielding results greater than the sumof the effect of either
treatment alone. Appellant also clains an apparatus for
carrying out his conjoint therapy.

The appeal ed clains are reproduced bel ow for a nore
facil e understandi ng of the clained invention.

Claim 2. An apparatus for reversing psychol ogi cal

human dependency i nduced by chem cals such as

ni coti ne, alcohol, or drugs conprising:

means for applying acupressure to a
patient in accordance with predeterm ned body areas
for reduci ng psychol ogi cal human dependency; and
means used with said acupressure

means for inducing hypnosis through audio stinmuli to

said patient while said patient is being treated

W th acupressure to reverse human physi ol ogi cal

dependency based on cigarette snoking, al cohol, or
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drug addi cti on.
Claim 3. An apparatus

as in Caim2, including:

audi o neans for
storing and broadcasting specific instructions for
sel f-hypnosis for use in conjunction with
acupressure for reduci ng human physi ol ogi cal
dependency.

Claim4. A systemfor the self-admnistration
of hypnosis and acupressure on one's person for
elimnating chem cal dependency conpri sing:

a tape nmeans for storing audio and video
instructions and sounds to induce self-adm nistered
hypnosis to a subject;

a pressure inducenment bar obl ong
in shape with at | east one blunt end for allow ng
the subject to apply self-adm nistered pressure to
their body at selective areas; and

an acupressure
chart for indicating to the subject selective areas
of the human body where acupressure should be
appl i ed.

Claim5. A nmethod to reduce conpul sive di sorders
such as overeating, conprising the steps of:

sel f-induci ng hypnosi s on ones person by
listening to taped instructions and sounds;

observing a pictorial chart to
determ ne specific body locations in which to apply
sel f-adm ni stered acupressure;

appl yi ng sel f-adm ni stered
acupressure to said specific body points;

suggesting to the

subj ect through the use of said taped instructions,
while in a hypnotic state, to reduce and cease said
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conpul sive di sorder;
termnating the self-induced hypnosis; and
term nating the self-adm ni stered acupressure.

THE REJECTI ONS

The exam ner has not relied on any prior art to reject
the appealed clains. Rather clainms 3 and 4 stand rejected
under 35 U. S.C. 8 112, second paragraph, for failing to
particularly point out and distinctly claimthe subject matter
whi ch appell ant regards as his invention. Cains 4 and 5
stand rejected under 35 U S.C. § 112, first paragraph, for
failing to provide an enabling disclosure. W reverse.

OPI NI ON

The exam ner has not set forth in his Answer a statenent
of any of the rejections before us. Rather, the exam ner has
referred us to the Final Rejection wherein we are inforned

[t]he rejections are the sane as those set forth in

the Final Ofice Action, paper #6, except that the

rejection under 35 USC 101 has been wi t hdrawn.

I n Paper Nunber 6, the exam ner explains that because
appel l ant di scloses the use of a "kit" as a neans to apply
acupressure and a neans to i nduce hypnosis, the apparatus of
clainms 3 and 4 nust be clainmed as a "kit".

We are unable to determne if the examner's position is
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founded on the requirenment in the second paragraph of 35

Uus. C

8§ 112 that an applicant for patent present clainms for that

whi ch applicant regards as his or her invention or if the

rejection is founded on the requirenent for particularity in a

claim Under either theory, the examner's rejection cannot

be sustained as it |acks any sound factual or |egal basis.
Absent evidence to the contrary, the clains presented by

an applicant nust be presunmed to be for that which applicant

regards as his invention. |In re Mwore, 439 F.2d 1232, 1235,

169 USPQ 236, 238 (CCPA 1971). Moreover, it is incunbent upon
the exam ner to establish that one of ordinary skill in the
art would not have been able to ascertain the scope of
protection defined by the claimwhen read in light of the

supporting specification. More, ibid. This the exam ner has

not done. In the first instance, the exam ner has not
expl ai ned why a "kit" cannot be considered to be an
"apparatus" or "systeni. Secondly, appellant describes his
invention both as a "kit" and as an apparatus. See page 4,
lines 16 through 27 of the specification. Therefore, we
reverse the examner's rejection under 35 U S.C. § 112,

par agr aph two.
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In nmeeting the enabl enent requirenment of 35 U S.C. § 112,
an application need not teach, and preferably omts, that

which is well-known in the art. Hybritech I nc. v. Mbnocl onal

Anti bodies, Inc., 802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed.

Cr. 1986). How such a teaching is set forth, whether by the
use of illustrative exanples or by broad descriptive
term nol ogy, is of no inportance since a specification which
t eaches how to nmake and use the invention in terns which

correspond in scope to the clainms nust be taken as conplying

with the first paragraph of 35 USC 8§ 112 unless there is
reason to doubt the objective truth of the statenments relied

upon therein for enabling support. In re Marzocchi, 439 F.2d

220, 223, 169 USPQ 367, 369 (CCPA 1971).

We hold the exam ner has failed to discharge his initial
burden of making out a prima facie case of |ack of enabl ement.
G aring by its absence in the record is any evi dence
supporting the exam ner's theories for why appellants' clains
are not enabled by their disclosure. W find anple disclosure
in appellant's specification and in the art cited in the
record which establishes that acupressure and hypnosis are
i ndi vidually well-known therapies for treating debilitating
physi ol ogi cal and psychol ogi cal disorders. The only basis for
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the exam ner's position is his conjecture that a person under
hypnosi s woul d not be consci ous enough to performthe other
steps in appellant's treatnment. Wile not entirely w thout
logic, the problemw th the examner's position is that there
is no evidence which supports the exam ner's nere hypot hesi s.
The exam ner has failed to make out a prinma facie case of |ack
of enabl ement as was his burden. Accordingly, we reverse the
rejection under the first paragraph of 35 U.S.C. § 112.

OTHER | SSUES

As we have noted above, appellant acknow edges in his
specification that acupressure and hypnosis are, respectively,
known therapies for treating various psychol ogi cal and
physi ol ogi cal disorders (see page 2, lines 10 through 14 of
the specification). The prior art cited in the record
substanti ates appellant's recognition.

We recomend that the exam ner and appel |l ant, upon return
of this application to the exam ning group, reconsider the
patentability of the clained subject matter of clains 1
through 5 under 35 U. S.C. 8 103 under the theory that the
conjoint use of two individually well-known therapies for
t heir conbi ned

attendant functi ons woul d have been obvious. Conpare In re

7



Appeal No. 96-0926
Application No. 07/995, 683

Ker khoven, 626 F.2d 846, 205 USPQ 1069 (CCPA 1980). In
considering this rejection, due recognition to the evidence of
record in the nature of the declarations under 37 CF.R 8§

1. 132 nmust be given. Appellant's observation that he

di scovered or observed an effect greater than woul d have been
expected nust al so be considered in the context the
observation is set forth (page 2, lines 14 through 21 of the
specification).

W al so observe that in three of the declarations under
37 CF.R §8 1.132, the declarants (Gutentag, Tate and Oto)
state that they have been patients of Dr. Mendell for nore
than one year prior to the filing date of the instant
application. The exam ner should nake inquiry to determne if
any of the treatnents declarants received was given prior to
one year before the critical date of Decenber 23, 1992. |If
therapy within the cl ai ned subject natter here on appeal was
given nore than one year prior to Decenber 23, 1992, a
statutory bar under 35 U S.C. 8 102(b) may have occurred.

W al so observe that in each of clains 1, 2, 3 and 5,
appel l ant has used the term nol ogy "such as" to describe the
various chem cals which cause the disorders or to describe the
di sorders thensel ves. Such | anguage renders the clains
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i ndefinite because it cannot be determined if the |anguage is

merely exenplary or limting. Ex parte Wi, 10 USPQRd 2031,

2033 (Bd. Pat. App. & Int. 1989). Neverthel ess, appellant may

overcone this problemby sinply deleting the objectionable

| anguage or by using so-called Markush term nology to recite
t hat the chem cal which causes the disorder is one "selected
fromthe group consisting of A/ B Cand D" Finally, we
observe that "al cohol”, presumably ethanol, and "nicotine" are
drugs. Accordingly, the term nol ogy "chem cals such as
ni cotine, al cohol or drugs" is confusing.
SUMVARY

The rejection of clains 3 and 4 under 35 U S.C § 112,
second paragraph, is reversed. The rejection of clains 4 and
5 under 35 U.S.C. § 112, first paragraph, is reversed. The
deci sion of the exam ner is reversed.

REVERSED

MARY F. DOMEY
Adm ni strative Patent Judge )
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ANDREW H. METZ
Adm ni strative Patent Judge

JOAN ELLI S
Adm ni strative Patent Judge

AHM gj h

Barry L. Hal ey

Mal i n, Hal ey, Di Maggi o & Croshy
One East Broward Boul evard

Suite 1609
Fort Lauderdal e,

FL 33301

10

)

)

g

) BOARD OF PATENT
) APPEALS AND
) | NTERFERENCES
)
)
)
)
)



