THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore CALVERT, MElI STER and ABRAMS, Adninistrative Patent Judges.

CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 2 to 6,
8, 19 to 21, 23 and 25, all the clains remaining in the
appl i cation.

Clainms 2 to 6, 8 and 23 are drawn to a nethod for nmaking a

distinction or identifying code on an article for automated

! Application for patent filed February 16, 1994,
According to applicants, the application is a continuation of
Application 07/868,525, filed April 15, 1992, now abandoned.
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readi ng and conversion to a nuneric code, while clains 19 to 21
and 25 are drawn to an apparatus (“inprovenent”) for the sane
pur pose.

The references relied on by the exam ner are:

Gunn 3,757,942 Sept. 11, 1973
Phi pps, Sr. et al. (Phipps) 4,676, 162 Jun. 30, 1987
Pusi c 5, 065, 000 Nov. 12, 1991

The clains stand finally rejected under 35 U S.C. § 103 on
the foll owm ng grounds:

(1) dains 2 to 6, 8, 20, 21, 23 and 25, unpatentable over
@unn in view of Pusic.

(2) daim19, unpatentable over Gunn in view of Pusic and
Phi pps.

Rej ection (1)

The essence of this rejection is stated at pages 3 and 4 of
the exam ner’s answer as foll ows:

Pusi c teaches the conventionality of applying
zip code, country code, special request code,
and identification code in the form of machine
readabl e bar code on alnost all mailings. From
the teaching of Pusic, it is apparent that
usi ng bar code(s) as a tool to transmt
identifying information is a conmmopn practice in
the postal mail handling operation. See Fig.

7, colum 2, lines 14-25 and colum 6, |ines
19-29 in Pusic for exanple. In view of the
teaching of Pusic, it would have been obvi ous
to one having ordinary skill in the art at the

time the invention was nmade to substitute the
machi ne readabl e bar code for the code guide
el enents of GQunn to achi eve the sane result.
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The nmere application of a known type of code

el enent for another to achi eve the sanme outcone

woul d have been an obvious matter of design

preference determ ned by those having ordi nary

skill in the art.

After fully considering the record in light of the argunents
presented in appellants’ brief and the exam ner’s answer, we
conclude that the rejection should not be sustained.

It is well settled that obviousness cannot be established by
conbi ning the teachings of the prior art, absent sone suggestion

or incentive to make the conbi nation. ACS Hospital Systens., |nc.

V. Mntefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed. Cir. 1984). W do not find any such suggestion or
incentive in the present case. |In particular, we find nothing in
Pusi ¢ whi ch woul d suggest to one of ordinary skill in the art the
use of a bar code in place of the guide elenents 20, 21 of Gunn,
as the exam ner proposes. As the appellants note at page 6 of
their brief, guide elenments 20 and 21 of Gunn “are only used to
adjust the reading orientation of the scanning equipnment.” The
exam ner extracts from Pusic a teaching that “using bar code(s)
as atool to transmt identifying information is a common
practice in the postal mail handling operation,” but even if
Pusic’s disclosure may be so interpreted, there is no disclosure
of using a bar code in order to orient scanning equi pnment. The

nost that Pusic m ght suggest would be to add to Gunn’s envel ope
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12 a bar code representing the zip code, but that would be sinply
a duplication of the information provided by markings 18, and
woul d not nmeet the terns of the claim

On page 5 of the answer, the exam ner concludes that the
recitation “mail-sorting equipnent . . . predeterm ned code
field” inthe last four lines of claim23 is “just an intended
use which is rendered obvious by the teachings of the applied
references,” but we fail to see where such use is disclosed or
taught by any of the references.

The exam ner concl udes that (answer, page 6):

[With the known and existing mail sorting

equi pnent having the built-in bar code reading

capabilities for switching to a manual |l y-

witten code reading node and in view of the

teachings of the applied prior art references,

to merely provide a nmail piece wth a bar code

that woul d nake use the built-in capabilities

of the known mail sorting equi pnent woul d have

been nost obvious to those having ordinary

skill in the art.
We di sagree with this concl usion, because we find no disclosure
in either Gunn or Pusic of any mail sorting equi pnent having
“built-in bar code reading capabilities for switching to a
manual |l y-written code readi ng node.” The GQunn apparatus, in
particul ar, has no such switching ability, but determnes the zip

code solely by reading the manual | y-applied markings 18.

Accordingly, we wll not sustain rejection (1).
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Rej ection (2)

Claim19 adds to parent claim25 the recitation that the
i ndicia applying nmeans is a rubber stanp having the indicia
enbossed thereon.? Rejection (2) will not be sustained for the
sane reasons as rejection (1), since the additional reference,
Phi pps, does not supply the deficiencies noted wth regard to the
conbi nati on of Gunn and Pusic.
Concl usi on

The exam ner’s decision to reject clains 2 to 6, 8, 19 to
21, 23 and 25 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

JAMES E. MElI STER
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

NEAL E. ABRAMS
Adm ni strative Patent Judge

N N N N N N N N N N N N

2 W note that this recited feature is not shown in the
drawi ngs, as required by 37 CFR § 1.83(a).
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