TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore ONENS, WALTZ and KRATZ, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
clainms 11-15 and 19, and refusal to allow clains 1-5 and 9 as

anended after final rejection. These are all of the clains
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remai ning in the application.

THE | NVENTI ON

Appel l ants claima slow rel ease i nsect repellant
conposition consisting essentially of a volatile insect
repell ant and an al kyl ated pol yvinyl pyrrolidone wherein the
al kyl group has 4 to 30 carbon atons. Appellants also claima
met hod for repelling insects by applying the conposition to an
area to be nmade repellent. Caim1lis illustrative and reads
as foll ows:

1. A conposition having slow rel ease properties for an
i nsect repellent consisting essentially of a polyner
consi sting of polyvinyl pyrrolidone and an al kyl group of 4-30
carbons, said polymer fornulated in a suitable fornmulation

with a volatile insect repellent.

THE REFERENCES

Fl ashi nski et al. (Flashinski) 4,774,082 Sep. 27,
1988
Gal | agher 5,102, 662 Apr. 7,
1992
Shih et al. (Shih) 5,139, 770 Aug. 18,
19921
Bel dock et al. (Bel dock) 5,227, 406 Jul . 13,

'Fil ed Decenber 17, 1990.
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19932
Ni chol s 5, 290, 570 Mar . 1,
19943

Chem cal Abstracts No. CA115(13):134400g, abstract of Fed.
Regi st. 56(137), 32514-15, July 17, 1991 (EPA).

GAF brochure (GAF), “Specialty Products for Personal Care:
Ganex® WP- 660 Resin - New Water-Proofing Polymer” 1-8 (GAF
Chem cal s Corp. 1990).
THE REJECTI ONS

Clainms 1-5, 9, 11-15 and 19 stand rejected as foll ows:
1) under 35 U.S.C. § 112, first paragraph, enabl enent
requi rement, 2) under 35 U S.C. § 103 over Callagher in view
of Fl ashinski and GAF, and 3) under 35 U. S.C. § 103 over
FI ashi nski, N chols or Bedlock, in view of Shih and EPA. *

OPI NI ON

We have carefully considered all of the argunents

2Continuation of application filed April 9, 1990.

® Continuation of application filed Novenber 29, 1990,
which is a continuation-in-part of application filed May 30,
1989.

*The Jacquet et al., Bolich, Jr., Login, Metravers and
Dur aback et al. secondary references relied upon in the final
rejection (page 4) are not applied in the rejection in the
exam ner’s answer. We consider these references to be
w thdrawn fromthe rejection.
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advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

Rej ection under 35 U.S.C. § 112, first paragraph

A specification conplies with the 35 U S.C. § 112, first

par agr aph, enabl enent requirenent if it allows those of
ordinary skill in the art to nmake and use the cl ai ned
i nvention w thout undue experinentation. See In re Wight,

999 F.2d 1557, 1561, 27

USPQ2d 1510, 1513 (Fed. Cr. 1993); Atlas Powder Co. v. E.I
du Pont De Nenours & Co., 750 F.2d 1569, 1576, 224 USPQ 409,
413 (Fed. Cir. 1984).

The exam ner argues that appellants’ invention is |imted
to conpatible volatiles, that “suitable” in claim1l does not
describe the invention sufficiently to have permtted one of
ordinary skill in the art to arrive at the clained invention,
and that concentrations of inerts and actives vary, wth

decreasing actives requiring additional inerts (answer, pages
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3-4). The exam ner, however, does not provide the required
expl anation as to why appellants’ specification would not have
enabl ed one of ordinary skill in the art to carry out the
claimed invention w thout undue experinmentation.
Consequently, we reverse the rejection under 35 U.S.C. § 112,
first paragraph.
Rej ection over Gallagher in view of Flashinski and GAF
Gal | agher di scl oses an unexpanded pl astic having
di spersed therein discrete polyner particles which entrap an
insect repellant (col. 1, lines 5-9; col. 3, lines 11-17).
The exam ner argues that Gallagher discloses polyneric
conpositions incorporating polyvinyl pyrrolidone (PVP) and
unsaturated al kyls, and that Gallagher’s exanple Il1 discl oses
a m xture of PVP and hexyl oxystearate which neets appellants’
claimrequirenent of PVP and a C,,;, al kyl group (answer, page
4). This argunment is not well taken because appell ants’
clains require an al kylated PVP, not a m xture of an al kyl
group-cont ai ni ng conpound and PVP. Moreover, GGll agher
i ndi cates that the product does not include a m xture of PVP

and the copolyner. The PVP is a surfactant or stabilizer in
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an aqueous suspendi ng medium (col. 8, lines 17-19; col. 9,
[ines 11-12). The nononers are insoluble in the aqueous
suspendi ng nmedi um and are polynerized to form beads or spheres
suspended in the aqueous polynerization nedium (col. 9, lines
39-43). The beads or spheres then are separated fromthe
aqueous suspending nedium (col. 9, |ines 24-27).

Fl ashi nski di scl oses slowing the rel ease properties of an
i nsect repellant by conmbining the insect repellant with a
copol ymer of mal eic anhydride and an al pha olefin (col. 1
lines 10-12 and 52-53). This reference does not disclose an
al kyl ated PVP pol yner.

GAF di scl oses an al kyl ated PVP pol yner and teaches that
it has nunerous skin care and cosnetic applications including
skin creans and | otions, sunscreens, facial nmakeup, baby care,
eye and lip pencils, lipsticks and mascaras (page 1). GAF
does not di sclose conmbining the polynmer with an insect

repel | ant.

The exam ner argues that it would have been prima facie

obvious to one of ordinary skill in the art to use the GAF
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pol ymer to prolong the presence of an insect repellant in a
sunscreen (answer, pages 5-6). This argunent is not
per suasi ve because, first, the exam ner has not established
that the applied references woul d have provi ded one of
ordinary skill in the art with 1) a notivation to use the GAF
polymer to slow the rel ease of an insect repellant, and 2)
reasonabl e expectation of success in doing so. See lnre
Vaeck, 947 F.2d 488, 493, 20 USPQR2d 1438, 1442 (Fed. Cr
1991); Inre OFarrell, 853 F.2d 894, 902, 7 USPQd 1673, 1680
(Fed. GCir. 1988). Second, the exam ner has not expl ai ned why
Gal | agher, Fl ashinski and GAF woul d have fairly suggested to
one of ordinary skill in the art, including an insect
repellant in a sunscreen.

For the above reasons, we find that the exam ner has not
established that the conbined teachings of Gall agher,
Fl ashi nski and GAF provide a factual basis which is sufficient
for supporting a conclusion of obviousness of the invention
recited in any of appellants’ claims. W therefore reverse

the rejection under 35 U.S.C. § 103 over these references.
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Rej ection over Flashinski, N chols, or Bel dock,
in view of Shih and EPA

Ni chol s discloses enulsifier-free, stabilized |otions
(col. 1, lines 14-15). One of the lotions contains an insect
repel l ant, but does not contain an al kyl ated PVP pol yner (col.
5, lines 24-36).

Bel dock di scloses insect repellants in |otion and spray
formand teaches that an insect repellant can be included in a
sunscreen |lotion to provide a nmultipurpose lotion (col. 1
lines 8-9; col. 2, lines 10-35). This reference does not
di sclose that the lotion can include an al kyl ated PVP pol yner.

Shi h di scl oses cosnetic conpositions containing
noderately crosslinked PVP polyners in the formof fine, white
powders (col. 1, lines 52-61). The cosnetic conpositions
typically are conditioning shanpoos, |otions for hand and body
treatnment, and sunscreens (col. 1, line 66 - col. 2, line 2).
The exam ner argues that at columm 3, lines 1-2, Shih
di scl oses appell ants’ al kyl groups (answer, page 7). The
conmpounds relied upon by the exam ner are 1,7-octadiene, 1,9-
decadi ene, and 1, 13-tetradecadi ene which are used by Shih to

crosslink the PVP (col. 2, line 57 - col. 3, line 13). The
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exam ner’s argunment is not convincing because the exam ner has
not expl ai ned why, after the PVP is crosslinked by the
conpounds relied upon by the exam ner, an al kylated PVP is
obtained, i.e., a PVP polynmer having a group of the form
GHopea- °

EPA di scl oses that pol y(vinyl pyrrolidone/l-eicosene) and
pol y(vi nyl pyrrolidone/ 1- hexadecene) are exenpt fromtol erance
requi renments when used as inert ingredients for pesticides
applied to growing crops or to raw agricultural commodities
after harvest. The exam ner does not explain, and it is not
apparent, why this reference is relevant to insect repellants.

The exam ner argues that in view of the applied
references, it would have been obvious to one of ordinary
skill in the art to include an insect repellant in a sunscreen
conposition (answer, page 7). Even if this argunent is
correct, the exam ner has not set forth a prima facie case of
obvi ousness because, as expl ai ned above, the exam ner has not

established that the applied references would have fairly

®*See Hackh’s Chemical Dictionary 27 (MG awHiIl, 4th.
ed, 1969).
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suggested, to one of ordinary skill in the art, use of an
al kyl ated PVP in conbination with an insect repellant.
Accordingly, we reverse the rejection under 35 U.S.C. § 103
over Fl ashinski, N chols or Bedlock, in view of Shih and EPA
DECI SI ON

The rejections of clainms 1-5, 9, 11-15 and 19 under 35
US C 8§ 112, first paragraph, enabl enment requirenent, under
35 U.S.C. 8 103 over @allagher in view of Flashinski and GAF,
and under 35 U . S.C. 8§ 103 over Flashinski, N chols or Bedl ock,

in view of Shih and EPA, are reversed.

REVERSED

TERRY J. OWNENS )

Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT

THOVAS A, WALTZ )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

PETER F. KRATZ )

Adm ni strative Patent Judge )
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