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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLSON K. WVEN
and JOHN D. DI CAMLLO

Appeal No. 96-1119
Application 07/690, 176

ON BRI EF

Bef ore KRASS, JERRY SM TH and CARM CHAEL, Adninistrative
Pat ent Judges.

JERRY SM TH, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe examner’s final rejection of clains 2, 4, 6, 8, 10,

1 Application for patent filed April 12, 1991
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12, 14 and 16. dains 1, 3, 5, 7, 9, 11, 13 and 15 had been
previously cancelled. A first anmendnent after final rejection
was filed on Cctober 11, 1994 but was denied entry by the

exam ner [Paper No. 15]. A second anendnent after fina
rejection was filed on August 21, 1995 and was entered by the
exam ner. This anmendnment cancelled clains 10, 12, 14 and 16.
A third anmendnent after final rejection was filed concurrently
with the reply brief on Cctober 6, 1995. This anendnent
amended clains 2, 4, 6 and 8 and was marked “Enter this
amendnent” by the exam ner, and the anmendnent has been
entered. As a result of the above anendnents, this appeal is
directed to the rejections of clains 2, 4, 6 and 8, which
constitute all the clains remaining in the application.

The di scl osed i nvention pertains to a nethod and
apparatus for devel oping application software which is to be
operated on nmultiple processors.

Representative claim2 is reproduced as foll ows:

2. A nmethod for nmultiple software devel opnent,
conpri si ng:

(a) a host conputer directly nonitoring at |east one
mast er processor;

(b) the host conputer indirectly nonitoring a slave
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processor, for each nmaster processor, through a sl ave
transmt/receive buffer in a nmenory shared by the naster
processor and the slave processor; and

(c) using a tangible nenory nedi um enbodyi ng the
conmput er program shown in FIGS. 5 through 182.

The exam ner relies on the follow ng references:

Fowl er et al. (Fow er) 4,502,116 Feb. 26, 1985
Knei b 4,641, 238 Feb. 3, 1987

Clainms 2, 4, 6 and 8 stand rejected under 35 U. S. C
8 112, second paragraph, for failing to particularly point

out and distinctly claimthe invention. Cains 2, 4, 6 and 8
al so stand rejected under 35 U S.C. 8 101 as being directed to
nonstatutory subject matter. Finally, clainms 2, 4, 6 and 8
stand rejected under 35 U S.C. §8 102(b). As evidence of
antici pation the exam ner offers Kneib with respect to clains
2, 4 and 6 and Fow er with respect to claim 8.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for

the respective details thereof.

OPI NI ON
We have carefully considered the subject matter on

appeal, the rejections advanced by the exam ner, the argunents
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in support of the rejections and the evidence of anticipation
relied upon by the exam ner as support for the prior art
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’

argunments set forth in the

briefs along with the exam ner’s rationale in support of the
rejections and argunents in rebuttal set forth in the
exam ner’ s answer

It is our view, after consideration of the record
before us, that clains 2, 4, 6 and 8 particularly point out
the invention in a manner which conplies with 35 U.S.C. § 112.
W are also of the viewthat clains 2, 4, 6 and 8 are directed
to appropriate subject matter under 35 U S.C. §8 101. Finally,
it is our viewthat the invention as set forth in clains 2, 4,
6 and 8 is not fully nmet by the disclosures of Kneib or
Fowl er. Accordingly, we reverse.

We consider first the rejection of clains 2, 4, 6 and
8 under the second paragraph of 35 U . S.C. § 112. The
exam ner’s final rejection nade only a single objection to the

clains as foll ows:
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The clains are clearly not distinctly

cl ai med because the clai mlanguage

references “using (a) conputer

progrant |ocated in the Figures [fina

rej ection, page 2].
This rejection appears to be based on a general proposition
that a clai mwhich incorporates material fromthe draw ngs
cannot be in conpliance with 35 U S.C. § 112. This genera
proposition is incorrect.

The general rule is that a claimnust set out and

circunscribe a particular area with a reasonabl e degree of

precision and particularity when read in |light of the

di scl osure as it would be by the artisan. In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). Acceptability
of the claimlanguage depends on whet her one of ordinary skill
in the art would understand what is clained in light of the

specification. Seattle Box Co., v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cir

1984) .

W fail to see how the conputer program of Figures 5
t hrough 182 could be nore specifically recited than the
current incorporation of these figures into the clains. The

clai ms woul d not becone clearer sinply by witing the conputer
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program as part of the clains as the exam ner apparently
proposes. The artisan having considered the specification of
this application would have no difficulty ascertaining the
scope of the invention included within the phrase “the
comput er program shown in FIGS. 5 through 182.” Therefore,
the rejection of clainms 2, 4, 6 and 8 under the second
paragraph of 35 U . S.C. 8§ 112 as set forth in the fina
rejection is not sustained.

The exam ner made several additional objections to the
clainms under 35 U.S.C. 8 112 in the examner’'s answer. These
obj ections were nade for the first tinme in the exam ner’s
answer, but the exam ner never identified these objections as
constituting a new ground of rejection which they were. As a
result of these new objections under 35 U S.C. § 112,
appel l ants filed an anendnent concurrently with a reply brief
to specifically address these new objections to the cl ai ns.
As noted above, this anendnent was entered by the exam ner.
For reasons which remain a nystery at this point, the exam ner
never addressed what effect the entered anendnment had on the
rejection under 35 U.S.C. § 112.

The exam ner objected to the terns “directly,”

6



Appeal No. 96-1119
Application 07/690, 176

“indirectly” and “using” in claim2, but never indicated why
these terns were considered to be inprecise [answer, page 3].
Since these ternms woul d appear to be definite in view of the
specification, and since the exam ner has not provided any
expl anation in support of his objection, we do not sustain
this basis for objecting to the clains. The exam ner al so
not ed several “antecedent basis problens” in the clains which
no | onger exist in the anmended cl ai ns now before us.

The exam ner has al so objected to the clains as being
i nconpl ete and for being unclear as to how and where the
computer programis inplenented or run [answer, pages 4-5].
The exam ner provides no cogent explanation for these
obj ections and we are unable to cone up with any on our own.
W see no reason why the artisan would not understand what is
within the scope of the clained invention.

In summary, we do not sustain any of the exam ner’s
objections to the clains under the second paragraph of 35
Uus.C
§ 112.

We now consider the rejection of clains 2, 4, 6 and 8
under 35 U.S.C. 8 101. The basis for this rejection is that
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the nonitoring steps of claim2 could be performed nentally by
a human and the invention of these clains is directed to a
conmput er program [answer, pages 5-9]. The anmendnent fil ed
with the reply brief anmended claim2 to recite that the
nonitoring steps were performed by a host conputer. Thus, to
the extent that the nental step rejection was appropriate, a
doubtful proposition at best, the examiner’s rejection does
not apply to the clainms as anended. The anendnent al so
anended claim?2 to reflect that the conputer program shown in
Figures 5 through 182 was enbodied in a tangi ble nenory
medi um

The exam ner’s rejection of the clains, which was
based on the belief that the clains were directed to a
conputer program was not appropriate even w thout the
amendnent. Caim2 was clearly directed to the operations
performed by a conputer and not to the conputer program per
se. It is not clear to us why the nethod recited in claim?2
was i ndicated by the exam ner as not belonging to any of the
four statutory classes of
35 US.C 8 101. A nethod is one of those statutory cl asses.
Additionally, a claimdirected to a nmethod perforned on a
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conmputer is not the same as a claimdirected to a conputer
program per _se. Thus, we do not sustain the rejection of the
clainms under 35 U.S.C. § 101.

We now consider the rejection of clains 2, 4, 6 and 8
under 35 U. S.C. 8 102(b) as anticipated by the discl osures of
Kneib or Fower. Anticipation is established only when a
single prior art reference discloses, expressly or under the
princi ples of inherency, each and every elenent of a clained
i nvention as well as disclosing structure which is capabl e of

performng the recited functional limtations. RCA Corp. V.

Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ

385, 388 (Fed. Cir.); cert. dism ssed, 468 U S. 1228 (1984);

WL. Gore and Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).

Wth respect to the rejection of clains 2, 4 and 6,
the exam ner states that “Kneib does not explicitly disclose
the conputer programshown in Figs. 5 through 182, but this
feature is inherent in Kneib because both the Application and
the Kneib reference performthe sanme function. Therefore, the
equi val ent of the programlisted in Figs. 5 through 182 nust
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be in Kneib” [answer, pages 9-10]. The examni ner nmakes the
exact sane statenents with regard to the rejection of claim8
as anticipated by Fow er [answer, page 11]. Thus, the

exam ner’s position is that the clained step of using the
comput er program shown in Figures 5 through 182 is inherently
part of the operation of Kneib or Fow er.

Appel I ants argue that the software inplenmentation of
the clains is not equivalent to the hardware inplenentation of
Knei b and Fow er. W agree. The fact that software can be
designed which is logically equivalent to hardware fails to
properly address the requirenments of nmaking a prior art
rejection. |Independent claim2 recites that a specific
program shown in Figures 5 through 182 nust be used in
carrying out the nethod of the invention. There is no
evi dence that the hardware of Kneib and Fow er uses this
specific program There can be no anticipation of the using
step of claim2 in the absence of a disclosure that the
I ncor porated conputer programexists. The exam ner has al so
provi ded no evidence to support a position that the specific
conputer programrecited in claim2 would have been obvi ous
over the hardware disclosed by Kneib and Fow er. Thus, there
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is no basis on this record to support a rejection of clains 2,
4, 6 and 8 under either 35 U S. C. 8§ 102 or 103.

In conclusion, we have not sustained any of the
examner’s rejections of clains 2, 4, 6 and 8. Therefore, the

deci sion of the exam ner rejecting clains 2, 4, 6 and 8 is

reversed.
REVERSED
Errol A Krass )
Adm ni strative Patent Judge )
)
)
)
Jerry Smith ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Janmes T. Carm chael )
Adm ni strative Patent Judge )
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