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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allow clains 6 through 13, 22, 33, 34 and 36.
Subsequent to the final Ofice action, clainm 13, 22, 33 and
36 were anended and clainms 26-32 were canceled in the

Amendnent dated May 30, 1995, Paper No. 16. Clains 12, 24, 25

! Application for patent filed June 15, 1993.
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and 35 stand al |l owabl e over the prior art of record, but are
obj ected to for depending upon a rejected claim

According to appellant (Brief, page 5), “rejected clains
6 through 11, 13, 22, 33, 34 and 36 stand [or fall] together
in the first group.” Therefore, for purposes of this appeal,
we will limt our discussion to the broadest independent claim
on appeal, claim 33, in accordance with 37 CFR §
1.192(c)(5)(1993). Claim 33 reads as follows:

33. A process for producing carbon black conprising:

(a) formng a conmbustion gas stream by reacting a fuel
with a first oxidant;

(b) reacting a first carbon black yielding feedstock
with the conbustion gas streamto forma reaction
stream containing a first carbon bl ack;

(c) reacting the reaction stream of step (b),
downstream wth a second oxi dant and a second
carbon bl ack yielding feedstock to produce
addi ti onal carbon bl ack

(d) carrying out the process of steps (a), (b) and (c)
so that the anount of fuel utilized per pound of
carbon bl ack produced by the process of steps (a),
(b) and (c) is less than the fuel utilized per pound
of carbon black to formthe first carbon bl ack
produced by the process of steps (a) and (b);

(e) cooling, separating and recovering the carbon bl ack
formed by the process of steps (a) through (d).

The prior art references of record relied upon by the
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exam ner are:

Kraus et al. (Kraus) 4,071, 496

1978

Cheng 4,327,069

1982

Surovi kin et al. (Surovikin) 4,372,936
08, 1983

Jan.

Apr .

31,
27,

Feb.
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The appeal ed clainms stand rejected as foll ows:
(1) dainms 6 through 11, 22, 33, 34 and 36 under 35 U S.C. 8§
103 as unpatentabl e over the conbi ned di scl osures of Cheng and
Kraus; and
(2) Clainms 6 through 11, 13, 22, 33, 34 and 36 under 35
Uu.S. C
8§ 103 as unpatentabl e over the conbined disclosures of Cheng,
Kraus and Surovi ki n.

We affirm

In rejecting all of the clainm on appeal under 35 U S. C
8§ 103, the exami ner has relied principally on the Cheng
reference. The Kraus reference has been relied on for the
conparative purpose, see Answer, page 3, while the Surovikin
reference has been relied on to establish obviousness of the
subj ect matter of claim 13, see Answer, page 4.

We find that the Cheng reference relied upon by the
exam ner teaches a process for producing carbon bl ack
conprising steps corresponding to the clainmd steps (a), (b),
(c) and (e). See colum 1, line 57 to colum 2, line 33,
colum 5 and the Figure. Specifically, the Cheng reference

states at colum 1, line 57 to colum 2, |line 33, that:
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I n accordance with a first
enmbodi ment of this invention
therefore, a process for
produci ng carbon bl ack of | ow
tint residue is provided. In
this process, a first flow of hot
conbusti on gases fornmed by the
conbustion of a first fuel stream
and a first oxygen containing
streamis established in a first
carbon bl ack form ng zone. Into
this first carbon black formng
zone and into adm xture with the
first hot conbustion gases a
first stream of hydrocarbon
feedstock is introduced.

Thereby, a first carbon bl ack
formng mxture is generated in
which at | east a portion fo [sic,
of] the first stream of
hydrocar bon feedstock is
converted to carbon black. This
first carbon black form ng

m xture is passed fromthe first
carbon bl ack form ng zone under
carbon bl ack formation conditions
into a second carbon bl ack
form ng zone of the furnace used.
Thi s second carbon black form ng
zone is in an open connecti on and
fluid communication with the
first carbon black form ng zone.
A second flow of hot conbustion
gases formed by the conbustion of
a second fuel stream and a second
oxygen containing streamis
established in the second carbon
bl ack form ng zone. A second
stream of hydrocarbon feedstock
is introduced into the second
carbon black form ng zone of the
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furnace and into adm xture with
the second fl ow of hot conbustion
gases established therein as well
as with the first carbon bl ack
form ng m xture comng fromthe
first carbon black form ng zone
of the furnace. The operating
parameters in the first and
second carbon bl ack form ng zones
are such that in one of the
carbon bl ack form ng zones which
is a high structure zone there is
formed a high structure carbon

bl ack, whereas in the other of

t he carbon bl ack form ng zones
which is a | ow structure zone
there is formed a | ow structure
carbon black. 1In the second
carbon bl ack form ng zone of the
furnace a second carbon bl ack
form ng m xture is generated
which i s passed fromthis second
carbon bl ack form ng zone under
carbon bl ack form ng conditions
into a quench zone. In this
quench zone the second carbon

bl ack form ng m xture (which
contains the mass fromthe first
carbon bl ack form ng zone) is
contacted with a quench fluid to
produce a carbon bl ack containing
snoke at a tenperature of bel ow
carbon bl ack formation
conditions. Finally, the carbon
bl ack of low tint residue is
separated fromthe snmoke as the
product of the process. Enphasis
added.
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The Cheng reference does not nmention the clainmed fuel saving
recited in step (d), which reads as foll ows:
carrying out the process of steps (a),
(b) and (c) so that the anount of fuel
utilized per pound of carbon black produced
by the process of steps (a), (b) and (c) is
| ess than the fuel utilized per pound of

carbon black to formthe first carbon black
produced by the process of steps (a) and

(b).

The di spositive question is, therefore, whether the
amount of fuel utilized per pound of carbon black produced by
t he process steps (a), (b) and (c) described in the Cheng
reference is inherently less than the fuel utilized per pound
of carbon bl ack produced by the process steps (a) and (b)
described in the Cheng reference. W answer this question in
the affirmtive.

As indicated supra, the Cheng reference describes, inter
alia, process steps identical to the clained process steps
(a), (b) and (c). These process steps, according to appell ant
at pages 4 and 5 of the specification, would necessarily
result in the fuel saving recited in step (d). Specifically,

appel l ant states (specification, pages 4 and 5) that:
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| have discovered that it is possible to
reduce the amount of fuel utilized to produce carbon
bl ack by reacting the reaction streamof a prior
carbon black form ng process with an oxidant to
generate a stream of conbustion products that wl|
react with carbon black yielding feedstock to
produce carbon black. The generation of this stream
of conmbustion products may be acconplished by
i ntroduci ng any suitable oxidant, which nmay by any
oxygen containing material such as air, oxygen
m xtures of air and oxygen, or other |like materials
into the reaction stream The resulting stream of
conbustion products is reacted with additi onal
carbon bl ack yielding feedstock to produce carbon
bl ack. As a result, the amount of fuel utilized for
produci ng carbon bl ack is reduced.

Al so, we note that appellant has not disputed the exam ner’s
finding that “the effluent from[the first reaction zone] of
Cheng’s process is still hot when it reaches the [second
reaction zone]. . . the clained energy saving occurs in Cheng.

since no fuel is needed for [preheating]. . .”
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G ven the above findings of fact, it is reasonable to
shift the burden to appellant to prove that the anmount of fuel
utilized per pound of carbon black produced by Cheng s process
steps corresponding to the clainmd steps (a), (b), and (c) is
not necessarily less than the fuel utilized per pound of
carbon bl ack produced by Cheng’s process steps correspondi ng
to the claimed steps (a) and (b). See In re Best, 562 F.2d
1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977). The fairness of
shifting of the burden is further evidenced by the U S. Patent
and Trademark Office’s inability to carry out Cheng’s process
and conpare its resulting fuel/carbon black ratios at
di fferent carbon black form ng zones. 1d.

Appel I ant argues that Cheng does not save fuel as
required by the clainmed step (d). See Brief, pages 8 and 9.

I n support of his position, appellant states that Cheng
enploys in its exanple conventional amounts of fuel in “both
carbon bl ack form ng zones” (enphasis ours). See Brief, page
9. The anopunts of fuel enployed, however, do not necessarily
determ ne the resulting fuel/carbon black ratios (which are

said to reflect fuel savings) at both carbon black formng
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zones in the process of Cheng inasnmuch as the ratios in
guestion also are dependent on the anount of carbon bl ack
produced. On this record, appellant sinply has not pointed to
any objective evidence to denmonstrate that the fuel/carbon

bl ack ratios (fuel saving) resulting in Cheng’s process do not
necessarily result in the broadly recited fuel/carbon black
ratios recited in the claimed step (d). See Brief inits
entirety.

In view of the foregoing, we affirmthe exam ner’s
decision rejecting all of the clains on appeal under 35 U S.C.
§ 103.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED

BRADLEY R. GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
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AND
| NTERFERENCES

Adm ni strative Patent Judge

PAUL LI EBERMAN
Adm ni strative Patent Judge

jirg
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Lawr ence A. Chal et sky
Cabot Cor poration
Billerica Technical Center
Concord Rd.

Billerica, MA 01821
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