TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Before WLLIAMF. SMTH, JOAN D. SM TH, and OWNENS
Adm ni strative Patent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claim12 and refusal to allowclains 1, 3, 5-11, 13, 15, 16

and 18-23 as anended after final rejection. These are all of

! Application for patent filed Decenber 30, 1993.
According to applicants, this application is a national stage
application under 35 U S.C. § 371 of PCT/EP92/00322 fil ed
Febraury 14, 1992.
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the clains remaining in the application.

THE | NVENTI ON

Appel l ant clains a process for cleaning workpi eces by
pl aci ng the workpieces in a pressure tank and contacting them
with a liquefied or supercritical gas which is nechanically
circulated at a velocity which is varied during the cleaning.
Appel l ant al so clains a cl eaning apparatus which includes two
cylindrical pressure tanks which each contain an axially-
nmount ed i npeller and which are connected by a conduit system
having therein a punp and heat exchanger. Cdains 1 and 12 are
illustrative and read as foll ows:

1. In a process for cleaning workpieces exhibiting
organi c residues, conprising introduci ng conpressed gas under
pressure into a pressure tank | oaded with the workpi eces, the
i mprovenent wherein a liquefied or supercritical gas having a
tenperature is nechanically circulated within the pressure
tank during cl eaning of the workpi eces whereby the
mechani cal ly circul ated |iquefied or supercritical gas
exhibits a circulation velocity and said circulation velocity
of said liquefied or supercritical gas is varied during said
cl eani ng.

12. An apparatus for cleaning workpi eces contam nat ed
wi th organic residues said apparatus conprising:

a first cylindrical pressure tank containing an inpeller
nounted on an axle within said first cylindrical pressure
tank; said first cylindrical pressure tank is connected via
conduits provided with valves with a second cylindrica
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pressure tank containing an inpellar nmounted on an axle within
sai d second pressure tank; one of said conduits is provided
with a punp, and a heat exchanger is positioned in this or
anot her connecti ng

conduit wherein said heat exchanger and said punp are
connected with each pressure tank respectively by additiona
conduits; and that each pressure tank is connected by neans of
addi tional conduits with one or several storage tanks for
conpressed gases.

THE REFERENCES

Ni shi kawa et al. (N shi kawa) 4,944,837 Jul . 31,

1990
Jackson et al. (Jackson ‘619) 5,213,619 May 25,

1993
(filed Nov. 30,

1989)
Hoy et al. (Hoy) 5, 306, 350 Apr. 26,

1994
(parent filed Dec. 21,

1990)
Jackson (Jackson ‘189) WO 90/ 06189 Jun. 14,

1990

(PCT application)
THE REJECTI ONS
Clainms 1, 3, 5-11, 13, 15, 16 and 18-23 stand rejected
under 35 U. S.C. 8§ 112, second paragraph, as being indefinite
for failing to particularly point out and distinctly claimthe

subj ect matter which appellant regards as the invention.
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Claims 1, 3, 5-13, 15, 16 and 18-23 stand rejected under 35
U S.C 8§ 103 as being unpatentabl e over the conbined teachings
of Jackson ‘189, Hoy, Jackson ‘619 and N shi kawa.
OPI NI ON
We have carefully considered all of the argunents
advanced by appell ant and the exam ner and agree with
appel l ant that the aforenentioned rejections are not well

founded. Accordingly, we

do not sustain these rejections. Under the provisions of 37
CFR 8§ 1.196(b), we enter new grounds of rejection of clains 1,
3, 6, 18 and 22.
Rej ection under 35 U S.C. 8§ 112, second paragraph
The exam ner argues (answer, page 4):
In claiml1, the recitation of "nechanically
circulated" is indefinite, because it does not show
how to nechanically circulate the liquefied or super

critical gas. daim2 [sic, 1?] is very broad and
it can read on any mechanically circul ated neans.

In claim1, line 9, "varied" is indefinite term
because appel | ant does not show how the vel ocity
will be vari ed.

These rejections clearly are inproper. Consequently, we

reverse them w thout further comment.
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Rej ection under 35 U S.C. § 103

Because t he exam ner has not applied any of the
ref erences or conbination thereof to the subject matter of any
claimas a whole, we reverse the rejection under 35 U S. C
8 103. See Manual of Patent Exam ning Procedure 8 706.02(j)
(7th ed., July 1998).

New grounds of rejection under 37 CFR 8§ 1.196(b)
Under the provisions of 37 CFR § 1.196(b), we enter the

foll ow ng new grounds of rejection.

Caim1lis rejected under 35 U S.C. 8 102(b) as being
antici pated by JP ‘189.

During patent prosecution, clains are to be given their
br oadest reasonable interpretation consistent with the
specification, and the claimlanguage is to be read in |ight
of the specification and prior art, as it would be interpreted
by one of ordinary skill in the art. See In re Zl etz, 893
F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. GCr. 1989); In re
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir

1983); In re Ckuzawa, 537 F.2d 545, 548, 190 USPQ 464, 466



Appeal No. 96-1225
Application 08/107, 696

(CCPA 1976); In re Kroekel, 504 F.2d 1143, 1146, 183 USPQ 610,
612 (CCPA 1974); In re More, 439 F.2d 1232, 1235, 169 USPQ
236, 238-39 (CCPA 1971). However, limtations are not to be
read fromthe specification into the clains. See In re
Prater, 415 F.2d 1393, 1405, 162 USPQ 541, 551 (CCPA 1969).

A patent specification "acts as a dictionary when it
expressly defines terns used in the clains or when it defines
terms by inplication.” Vitronics Corp. v. Conceptronic, Inc.,
90 F.3d 1576, 1582, 39 USPRd 1573, 1577 (Fed. Cr. 1996).
Appel l ant’ s specification not only does not expressly define
the term"nmechanically circulated" recited in claim1l, but
does not nmention this termor any simlar term? The term
"mechanically circul ated" was added to claim1 by anendnent
(filed Septenber 23, 1994, paper no. 8). The specification
states (page 3, lines 10-13) that the liquefied or
supercritical gas "is circulated in the pressure tank, for

exanpl e, by the rotation of a vane-equi pped inpeller" and that

2 The exam ner shoul d consider requiring that the
specification be amended so that it provides clear antecedent
basis for the term"nechanically circul ated". See 37 CFR
8§ 1.75(d)(1)(21996); Manual of Patent Exam ning Procedure
§ 608.01(0) (7th ed., July 1998).
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an inpeller is a suitable apparatus (page 6, |line 35 - page 7,
line 1). The specification, however, does not indicate that
the term"nmechanically circulated” in claimlis limted to
circulation provided by an inpeller. W find no inplied
definition of "mechanically circulated" in appellant’s

speci fication.

Jackson ‘619 states (col. 6, lines 13-17) that acoustic
radi ation for practicing his invention "is provided by a high-
power ed ul trasoni c generator which converts electrical energy
i nto mechani cal energy, or acoustic radiation, via a
pi ezoel ectric transducer.” This teaching indicates that at
| east sonme of the energy produced by an ultrasoni c generator

is in nechanical form

The dictionary definition of "circulate" is as foll ows:

1. To nove in or flow through a circle or circuit
<electricity circulating through the building> 2. To
nove around, as from person to person or place to

pl ace <a candi date circulating through the crowd> 3.
To nove about or flow freely, as air. 4. To spread
wi del y anong persons or places: DI SSEM NATE <Bad
news tends to circulate quickly.> -vt. To cause to
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nove about or be distributed.!

This termis not limted in neaning to novenent in a circle or
circuit but, rather, broadly includes novenent from place to
pl ace, which certainly is novenent produced when an ultrasonic
generator is used.

For the above reasons, when we give the term
"mechanically circulated” in appellant’s claim1l its broadest
reasonabl e interpretation in view of appellant’s specification
and the prior art, we find that this termincludes the
nmovenent of fluid provided by an ultrasoni c generator.

Appel | ant argues that ultrasonic energy is not mechanica
(brief, page 7). W are not persuaded by this argunent in
view of the teaching in Jackson ‘619 di scussed above.

Appel  ant further argues that the application of ultrasonic
ener gy produces ultrasoni c waves whi ch cause m croscopic
excursions of particles of the dense phase gas fromtheir

equi li brium whi ch does not suggest mechanical circulation (see

id.). This argunent is not well taken because it is nerely an

3 Webster’s Il New Riverside University Dictionary 264
(Ri verside Publishing Co. 1984). A copy of the rel evant page
of this dictionary is provided to appellant with this
deci si on.
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unsupported argunent by appellant’s counsel, and such an
argunment cannot take the place of evidence. See In re De
Bl auwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. GCir. 1984);
In re Payne, 606 F.2d 303, 315, 203 USPQ 245, 256 (CCPA 1979);
Inre Geenfield, 571 F.2d 1185, 1189, 197 USPQ 227, 230 (CCPA
1978); In re Pearson, 494 F.2d 1399, 1405, 181 USPQ 641, 646
(CCPA 1974). Appellant provides no evidence as to what
novenents of fluid those of ordinary skill in the art
consi dered to be produced by nechanical circulation, and why
no such novenent is provided by an ultrasoni c generator.
Appel | ant argues that Jackson ‘189 does not suggest that
ul trasoni ¢ waves produce suction zones and pressurized zones
(brief, page 7). Appellant apparently is arguing that the
formati on of such zones is a characteristic of nmechanica
circulation. Appellant’s argunent is not convincing because
appel | ant has not established that the term "nechanically
circul ated" was considered in the art to require the formation
of suction and pressure zones. Furthernore, Jackson ‘619
(col. 6, lines 47-52) teaches that ultrasonic energy produces

| ow and hi gh
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pressure zones, which appear to be suction and pressure zones,
and appel |l ant has not distinguished these zones fromthe zones
referred to by appellant.

For the above reasons, when we apply JP 189 to
appellant’s claim 1l bel ow, we consider the term "nechanically
circulated" in that claimto include the fluid novenent
produced by ultrasonic energy.

Jackson ‘189 discloses a process for cleaning workpi eces
wherei n conpressed gas is introduced into a pressure vesse
| oaded wi th workpi eces, and the tenperature and pressure in
the pressure vessel are adjusted such that the gas becones a
dense fluid (page 10, line 26 - page 11, line 4; page 12, |ine
27 - page 13, line 11). The phase of the fluid then is
shifted between Iiquid and supercritical states by varying the
tenperature (page 11, lines 4-9; page 15, lines 21-29). After
conpl etion of each phase shifting step, the tenperature is
mai ntai ned for a period of tine to allow contan nant renoval
fromthe workpi eces (page 4, lines 13-17). |In one enbodi nent,
the cleaning i s enhanced by applying ultrasonic energy to the
cl eaning zone, which agitates the dense phase gas (page 21,
lines 15-18; page 22, lines 10-13). The frequency of the

10



Appeal No. 96-1225
Application 08/107, 696

sonic energy preferably is shifted back and forth over the
range of 20-80 kilohertz (page 22, lines 4-6). That is, the
fluid circulation velocity is varied. The use of ultrasonic
energy is effective for enhancing the renoval of organic
contam nants fromthe workpi eces (page 22, lines 6-9).

For the above reasons, the process recited in appellant’s
claim1 is anticipated by JP ‘189.

Caim3, 6, 18 and 22 are rejected under 35 U S.C. § 103
as bei ng unpat entabl e over JP ‘' 189.

JP 189 does not disclose a specific enbodi nent in which
the fluid is carbon dioxide and the cleaning is enhanced by
use of ultrasonic energy. However, the disclosures that
carbon dioxide is a preferred dense phase gas (page 6, lines
32-34), that supercritical carbon dioxide is effective for
renovi ng organi ¢ contam nants from wor kpi eces (page 20, lines
22-23), and that use of ultrasonic energy enhances the renoval
of organic contam nants (page 22, lines 6-9), would have
fairly suggested, to one of ordinary skill in the art, use of
supercritical carbon dioxide and ultrasonic energy in
conbi nation to obtain enhanced renoval of organic
contam nants. Consequently, the processes recited in

11
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appellant’s claim3 and 22 woul d have been prima facie obvious

to one of ordinary skill in the art over JP *189.

As for clainms 6 and 18, JP ‘189 discloses a systemin
Fig. 4 which can be used for either batch or continuous
cl eani ng (page 14, lines 18-34) and which includes a high
pressure cl eaning vessel (12) having an exhaust |ine (26)
connected to a separator (28) (page 14, |ines 20-21; page 15,
lines 14-17). 1In the continuous node, dense fluid is
i ntroduced into the cleaning vessel (12) at the sanme rate that
exhaust dense phase gas is continuously renoved through the
exhaust line (26) in order to maintain the pressure in the
cl eaning vessel (12) at or above the critical pressure (page
15, lines 23-26). JP ‘189 does not discuss, with respect to
the continuous node, separating contam nants fromthe exhaust
dense phase gas and recycling the dense phase gas. However,
regardi ng the batch node, JP ‘189 states (page 15, |ines 14-
17) that "[t] he exhaust Iine nay be connected to a separator
28 whi ch renoves the entrai ned contam nants fromthe exhaust
gas thereby allow ng recycling of the dense phase gas." This
teachi ng, conmbined with the teaching that contam nated dense

12
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phase gas is exhausted in the continuous node (page 15, line
23), would have fairly suggested, to one of ordinary skill in
the art, separating the contam nants fromthe exhausted dense
phase gas in the continuous node and recycling the dense phase
gas for the sane reason that recycling apparently is used in
the batch node, i.e., to reduce the anmount of fresh dense
phase gas required by the process. JP ‘189 does not disclose
that the recycle gas is conducted through a heat exchanger
before it is returned to the pressure vessel. However, the
teaching in JP *189 that the tenperature in the pressure
vessel is controlled at the desired tenperature above or bel ow
the critical tenperature of the cleaning fluid (page 16, |ines
16-21) would have fairly suggested, to one of ordinary skill
in the art, adjusting the tenperature of the recycl ed dense
phase gas prior to introducing it into the pressure vessel so
that it would be at the tenperature desired in the pressure
vessel .

For the above reasons, the processes recited in
appellant’s clains 6 and 18 woul d have been prina facie
obvious to one of ordinary skill in the art over JP ‘' 189.

We do not find in JP 189 a disclosure or suggestion of

13
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the subject matter of appellant’s clainms 5, 7-13, 15, 16, 19-
21 and 23. The exam ner points out (answer, page 5) that JP
“189 discloses that the tenperature between tenperature
changes is maintained for a predetermned tinme (page 8, lines
19-23), but does not explain why this disclosure would have
fairly suggested, to one of ordinary skill in the art,

mai nt ai ni ng the tenperature constant during the cleaning as
requi red by appellant’s clains 5, 13, 15, 16 and 19-21. The
exam ner states that the limtations of clains 1, 3, 5-13, 15,
16 and 18-21 are disclosed in JP ‘189 and either cites colum
nunbers and |ine nunbers in the reference or refers us to the
docunent in general (answer, page 6), but does not
specifically discuss the content of the relied-upon

di scl osures.

The exam ner shoul d address each limtation of every
rejected claimand specifically explain why the portions of
the references which the exam ner relies upon disclose or
suggest each limtation.

DECI SI ON

The rejections of clains 1, 3, 5-11, 13, 15, 16 and 18-23

under 35 U.S.C. 8§ 112, second paragraph, as being indefinite

14
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for failing to particularly point out and distinctly claimthe
subj ect matter which appellant regards as the invention, and
of claims 1, 3, 5-13, 15, 16 and 18-23 under 35 U.S.C. § 103
as being unpatentabl e over the conbi ned teachi ngs of

Jackson ‘189, Hoy, Jackson ‘619 and N shi kawa, are reversed.
Under the provisions of 37 CFR § 1.196(b), new grounds of

rejection of clainms 1, 3, 6, 18 and 22 have been entered.

Thi s deci sion contains a new ground of rejection pursuant

to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR § 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial
review.’

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new

ground of rejection to avoid term nation of proceedi ngs

15
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(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR 8§ 1.196(b)

WLLIAMF. SM TH )
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Adm ni strative Patent Judge

BOARD OF PATENT
JOHN D. SM TH

N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
TERRY J. OWENS )

Adm ni strative Patent Judge

N

TJO pgg

MIllen, Wite, Zelano & Branigan
Arlington Courthouse Plaza I, Suite 1400
2200 d arendon Boul evard

Arlington, Virginia 22201

17



