THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CGERALD L. BALLARD and JOHN G GAUDI ELLO

Appeal No. 96-1313
Appl i cation 08/202, 5361

ON BRI EF

Before WLLIAMF. SM TH, PAK and OANENS, Adm ni strative Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s refusal to all ow
clainms 10-18 and 25-27 as anended after final rejection.

Clains 1-9 and 19-24, which are all of the other clains in the

! Application for patent filed February 28, 1994.
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appl i cation, have been wi thdrawn from consi deration by the
exam ner as being directed toward a nonel ected invention.
THE | NVENTI ON

Appel I ants’ claimed invention is directed toward an
el ectrol ess netal plating nethod wherein a substrate is
i mMmersed in a bath which contains water, a sol uble source of
metal ions, a soluble source of nediator ions which are
different fromthe nmetal ions and are selected froma recited
Mar kush group, a conpl exi ng agent for at |east the netal ions,

and a reducing agent for the nediator ions.%>®* Caiml10 is

2 Regardi ng the reduci ng agent, appellants’ specification
states (page 5, lines 15-20) that the bath "includes a
chem cal reducing agent which is chosen to primarily reduce
the nediator ions at the substrate surface of interest, not
the netal ions ultimately intended to be reduced at, and
deposited onto, the substrate surface of interest. (This
chem cal reducing agent may, to a | esser degree, necessarily
and/ or unavoi dably al so serve to reduce sone of the netal ions
at the substrate surface of interest.)”

® Appellants state in their specification (page 6, line 30
- page 7, line 3), that “it is hypothesized that the nedi ator
netal, e.g., palladium reduced at, and deposited onto, the
surface of the substrate netallic |ayer serves to catalyze the
oxi dation of the reducing agent at the surface of the
substrate netallic layer. This oxidation results in a
correspondi ng rel ease of electrons which, it is believed, are
conducted by the nediator nmetal into, and throughout, the
exi sting substrate netallic layer. It is these electrons
whi ch then serve to reduce the netal ions in solution at the
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illustrative and reads as foll ows:

10. A nethod for depositing a netal onto a substrate,
conprising the step of imersing said substrate in an
el ectrol ess netal plating bath having a conposition which
i ncl udes:

wat er ;

a sol uble source of netal ions;

a sol uble source of nediator ions, different fromsaid
netal ions, chosen fromthe group consisting of palladi um
ions, platinumions, silver ions, rutheniumions, iridium

ions, osmumions and rhodi umions;

a first conplexing agent for at |east said netal ions;

and
a reduci ng agent for reducing said nediator ions.
THE REFERENCE
Morgan et al. (Morgan) 5, 158, 604 Cct. 27,
1992

THE REJECTI ON

Clainms 10-18 and 25-27 stand rejected under 35 U.S. C

surface of the nediator netal and existing netallic |ayer.”
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8§ 103 as bei ng unpatentabl e over Morgan.*
OPI NI ON
We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with the
exam ner that appellants’ clained invention would have been

obvi ous to one of

ordinary skill in the art at the time of appellants’ invention
over the applied reference. Accordingly, we sustain the
af orenentioned rejection. Because our reasoning differs
substantially fromthat of the exam ner, we denom nate the
affirmance as involving a new ground of rejection under 37 CFR
8§ 1.196(b).

Appel l ants state that the clains stand or fall together
(brief, page 6). W therefore |imt our discussion to one

claim nanmely, claim10. See In re Cchiai, 71 F.3d 1565, 1566

4 Clainms 25-27 were not included in the final rejection.
Because these cl ai nrs have been addressed in both appellants’
brief (page 6) and the exam ner’s answer (page 3), we consider
the rejection of these clains to be before us for
consi der ati on.
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n.2, 37 USPQ2d 1127, 1129 n.2 (Fed. Cr. 1995); 37 CFR 8
1.192(c)(7) (1995).

Mor gan di scl oses a nethod for el ectrol ess deposition of a
netal onto a substrate by use of a viscous aqueous el ectrol ess
plating solution (col. 2, lines 38-42). The aqueous sol ution
includes at | east one water soluble source of ions of netal
speci es selected fromgroups 1B, 6B and 8 of the periodic
table (col. 3, lines 40-61). Mrgan states (col. 3, lines 46-
49) that “[u]seful depositable nmetal species from Goup 1B are
copper, silver and gold; from Goup 6B, chromum and from
Group 8, iron, cobalt, nickel, palladiumand platinum” The
aqueous sol ution includes a conpl exing agent and a reducing
agent for the netal ions (col. 3, line 62 - col. 4, line 9),
and contains a thickener to provide the desired viscosity
(col. 4, line 10).

Appel  ants argue that their nmethod differs fromthat of
Morgan in that appellants’ substrate is inmersed in the
pl ati ng bath whereas Mdrgan’s viscous solution is applied to
the substrate by a nethod such as screen printing (brief,
pages 6-7). The exam ner argues that the second paragraph of
colum 2 of Mrgan indicates that Mdirgan was wel |l aware of
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appl yi ng an el ectrol ess plating conposition by inmersion, but
devel oped a procedure which is effective on large or fixed
substrates (answer, pages 4-5). |In the event that it was
desired to plate a substrate which could be imersed in a
bat h, the exam ner argues, it would have been obvious to one
of ordinary skill in the art to imerse the substrate in
Morgan’s el ectrol ess plating bath (answer, page 5).

Morgan’ s di scl osure enconpasses not only what it
expressly discloses, but also what it would have fairly
suggested to one of ordinary skill in the art. See In re
Lanberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA 1976).
Morgan teaches that he increases the viscosity of his solution
by use of a thickener to prevent the solution fromrunning
when it is applied to only a restricted area of a substrate or
is applied to substrates which are too large to be i Mmersed in
the solution or are fixed in place such that imersion in the
solution is prohibited (col. 2, lines 5-17). It would have
been readily apparent to one of ordinary skill in the art,
given this teaching, that if the thickener were omtted from

Morgan’s solution, the solution still would be suitable for
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use in applications where running of the solution is not a
problem i.e., when the substrates are small enough to be
imrersed in the solution and are novabl e such that inmrersion
in the solution is not possible. Consequently, it would have
been prima facie obvious to one of ordinary skill in the art
to omt Mrgan's thickener along with its function when a
substrate is used which can be plated by immersing it in the

t hi ckener-free solution. See In re Wlson, 377 F.2d 1014,
1017, 153 USPQ 740, 742 (CCPA 1967); In re Larson, 340 F.2d
965, 969, 144 USPQ 347, 350 (CCPA 1965); In re Brown, 228 F.2d

247, 249, 108 USPQ 232, 234 (CCPA 1955).

Appel  ants point out that Mrgan teaches that the bath
shoul d contain sufficient reducing agent to reduce both ionic
speci es when two ionic species are used in conbination, and
argues that this teaching indicates that the conditions in the
bath are such that the second ionic species does not function
as a nediator ionin relation to the first ionic species
(brief, pages 7-8). This argunent is not persuasive because
it is merely an unsupported argunent by appellants’ counsel.

See In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196
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(Fed. Cir. 1984); In re Payne, 606 F.2d 303, 315, 203 USPQ
245, 256 (CCPA 1979); In re Geenfield, 571 F.2d 1185, 1189,
197 USPQ 227, 230 (CCPA 1978); In re Pearson, 494 F.2d 1399,

1405, 181 USPQ 641, 646 (CCPA 1974). Appellants’
specification discloses that if the concentration of reducing
agent in the bath is too high, the stability of the bath is
significantly reduced (page 14, lines 5-9). Appellants have
not pointed out, and we do not find, any teaching that a high
concentration of reducing agent prevents the nediator ions
recited in appellants’ claim 10 from serving as nedi ator ions.
Appel | ants argue that Mdrgan does not disclose the order
of adding the ingredients to appellants’ bath which,
appel l ants state, is essential to appellants’ invention
(brief, page 8).°% This argunent is not well taken because
appel l ants’ clains do not require that the ingredients be

added to the bath in any particul ar order.

> In view of the indication in appellants’ specification
(page 11, lines 26-29) that the order of adding the
ingredients to the bath is critical, the exam ner should
consider, in the event of further prosecution, rejecting
appel lants’ clains on the ground that the cl ains, because they
fail torecite a critical feature of the clained invention
are not enabled by the specification. See In re Mayhew, 527
F.2d 1229, 1233, 188 USPQ 356, 358 (CCPA 1976).

- 8-



Appeal No. 96-1313
Application 08/202, 536

Appel | ants argue that Mrgan woul d not have suggested, to
one of ordinary skill in the art, adding the constituents to
the bath in the order set forth in appellants’ specification
whi ch, appellants’ argue, is necessary for achieving and
mai ntai ning the stability of the bath (brief, page 5).
Regardi ng this order, appellants’ specification states (page
11, lines 29-32): “Any disclosure which | acks this order of
i ncorporation would not be enabling, and would likely |ead the
ordinary skilled artisan to an unstable bath, i.e., a bath
whi ch exhi bits the honbgenous reaction.” Appellants state
that a honbgenous reaction is a chem cal reduction of the
metal ions in solution rather than on the substrate surface
(specification, page 4, lines 27-33).

Regar di ng enabl enent, a predecessor of our appellate
reviewi ng court stated in In re Marzocchi, 439 F.2d 220, 223-
24, 169 USPQ 367, 369-70 (CCPA 1971):

[A] specification disclosure which contains a
teachi ng of the manner and process of making and

using the invention in terns which correspond in

scope to those used in describing and defining the

subj ect matter sought to be patented nust be taken

as in conpliance with the enabling requirenent of

the first paragraph of 8 112 unless there is reason
to doubt the objective truth of the statenents
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contai ned therein which nmust be relied on for
enabl i ng support.

it is incunmbent upon the Patent Ofi ce,
whenever a rejection on this basis is nmade, to
explain why it doubts the truth or accuracy of any
statenment in a supporting disclosure and to back up
assertions of its own with acceptabl e evidence or
reasoni ng which is inconsistent wth the contested
statenment. O herw se, there would be no need for
the applicant to go to the trouble and expense of
supporting his presunptively accurate disclosure.

In accord with Marzocchi, the order set forth in
appel | ants’ specification of conbining the ingredients of
appel lants’ bath is presuned to be enabling. However,
appel l ants’ statenent that other orders of conbination likely
woul d result in instability is not directed toward appell ants’
i nvention but, rather, pertains to nethods other than that of
appel l ants. There is no presunption that appellants’
statenments in their specification regarding other nethods are
correct. For this reason and because 1) Mrgan does not
i ndi cate that the disclosed baths are unstable in the absence
of a thickener, and 2) appellants provide no evidence or sound
techni cal reasoning as to why the order recited in their

specification of adding the conponents of their bath is
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essential for maintaining bath stability but, rather, nerely
assert in their specification (page 11, lines 29-32) that if
the ingredients are not added in the stated order, instability
is “likely”, we are not convinced that one nust conbine the

i ngredi ents of Morgan’s bath according to the sequence set
forth in appellants’ specification in order for the bath to be
stabl e.

Appel | ants argue that Mdrgan woul d not have | ed one of
ordinary skill in the art to conbine the bath ingredients in
an order such that one of the ionic species acts as a nedi ator
for another ionic species (brief, page 8). Appellants’
specification indicates (page 4, lines 27-33) that honbgeneous
reaction is avoi ded, and heterogeneous reaction at the
substrate surface is permtted, by using a conplexing agent
for the netal ions. Because Mirgan uses a conpl exi ng agent
for the ionic depositable species (col. 3, line 62 - col. 4,
line 9), it reasonably appears that Mdrgan’ s reaction takes
pl ace on the substrate surface. For this reason and because
appel | ants believe that the nediator ions produce their effect
on the substrate surface (specification, page 6, |line 29 -
page 7, line 7), it reasonably appears that one of Mrgan’s
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ionic species can serve as a nediator ion for another ionic
speci es.

For the above reasons, we concl ude, based on the
preponder ance of the evidence, that appellants’ clained
i nventi on woul d have been obvious to one of ordinary skill in

the art within the neaning of 35 U . S.C. § 103.

DEC!I SI ON

The rejection of clains 10-18 and 25-27 under 35 U.S.C.
8 103 as being unpatentable over Morgan is affirnmed. This
affirmance i s denom nated as involving a new ground of
rejection under 37 CFR 8§ 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203
Off. Gaz. Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR §
1.196(b) provides that, "A new ground of rejection shall not
be considered final for purposes of judicial review"

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise
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one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application wll be renmanded to the exam ner. .

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED, 37 CFR 8§ 1.196(b)

CHUNG K. PAK )

Adm ni strative Patent Judge ) BOARD OF PATENT
) APPEALS AND
) | NTERFERENCES
)

TERRY J. OVENS )

Adm ni strative Patent Judge )
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WlliamF. Smith, Administrative Patent Judge, dissenting.

| dissent fromthe action taken today by the mgjority on

bot h procedural and substantive grounds.
Procedure

By statute this board serves as a board of review, not as
a de novo examning tribunal. 35 U S.C 8§ 7(b)("The Board of
Pat ent Appeals and Interferences shall, on witten appeal of
an applicant, review adverse decisions of the exam ners upon
application for patents . . . "). Here, the examner's
adverse decision is that clainms 10-18 and 25-27 are
unpat ent abl e under 35 U.S.C. § 103. In naking a rejection of
clains pending in a patent application, the Patent and
Trademark O fice (PTO nust state the reasons for such
rejection and provide "such information and references as may
be useful in judging of the propriety of continuing the
prosecution of [the] application.” 35 U S.C. § 132.

Here, all of the clains stand rejected under 35 U.S. C
8 103. As evidence of obviousness, the exam ner relies upon
Morgan. No other evidence is relied upon by the exam ner in
stating the rejection on pages 3-5 of the Exam ner's Answer.
The significant difference between the procedure required by
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claim 10 on appeal and that described in Morgan is that claim
10 requires a step of imMersing a substrate in the recited
el ectroless netal plating bath while the el ectrol ess netal
pl ati ng bath of Mrgan has been designed so that it is to be
coated on the substrate.

The reason given by the exam ner why this aspect of claim
10 on appeal woul d have been obvious to one of ordinary skil
in the art appears in the paragraph bridging pages 4-5 of the
Exam ner's Answer as foll ows:

[ Morgan] also differs fromthe clained invention
by not applying the electroless plating solution to
the substrate by imersion. However, the second
par agr aph of colum 2 nakes it clear that Mrgan was
wel | aware of applying electroless plating
conposition by imersion (which is the nost conmon
nmet hod) but designed his procedure to work on | arge
or fixed substrates which could not be inmersed. In
the event that it was desired to plate a substrate
whi ch could be imersed with Morgan's conposition it
Is the Examner's position that a person having
ordinary skill in the art at the time of the clained
i nventi on woul d have found it obvious to inmerse
sane in Mdirgan's electroless plating bath because
I mersion is the nost common net hod for applying an
el ectrol ess bath and thus an expected result would
be anti ci pat ed.

The second paragraph of columm 2 of Myrgan which the
exam ner relies upon in support of this portion of his

rejection reads as foll ows:
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exam ner's adverse decision rejecting clains 10-18 and 25-27

under

cati on 08/202, 536

In many cases it is desirable to apply an
el ectrol ess deposition solution to a surface which
is not amenable to inmersion in a plating bath, e.g.
because the substrate is not stable in aqueous
sol utions, because the substrate is large or fixed
in place in a way that prohibits imersion in a
solution or because it is desirable to restrict the
application of plating solution to the region of a
catalytic image. 1In such cases it would be useful
to enploy a highly viscous el ectrol ess plating
solution that would be substantially inmobilized
when applied to a substrate, i.e. would not run from
the localized area of application. A comon beli ef
in the field of electroless plating solution is that
plati ng baths nust be well agitated to all ow
sufficient mass transfer of netal to a catalytic
surface and |iberation of hydrogen fromthe plating
surface. For instance, if hydrogen, which is
| i berated during the reduction of ionic netal to
deposited netal, is not renoved fromthe surface,
the transfer of ionic species to the surface is
i npeded. Such a belief has not doubt inhibited the
devel opnent of highly viscous plating nedia.

One reading the majority's opinion "affirmng" the

35 U S.C 8 103 woul d reasonably expect to find a

di scussion regarding this critical finding by the exam ner.

However, the majority has chosen not to decide this issue.

believe this constitutes procedura

maj or

resources, both financially and tinewise, in order for this

ity.

Appel I ants' have invested a significant anount of

-17-
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Board to decide the correctness of the exam ner's deci sion.
The above referenced finding by the exam ner is the keystone
to the rejection. |If that keystone fails, so does the
rejection. Yet the ngjority has refused to decide this
critical issue. In ny view, this |eaves appellants and the
exam ner in an untenabl e position.

As set forth in 37 CFR 8 1.196(a), the affirmance by the
majority of the exam ner’s decision neans that the rejection
prem sed upon the exam ner's reasoning still stands since it
was not explicitly reversed. Thus, upon return of the
application to the exam ner, the exam ner and appel |l ants nust
still confront the examner's rejection in addition to the new
rejection made by the majority based upon its own reasoning.
| see no reason why we should not decide the exanminer’s
rejection since it has been fully briefed. For the reasons
set forth below, | disagree with the exam ner's rejection and
vote to reverse the rejection. However, without the majority
expressing its view as to the propriety of the exam ner's
rejection and reasoni ng, consideration of this case upon its
return to the jurisdiction of the exam ner by both appellants

and the exam ner is needl essly confused.
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| believe the majority has nade a second, separate
procedural error in nmaking the new ground of rejection under
37 CFR 8 1.196(b). As stated at page 4 of the majority
opinion, the majority's "affirmnce" of the exam ner's
decision rejecting the clains under 35 UUS.C. 8§ 103 is
prem sed upon appellants' statenent in the Appeal Brief that
the clains on appeal stand or fall together. Thus, the
majority has limted their discussion to one claim claim10
on appeal. In ny view, the rule which provides for separate
argunment of clains before this Board, 37 CFR § 1. 197
(2)(c)(7), applies only when we are review ng the exam ner's
deci sion as expressed in the Exam ner's Answer. It does not
apply when the Board nmakes a new ground of rejection under 37
CFR 8 1.196(b), as here. This follows since an appel |l ant nust
make this election in drafting the Appeal Brief. That
el ection is based, in part, upon the perceived strength or
weakness of the exam ner’s case at that point in tine.

Here, appellants have not had an opportunity to consider
the new reasoning supplied by the majority. It is inproper
for the mgjority to bootstrap an “affirnmance” of all clains on

totally new reasoni ng when appellants’ el ection to not
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separately argue the patentability of the clains on appeal was
based on the exam ner’s reasoning. As a result, while the
majority states at page 11 of their nmajority opinion that
clainms 10-18 and 25-27 are subject to a new ground of
rejection, the nmgjority has not explained why any cl ai m beyond
claim 10 is unpatentable under 35 U.S.C. 8 103. The failure
of the nmagjority to explain their reasons why the renaining
clainms are unpatentable is in violation of 35 U S.C. § 132.

Under 37 CFR 8§ 1.196(b), appellants have two options.
They can file an amendnent and/or a showi ng of facts not
previously of record and have the matter reconsidered by the
examner. 37 CFR 8 1.196(b)(1). Alternatively, appellants
may seek rehearing fromthis nmerits panel based upon the sane
record. 37 CFR 8§ 1.196 (b)(2).

Consi dering the second option first, if appellants seek
rehearing fromthis nerits panel of the decision of the
majority rejecting clains 11-18 and 25-27, what woul d
appel l ants ask? For the majority to provide reasoning in
support of its conclusion of unpatentability? It is difficult
to determ ne what ot her argunent appellants could reasonably

make. Wiy shoul d appell ants be placed in a position where
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they have to ask the mgjority why clains 11-18 and 25-27 are
unpat entabl e? Again, it is the PTOs responsibility to
provi de reasons in support of any rejection nade.

Now considering the first option, what anmendnent or
show ng of facts would be sufficient to overcone the
majority’s newrejection of clains 11-18 and 25-27? On this
record, appellants have to guess why these clains are
unpat entabl e. As a consequence, they may needl essly amend the
clains and give up potentially val uable subject matter to
whi ch they woul d otherwi se be entitled.

These are not frivolous issues. The anmendnent of patent
claims during prosecution for the purposes of establishing
patentability has real world consequences if the application
issues into a patent. |If such a patent is involved in an
enforcenent action, one of the factors to be considered by a
court in construing the patent’s clainms is the prosecution
hi story of the patent before the PTO including any anendnents
made to the clains and the reasons why such anendnents were
made. Thus, prior to anmending the clains and possibly giving
up protection to which they m ght have been entitled, an

appl i cant should be inforned why the PTO has determ ned the
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clains are unpatentable. Furthernore, anendnents to clains
made during prosecution of the patent before the PTO are a
factor to be considered in determ ning possible infringenent
of such a clai munder the doctrine of equivalents. Again,
appel l ants shoul d not have to guess why the PTO has determ ned
a given claimin an application to be unpatentabl e under 35
UusC §103. 35 US.C
§ 132.

In ny view, the majority should (1) explicitly decide the
correctness of the exami ner's position on the obviousness of
I mrer sing substrates in the bath of Mdrgan and (2) explain why
clainms 11-18 and 25-27 are unpatentabl e under their new ground

of rejection.

Subst ance

1. The Exami ner's Position

I would reverse the rejection made by the examner in the
Exam ner's Answer. Mbrgan describes a vi scous aqueous

el ectroless plating solution to be coated on substrates. See,
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e.g., col. 2, lines 30-42. In support of his position that it
woul d have been obvious to one of ordinary skill in the art to
I mrer se substrates in the viscous bath of Mrgan, the exam ner
points to col. 2, lines 5-26 reproduced above. As seen, this
portion of Morgan nerely nentions that, in the past,
el ectrol ess plating processes were known in which substrates
were imersed in a bath. In ny view, this does not establish
that one of ordinary skill in the art would have found it
obvious to imerse a substrate in the viscous bath of Mrgan
As set forth in the passage of Mrgan relied upon by the
exam ner, there are many consi derations one of ordinary skil
in the art faces in deciding how to go about el ectrol ess
plating a given substrate including the viscosity of the
el ectrol ess plating solution and the method of applying that
solution to the substrate. These two considerations are
rel ated and can not be considered in isolation of each other.
In making this rejection, the exam ner has not relied
upon any ot her evi dence beyond Mrgan, e.g., references

i nvolved with electroless plating solutions which are applied
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by imersing the substrate.® Myrgan itself is directed to
processes which invol ve coating, not imrersing, substrates in
the el ectroless bath solution. It is unclear fromthis record
that nmerely imrersing a substrate in the viscous bath of
Morgan woul d reasonably produce a satisfactory result. As
expl ai ned in Morgan, there are issues of bath stability

(rel ease of hydrogen) and the ability to place the bath in an
appropriate area of the substrate which nust be addressed.
Absent a nore fact-based explanation by the exam ner why it
woul d have been obvious to one of ordinary skill in the art to
I mrerse a substrate in the viscous electroless plating
solution of Morgan, | do not find that the exam ner has
satisfied his initial burden of providing reasons of

unpatentability. In re Oetiker, 977 F.2d 1443, 1446, 24

USPQRd 1443, 1445 (Fed. Cir. 1992). Accordingly, | vote to
reverse the exam ner's rejection.

2. New G ound of Rejection

¢ As a matter of logic, one would think that a rejection
of claim 10 woul d be prem sed upon a reference directed to
I mrer sing substrates in an electroless plating bath. The fact
that the exam ner apparently failed to uncover references from
the “inmmersion” art area which teach or suggest a bath having
the ingredients required by claim 10 on appeal is applicable
by i mersion of the substrate may be telling.
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As expl ai ned on pages 5-6 of their opinion, the majority
believes that it woul d have been "readily apparent to one of
ordinary skill inthe art . . . that if the thickener were
omtted from Mdirgan's solution, the solution still would be
suitable for use in applications where running of the solution
is not a problem i.e, when the substrates are snmall enough to
be imersed in the solution and are novabl e such that
imersion in the solution is possible.” The majority does not
cite any facts in support of this conclusion but, rather,
hi nges that conclusion solely on the basis of the three cases
cited at page 6 of their opinion.

As set forth in ln re Cofer, 354 F.2d 664, 667, 148 USPQ

268, 271 (CCPA 1966) "Necessarily it is facts appearing in the
record, rather than prior decisions in and of thenselves,

whi ch nust support the | egal conclusion of obviousness under
35 USC 103." Here, the majority only expresses its opinion
that one of ordinary skill in the art would have found it
obvious to imerse a snmall substrate in this el ectrol ess

pl ati ng solution of Morgan. However, as expl ai ned above,
Morgan indicates that the stability of the electroless plating

solution as well as the ability to place and nmaintain the
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el ectrol ess solution on a particular portion of the substrate
are relevant concerns in this art area. It is not clear on
this record that if one were to elimnate the thickener from
the viscous el ectroless plating solution of Mdrgan how stabl e
and useful the remaining conposition would be. In other
words, would a bath according to Mdrgan having the netal
speci es and additives required by that reference be stable and
applicable by iMmersion? In ny view, Mrgan by itself does
not permt one to reasonably answer such questions. Absent a
nore fact-based explanation, | do not see that the majority
has satisfied its initial burden of providing reasons of

unpatentability. In re Oetiker, supra.

WLLIAMF. SM TH )
Adm ni strative Patent Judge ) BOARD OF
PATENT
) APPEALS AND
) | NTERFERENCES
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