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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 1-47, which constitute
all the clains pending in the application.

The di scl osed invention pertains to a system nounted to
the interior roof of a vehicle for projecting television signals
onto a screen which is viewable by passengers in the vehicle.
The projector is fixedly mounted within a housing while the
screen is novably nounted to the housing. The screen can be
moved between open and cl osed positions.

Representative claim1l is reproduced as foll ows:

1. A systemfor the projected display of television
signals in a vehicle overhead consol e conpri sing:

a housing for nounting to the roof of a vehicle, said
housi ng including a television signal projector fixedly nounted
therein and including a lens to project a tel evision imge
rearwardly with respect to the vehicle;

a cover nounted to said housing for novenent between a
cl osed position and an open position for use of said projector;
and

a projection screen and neans for novably nounting said
screen to said housing for novenment between a substantially
hori zontal stored position when said cover is closed and a
substantially vertical position in spaced relationship to said
| ens when said cover is open for use of said projector.

The exam ner relies on the follow ng references:

Rose 2,482,031 Sep. 13, 1949
Pet er son 4 719,513 Jan. 12, 1988
Mer cedes- Benz 41 18711 Dec. 10, 1992

2



Appeal No. 96-1462
Application 08/025, 189

(CGerman O f enl egungsschrift)

Clainms 1-3, 10, 17-20 and 22 stand rejected under 35
U S C 8§ 102(a) as being anticipated by the discl osure of
Mer cedes-Benz. Cains 1-47 also stand rejected under 35 U.S. C
8§ 103. As evidence of obviousness the exam ner offers Mercedes-
Benz in view of Peterson with respect to clains 1-8, 10-20, 22-
25, 27-31, 33, 34, 42, 43 and 47, and adds Rose with respect to
claims 9, 21, 26, 32, 35-41 and 44-46.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the brief and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the evidence
of anticipation and obviousness relied upon by the exam ner as
support for the rejections. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision, the
appel l ants' argunents set forth in the brief along with the
examner's rationale in support of the rejections and argunents
in rebuttal set forth in the exam ner's answer.

It is our view, after consideration of the record before

us, that the disclosure of Mercedes-Benz does not fully neet the
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invention as recited in clainms 1-3, 10, 17-20 and 22. W are

al so of the view that the collective evidence relied upon and the
| evel of skill in the particular art would not have suggested to
one of ordinary skill in the art the obviousness of the invention
as set forth in clainms 1-47. Accordingly, we reverse.

We consider first the rejection of clains 1-3, 10, 17-20
and 22 as anticipated by the disclosure of Mercedes-Benz. Al of
these clains except claim?22 stand or fall together [brief, page
5]. Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clained invention as well
as disclosing structure which is capable of performng the

recited functional limtations. RCA Corp. v. Applied Digital

Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr.); cert. dismssed, 468 U S. 1228 (1984); WL. CGore and

Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 1554, 220 USPQ

303, 313 (Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984).

Wth respect to independent claim1, appellants argue
that (1) the exam ner has inproperly treated the LCD device 19 of
Mer cedes-Benz as both a projector as well as a cover, (2) the
exam ner has not given the clained projector the appropriate

meani ng as set forth in this application, (3) Mercedes-Benz does
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not have a screen positioned in spaced relationship to the |ens,
and (4) the Mercedes-Benz LCD screen is not fixedly nounted to
the housing [brief, pages 8-10]. The exam ner individually
responds to each of these argunents in the answer in paragraphs
respectively labeled 11.1, 11.2, 11.4 and 11.5 [answer, pages 4-
6] .

Al t hough we can agree with sonme of the points nade by the
exam ner, we cannot agree with the fundanmental position that the
Mer cedes-Benz LCD is a projector and screen assenbly within the
meani ng of claim1. Appellants’ specification specifically
descri bes LCD panel displays and CRT tel evision displays and the
di sadvant ages these types of television displays have conpared to
a projection television display. Thus, when the specification is
di scussing the projection systemof the invention, it is clearly
excl uding LCD panels and CRTs fromthis class. The question is
whet her the clear intent of appellants can be ignored by reading
the clains to cover sonething which is clearly disclainmed by
appel l ants’ specification.

The exam ner and appell ants have both pointed to the
definition of the word “projector” as set forth in Webster’s
Ni nth New Col | egiate Dictionary. The exam ner relies on two of

the definitions which would include basically any tel evision
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receiver as a projector of an inmage, whereas appellants rely on a
definition which is nore appropriate to the conventional use of
the termprojection television. W find ourselves in agreenent
wi th appellants on this point.

When interpreting a claim words of the claimare
generally given their ordinary and accustomed neani ng, unless it
appears fromthe specification or the file history that they were

used differently by the inventor. Carroll Touch, Inc. v. Electro

Mechanical Sys., Inc., 15 F. 3d 1573, 1577, 27 USPQ2d 1836, 1840

(Fed. Cir. 1993). As noted above, appellants’ specification
clearly indicates that CRT tel evisions and LCD panel televisions
are not systens for projecting television signals onto a
projection screen. Although clains are to be given their

br oadest reasonable interpretation during prosecution, it is not
reasonable to read claimlanguage in a manner which is
inconsistent wwth the specification. Thus, we agree with

appel lants that the clainmed “projector,” “lens” and “projection
screen” cannot be met by a conventional CRT or LCD flat panel.
We also note that if you went into a store to buy a projection
tel evi sion, you woul d not expect to be shown CRTs or LCD fl at
panels. The art has cone to recognize that projection television

is a specific type of subclass of televisions.
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We also find that the exam ner has not properly
interpreted the nounting recitations of claim1l. Specifically,
claim1l1 recites that the projector is fixedly nmounted to the
housi ng whereas the screen is novably nounted to the housing.
There is no question that the projector and the screen of
Mer cedes-Benz are both included within the el enent | abel ed as 19.
This elenent is novably nmounted with respect to the housing in
Mer cedes-Benz. W do not see how the Mercedes-Benz projector can
be deened to be fixedly nounted to the housing while at the sane
tinme the screen is deened to be novably nounted. The projector
and the screen in Mercedes-Benz are fixed relative to each other
so that they cannot neet the different nounting connections of
claim1.

Since we find that Mercedes-Benz does not fully neet al
the recitations of independent claim1l1l, we do not sustain the
rejection of clainms 1-3, 10 and 17-20 under 35 U. S.C. § 102.

Al t hough separately argued i ndependent claim?22 is
broader than claim 1 just discussed, claim?22 still recites a
projection tel evision systemand a projector which is fixedly
nmounted to the housing. These features are not nmet by Mercedes-

Benz for the sane reasons di scussed above with respect to claim
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1. Therefore, we also do not sustain the rejection of claim22
under 35 U. S.C. § 102.

We now consider the rejection of clainms 1-47 under 35
USC 8 103. Inrejecting clains under 35 UUS.C. § 103, it is

i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine, 837
F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in Gahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part
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of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Qetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

We consider first the rejection of clains 1-8, 10-20, 22-
25, 27-31, 33, 34, 42, 43 and 47 as unpatentable over the
t eachi ngs of Mercedes-Benz and Peterson. Appellants again argue
that the projection display recitations are not taught by either
Mer cedes- Benz or Peterson, and that there would be no basis for
the artisan to conbine the teachings of Peterson wth those of
Mer cedes-Benz [brief, pages 10-13]. The exam ner responds that
Mer cedes-Benz neets the clai mlanguage as di scussed above and
asserts that it would have been obvious to substitute for the LCD
di spl ay of Mercedes-Benz with the CRT display of Peterson
[ answer, pages 6-9].

Considering the latter point raised by appellants first,
we agree with appellants that the artisan would not have
consi dered conbi ning the teachings of Peterson with Mercedes-Benz
to arrive at the clainmed invention. The collapsible cart of
Peterson is addressed to such a different aspect of inmaging than
Mer cedes-Benz is that there would be no reason to seek to nodify
Mer cedes-Benz with the suggestions of Peterson. W are unable to

accept that the artisan would find any useful teachings in
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Pet erson that could be applied to a conpact vehicle nounted
system such as di scl osed by Mercedes- Benz.

Al t hough the exam ner has stated that Mercedes-Benz and
Peterson are from anal ogous arts, this fact cannot, by itself,
justify this rejection. Two references which are from anal ogous
arts cannot be conbi ned sinply because they cone from anal ogous
arts. There nust still be some teaching or suggestion in the
prior art which would have led the artisan to conbine the
teachings. There is nothing in Mercedes-Benz or Peterson which
woul d have led the artisan to nake the nodifications proposed by
the examner. The examner’s nodifications come froma hindsight
attenpt to reconstruct appellants’ invention.

Wth respect to appellants’ first point noted above, the
projection display aspects of the appealed clainms are not net by
the LCD panel of Mercedes-Benz and cannot be net by the CRT
di spl ay of Peterson for reasons discussed above. Since this
rejection is based on obviousness rather than anticipation, we
must still consider the obviousness of replacing the LCD displ ay
of Mercedes-Benz with a projection television display having the
clainmed features. The examner only marginally addresses the
i ssue of nodifying Mercedes-Benz to change the type of television

di spl ay.
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In the rejection set forth in Paper #8, the exam ner
makes the foll ow ng observations:

Wi | e MERCEDES-BENZ enploys a liquid
crystal television display, many other
types of displays including cathode ray
t ube di spl ays, gas-plasnma displays,

t hree beam projector displays, etc. are
wel | known.

it would have been obvious to one of
ordinary skill in the art at the tinme of
the present invention to replace the
exi sting fold-down LCD panel with a CRT
proj ection assenbly as shown by
PETERSON. Doi ng so would constitute an
obvi ous substitution of one well known
di spl ay technol ogy for another. Wile
the television projection display of
PETERSON as shown in Figure 2 is
probably too large to nount to the roof
of a passenger car, one of ordinary
skill in the art would have no trouble
conbi ni ng PETERSON s teaching of a
retractabl e screen tel evision display
Wi th nodern television mniaturization
techniques in order to produce a
retractabl e screen tel evision display
smal | enough for nmounting to the roof of
a passenger car.

Thus, the cl osest the exam ner cones to addressing the issue of

t he obvi ousness of substituting a projection display for the

Mer cedes-Benz LCD display is to assert that the Peterson CRT is a
projection display or to suggest that substituting one display

for another would be an obvious thing to do.
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On the first point as already noted, we find no basis for
the artisan to use the teachings of Peterson to nodify the system
of Mercedes-Benz. They sinply have nothing to do with each
other. On the second point, the exam ner’s bald concl usion that
it would have been obvious to substitute one formof television
for another is unsupported by this record. Although this is a
legitimate point to consider in resolving the obviousness of the
clainmed invention, this record is devoid of any teachi ngs which
woul d support this position. The exam ner has not cited any
reference which shows a projection tel evision systemof the type
required by the appeal ed clains. Appellants have argued that
al though LCDs and CRTs have been used in vehicles, projection
di splays in a nountabl e housing have not been used in a vehicle.
Just because there may be sone environnents where substituting
one formof display for another m ght be obvi ous does not serve
to make the substitution obvious in all cases. As noted above,
this record does not support the examner’s position that it
woul d have been obvious to replace the Mercedes-Benz LCD with a
projection tel evision display.

For all the reasons just discussed, we do not sustain the
rejection of clainms 1-8, 10-20, 22-25, 27-31, 33, 34, 42, 43 and

47 under 35 U. S.C. §8 103. Although clains 9, 21, 26, 32, 35-41
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and 44-46 stand rejected under 35 U.S.C. § 103 using the

addi tional teachings of Rose, Rose does not make up for the

deficiencies in Mercedes-Benz and Peterson di scussed above.

Therefore, we also do not sustain the rejection of these clains.
In summary, we have not sustained any of the exam ner’s

rejections of the clains. Accordingly, the decision of the

examner rejecting clains 1-47 is reversed.

REVERSED

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge

)
JERRY SM TH )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
LEE E. BARRETT )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)
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