TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON REQUEST FOR REHEARI NG

Bef ore KRASS, JERRY SM TH and BARRETT, Adm nistrative Patent
Judges.

KRASS, Admini strative Patent Judge.

ON REQUEST FOR REHEARI NG

Appel I ants request that we reconsider that part of our

deci sion of Septenber 14, 1998 wherein we sustained the

ppplication for patent filed April 8, 1991. This application is a
Nati onal Stage application under 35 USC § 371 of PCT/US91/02437, filed Apri
8, 1991.
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rejection of clainms 1 and 3 through 5 under 35 U. S.C. 102(b).

In particular, appellants now argue that we did not
address or consider the limtation of claim1l which requires:

nmeans for producing a desired engi ne speed signa

wherei n said desired engi ne speed signal is a function

of said vehicle identification nunber;

We did not specifically address this limtation of claim
1, with regard to the rejection under 35 U.S.C. 102(b),
because, as we stated at page 9 of our decision, all of the
claims fell with independent claim9 in view of the |ack of
any separate argunents as to the nmerits of any individua
claim W recognized that appellants did group the clains
into three separate groups for purposes of the rejection under
35 U.S.C 102(b). However, we found no separate argunents as

to the nmerits of any individual claim

Whi | e appell ants acknow edge that this feature of claiml
was not specifically discussed in the section of the appea
bri ef addressing the rejection under 35 U S.C. 102(b), they
now contend that they did specifically identify the limtation
as a disting-uishing feature of claimGoup 1, referring to
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the principal brief at page 9, and further contend that the

feature was

carefully described in the i medi ately preceding section with

reference to the rejections under 35 U S. C. 112.

First, the imtation of the “vehicle identification
nunmber” was di scussed with regard to the rejections under 35
U S.C 112 because this limtation was the focus of that
rejection. We fail to find any relevance of this argunent
with regard to the rejection under 35 U.S.C. 102(b). If
appel l ants’ position was that this was a distinguishing
feature over the applied prior art, it could have been argued
as such in the section of the brief related to argunents

agai nst the rejection under 35 U.S.C. 102(b).

Second, reference to page 9 of the principal brief finds
a nere general statenent that “[s]everal features distinguish
the clains...from Steel” and then two cl auses of claiml1,
“means for producing...” and “actuator neans...” are recited.

There is no specific discussion as to how, specifically, such
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limtations distinguished over the applied references nor is
it even cl ear whether appellants were even stressing the

“vehicle identification nunber” el enment as the distinguishing
feature. Moreover, in the very next paragraph, at the top of

page 10,

appel l ants state that “clains 6, 8, 9 and 11-12 all include a

simlar feature that distinguishes over the Steel reference”

[ enphasi s ours]. It is unclear whether this is nmeant to
inply that only clains 6, 8, 9 and 11-12 include a sim|lar
feature anong thensel ves or whether this refers back to the
di scussion of clains 1 and 3-5. |If the latter, thenit is
cl ear that appellants were not distinguishing between clains
with regard to the “vehicle identification nunber” because

i ndependent clainms 6 and 9 do not contain this limtation.

Wiile the “vehicle identification nunber” may very well
di stinguish clains 1 and 3 -5 over Steel, we have not taken
that position and did not treat the subject matter of

i ndependent claiml on its nerits because, as explained in our
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deci sion and supra, we held these clains to stand or fall with
i ndependent claim9 due to a |ack of any separate argunents as

to the nerits of any one claim

Wil e appellants are free to make such an ar gunent
di stin-guishing clains 1 and 3-5 over the disclosure of Stee
in any future prosecution, as by way, for exanple, of a

conti nuati on

application, we have not found any such specific argunent nade

in the briefs and we find no error in our decision.

The request for reconsideration is granted to the extent
that we have reconsidered our decision but it is denied with

respect to nmaking any changes therein.

DENI ED

ERROL A. KRASS
Adm ni strative Patent Judge )
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