TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed April 29, 1994. According
to appellants, this application is a continuation of
Application No. 08/153,198 filed Novenber 17, 1993, now
abandoned; which is a continuation-in-part of Application No.
07/ 844,856 filed March 3, 1992, now abandoned.
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This is a decision on an appeal fromthe final rejection
of clainms 1 through 5, 21 through 23 and 25 through 28 which
are all of the clainms pending in the application.

The subject matter on appeal relates to a process for
produci ng a resistive elenment which conprises coating a gl ass-
gl azed substrate with a resistive elenent-form ng paste and
calcining the paste in a first heating step at a first
tenperature level to forman elenment conprising a filmon the
substrate and subjecting the resulting elenment to a heat
treatnent in a second heating step at a second tenperature
hi gher than the first tenperature level to diffuse an anount
of the glass into the filmto increase resistivity of the
el enent. This appeal ed subject matter is adequately
Il lustrated by independent claim1l and dependent clai m 28,
copi es of which taken fromthe appellants’ Brief are appended
to this decision.

The references relied upon by the exam ner as evidence of
obvi ousness ar e:

Maeda et al. (Maeda) 5, 100, 702 Mar. 31,

1992
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Jones, Hybrid Crcuit Design and Manufacture, WNMarcel Dekker,
Inc., New York (1982) pp. 9-49.

Clainms 27 and 28 stand rejected under the second
paragraph of 35 U S.C. 8§ 112 for failing to particularly point
out and distinctly claimthe subject matter which the
appel l ants regard as their invention.

Clainms 1 through 4, 21 through 23 and 25 through 28 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Jones, and claim5 stands correspondingly rejected over Jones
and further in view of Maeda.

We cannot sustain any of the above noted rejections.

Concerning the 8 112, second paragraph, rejection, it is
the examiner’s position that “[i]n clains 27 and 28, the
limtation of selecting the heat treatnent to control the
resistivity of the elenent is indefinite because deciding
whet her or not said [imtation is nmet would require a
subj ective determ nation” (Answer, pages 3-4). W cannot
agree for generally the reasons expressed by the appellants in
their Brief and Reply Brief. Mre specifically, contrary to
the exam ner’s belief, whether the limtation of these clains
is met is determ ned i n dependence upon whether resistivity is
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controlled as a consequence of the sel ected heat treatnent
conditions. W perceive nothing indefinite in this regard.

As for the 8 103 rejection, it is the exam ner’s basic
position that the nethod of Jones would inherently achieve the
calcining, heat treating and resistivity increasing desiderata
of the appealed clains. Fromour perspective, however, the
exam ner has failed to provide the requisite evidence or
scientific reasoning to establish the reasonabl eness of his

i nherency position. Ex parte Skinner, 2 USPQ2d 1788, 1789

(Bd. Pat. App.

& Int. 1986). Certainly, the nere fact that Jones’ process
may enpl oy tenperatures which fall within the heat treatnent
tenperatures envisioned by the appellants is al one
insufficient to establish that the glass diffusion and
conconmitant resistivity increase of the appealed clains wll
necessarily and inevitably occur in practicing the prior art
process of Jones as required under the principles of
i nher ency.

In this latter regard, we renm nd the exam ner that
I nherency may not be established by probabilities or
possibilities. The nere fact that a certain thing may result
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froma given set of circunstances is not sufficient. 1ln re
Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981)

taken from Hansgirg v. Kemmer, 102 F.2d 212, 214, 40 USPQ 665,

667 (CCPA 1939).

In summary, the steps and consequences required by the
appeal ed clains, and in particular the heat treating step and
its diffusion/resistivity consequences of the independent
clains on appeal, are not taught or suggested by Jones and do
not inherently and necessarily result fromthe operation of
Jones’ process. It follows that we cannot sustain the 8§ 103
rejection of clainms 1 through 4, 21 through 23 and 25 through
28 as bei ng unpatentabl e over Jones. For anal ogous reasons,
we al so cannot sustain the corresponding rejection of claimb5
as being unpatentabl e over Jones in view of the Maeda patent
particularly in light of the fact that Maeda has not been
relied upon by the exam ner for supplying any of the
previ ously di scussed deficiencies of Jones.

The decision of the exam ner is reversed.

REVERSED
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BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A, WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge
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APPENDI X

1. A process for producing a resistive el enent,
conpri si ng:

(A) formng a substrate glazed with gl ass;

(B) printing or coating a resistive elenent-formng
paste onto said substrate glazed with gl ass;

(C calcining the paste in a first heating step by
mai ntai ning said paste at a first tenperature level to
deconpose and elimnate organi c substances in the coated paste
wi t hout interaction between the coated paste and the glass to
forman el enent conprising a filmon said substrate gl azed
wi th gl ass; and

(D) subjecting the resulting elenent to a heat treatnent
in a second heating step at a second tenperature higher than
said first tenperature |level to diffuse an anmount of the gl ass
into said filmto increase resistivity of said el enent.

28. A process as clainmed in claim1, wherein conditions
of said heat treatnent are selected to control resistivity of
sai d el enent.



