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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134

! Application for patent filed April 29, 1994
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fromthe examner’s rejection of clains 3-6, 8-24 and 35-46,
whi ch constitute all the clainms remaining in the application.
An anmendnent after final rejection was filed on July 19, 1995
concurrently with the appeal brief but was denied entry by the
exam ner [answer, page 1].

The disclosed invention pertains to a portable or
graphi c conputer apparatus suitable for use by children to
draw pictures and the like. Mre particularly, the invention
consists of a graphic input device connected to a tel evision
receiver. The user enters drawi ng commands at the input
devi ce which then appear to the user on the television. The
invention is primarily directed to various aspects of the
i nput devi ce.

Representative clains 21 and 37 are reproduced as
fol |l ows:

21. A tracing sheet adapted to be nounted on a tablet of
Sortable graphi ¢ conput er apparatus which is conprised of a
tablet, for inputting coordinates data, a cabinet for
accomodating therein said tablet and slots forned on
peri pheral portions of said cabinet in said tablet, said

traci ng sheet conpri sing:

inserting portions which are inserted into said grooves of
said cabinet fornmed at the peripheral portions of said tablet.
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37. A portable graphic conputer system conpri sing:
a tablet for inputting coordinates data;

detecting neans for detecting the coordi nates data
inputted by said tablet;

a cabi net havi ng upper and | ower portions for
accommodating therein at | east said tablet and said detecting
nmeans;

said tabl et being nounted under said upper portion of
sai d cabi net;

vi deo i mage data form ng neans connected to said
detecting neans for form ng video i mage data corresponding to
i nput coordi nates based on coordi nates data corresponding to
an out put signal fromsaid detecting neans;

a nmenory connected to said video i nage data form ng neans
for storing said video i mage dat a;

vi deo signal generating neans connected to said nenory
for generating a video signal fromsaid video i nage dat a;

a plurality of selecting buttons forned on said tabl et
for selecting displayed functions for said video i nage dat a;

a perforated portion fornmed on said upper portion of said
cabinet for defining and for access to said selecting buttons;

said perforated portion having a step between a surface
of said upper portion and the surface of said tablet
corresponding to the thickness of said upper section;

an executing button for issuing a conmand to cause said
video image data to be fornmed at a | ocation corresponding to
the coordinates data inputted by said tablet;

out put nmeans connected to said video signal generating
means for outputting said video signal; and

3



Appeal No. 96-1614
Application No. 08/236, 660

a transmssion line for transmtting said video signal to

di spl ay neans.

The exam ner relies on the follow ng references:

Smal | i gan 3,778,910 Dec.
Popowski et al. (Popowski) 4,709, 230 Nov.
Wckstead et al. (Wckstead) 4,764,763 Aug.
Fong et al. (Fong) 5, 009, 603 Apr .

(filed Aug.
1988)

18,
24,
16,
23,
19,

1973
1987
1988
1991

The foll ow ng rejections have been made agai nst the

cl ai ms:

1. Cains 37-46 stand rejected under 35 U.S.C. § 103

as bei ng unpatentable over the teachings of Fong.

2. Clainms 3-6, 8-18, 35 and 36 stand rejected under

35 U.S.C. §8 103 as bei ng unpatentabl e over the teachings of

Fong in view of Popowski .

3. Cains 22-24 stand rejected under 35 U.S.C. § 103

as bei ng unpatentabl e over the teachings of Fong in view of

W ckst ead.

4. Clainms 19-21 stand rejected under 35 U.S.C. § 103

as being unpatentable over the teachings of Fong in view of

Smal | i gan.
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Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clainms 3-6, 8-18, 22-24 and 35-46. W reach the
opposite conclusion with respect to clains 19-21.

Accordingly, we affirmin-part.

Appel I ants have nominally indicated that the clains

are independently patentable [brief, page 3], but they have
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not specifically argued the limtations of each of the clains.
The extent of appellants’ argunents, with respect to the
clains wwthin each rejection, appears in the brief as a
statenent of what is recited in each of the clains along with
a bald assertion that the prior art does not teach or suggest
the features of these clains with no anal ysis or discussion of
obvi ousness whatsoever. Sinply pointing out what a claim
requires with no attenpt to point out how the clains
pat ent ably di stinguish over the prior art does not anount to a

separate argunent for patentability. See In re N elson, 816

F.2d 1567, 1572, 2 USPQ2d 1525, 1528 (Fed. Cr. 1987). At the
time appellants’ brief was filed, 37 CF.R 8§ 1.192(c)(7)
required that the argunent explain “why the clains...are
believed to be separately patentable. Merely pointing out
differences in what the clains cover is not an argunent as to
why the clains are separately patentable.” Appellants’
argunents fail to satisfy this requirenent as a basis to have
the clains considered separately for patentability. Since
appel l ants are considered to have nade no separate argunents
for patentability, all clains within each separate rejection

will stand or fall together. Note In re King, 801 F.2d 1324,
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1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re Sernaker, 702

F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983). Accordingly,
we w il consider a single claimfromeach rejection as
representative of all the clains within that rejection
Al t hough appel l ants’ representative addressed sone different
claims within each rejection at the oral hearing, the
argunents for separate patentability nust appear in the brief
in order to obtain the benefits of separate patentability.

As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8§ 103, an exam ner is under a burden

to make out a prinm facie case of obvi ousness. | f that burden

is nmet, the burden of going forward then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. (Cbviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of
t he argunents.

See In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444

(Fed. Gr. 1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ

685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468,

1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart,

531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976). Only

7



Appeal No. 96-1614
Application No. 08/236, 660

those argunents actually nmade by appell ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].

Wth respect to each of the rejections before us, the
exam ner has pointed out the teachings of Fong, has pointed
out the perceived differences between Fong and the cl ai ned
i nvention, and has indicated how and why Fong woul d have been
nodi fi ed and/ or conbined with the teachi ngs of Popowski,

W ckstead or Smalligan to arrive at the clainmed invention. In
our view, the examner’s analysis is sufficiently reasonabl e
that we find that the exam ner has satisfied the burden of

presenting a prima facie case of obviousness. That is, the

exam ner’s analysis, if left unrebutted, would be sufficient
to support a rejection under

35 U S.C 8§ 103. The burden is, therefore, upon appellants to
cone forward with evidence or argunents which persuasively

rebut the examner’'s prim facie case of obvi ousness.

Appel | ants have presented several substantive argunents in
response to the examner’s rejection. Therefore, we consider
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obvi ousness based upon the totality of the evidence and the
rel ati ve persuasi veness of the argunents.

We consider first the rejection of clains 37-46 as
unpat ent abl e over the teachings of Fong taken alone. W wll
consider the rejection with respect to claim37 as
representative of all the clainms within this group. This
rejection is set forth on page 4 of the answer. The rejection
identifies the perforated portion as the difference between
Fong and the invention of claim37, and the rejection explains
t he obvi ousness of this feature.

Appel I ants have offered only a single argunent agai nst
this rejection. Specifically, appellants argue that Fong
“lacks the perforated portions of the present invention, which
are specifically recited in clains 37-39" [brief, page 4].
Appel  ants point out benefits of these perforated portions and
argue that the skilled artisan woul d not have appreciated the
desi rabl e advant ages of these perforated portions [id.].

The exam ner adopted an essentially new position in
the response to argunent section of the answer wherein he
expl ai ned why the touch sensitive area of Fong's Figure 13
woul d be a perforated area [answer, page 7]. Appellants did
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not reply to this new position of the exam ner.

In view of the paucity of argunents with respect to
this rejection, the only question is whether the exam ner has
made a case that Fong teaches a “perforated portion having a
step” as recited in claim37. Appellants’ Figure 2 shows a
first “perforated portion” 10c which is nmade up of holes 14-20
and a second “perforated portion” 10b which is a single |arge
opening called the drawi ng area. Thus, appellants’ own
di scl osure supports the definition that a perforated area can
be a single large area surrounded by an opening “step” of
rai sed material .

The exam ner has interpreted the touch sensitive
device shown in Fong’s Figure 13 as neeting this sane
definition of a perforated portion as appellants’ area 10b.
More particularly, the examner views the touch sensitive
surface 301 of Fong as being surrounded by the raised collar
of the device 300. Thus, the exam ner views the area of Fong
whi ch includes witing surface 309 and i nputs 306-308 as being
a perforated portion in the same manner as appellants’ area
10b.

Al t hough we agree with appellants that Fong does not
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have “perforated portions” in the manner intended by
appel l ants’ di sclosed invention, we agree with the exam ner
that the surface 301 in Fong’'s device is every bit as much of
a perforated portion as appellant’s area 10b is. Since
appel l ants have di sclosed that area 10b is a perforated
portion, we nmust conclude that Fong’s Figure 13 al so discl oses
a perforated portion. As noted above, appellants have offered
no reply to this position of the exam ner. Since we agree
wth the exam ner’s position and since appellants’ brief
of fers no convincing argunents of error in the examner’s
position, we sustain the examner’'s rejection of clains 37-46.
We now consider the rejection of clains 3-6, 8-18, 35
and 36 as unpatentabl e over the teachings of Fong in view of
Popowski. We will consider this rejection with respect to
claim35 as representative of all the clains within this
group. This rejection is set forth on pages 4-5 of the
answer. The rejection identifies the color selecting buttons
as the difference between Fong and the invention of claim 35.
The exam ner cites Popowski as teaching this feature and the
rejection explains the obviousness of adding this feature to
Fong’ s touch sensitive input device.
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Appel  ants again make only a single argunment agai nst
this rejection. Specifically, appellants argue that Popowski
“does not describe or suggest the perforated areas |lacking in
t he

Fong et al. patent as described above, nor any other neans for

facilitating operation of drawi ng apparatus by a child”
[brief, page 6].

This argunent is not persuasive because it is
conpletely unrelated to the clained invention. Representative
cl ai m
35 recites no perforated areas even though Fong teaches a
perforated area as di scussed above. W also find no | anguage
within claim35 which requires a consideration of how use of
the clained invention by a child is facilitated. Since
appel l ants have offered no argunents which are persuasive of
error in the examner’s rejection, we sustain the exam ner’s
rejection of clainms 3-6, 8-18, 35 and 36.

We now consider the rejection of clains 22-24 as
unpat ent abl e over the teachings of Fong in view of W ckstead.
W will consider this rejection with respect to claim22 as
representative of all the clainms within this group. This
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rejection is set forth on pages 5-6 of the answer. The
rejection identifies the tine detecting circuit as the

di fference between Fong and the invention of claim22. The
exam ner cites Wckstead as teaching this feature and the

rejection explains the

obvi ousness of adding this feature to Fong’s touch sensitive
i nput devi ce.

Appel  ants argue that Wckstead offers “no description
or suggestion of the timng device clainmed in clainms 22-24,
where the tine detecting neans is used to operate a sound
produci ng device, as clainmed in clainms 22-23, or to initiate a
denonstration program as clainmed in claim?24" [brief, page
9]. The exam ner responds that Fong teaches a sound producing
device as well as a denonstration node. The exam ner asserts
that it would have been obvious to activate Fong’s
denonstration node after a predetermned tine of no activity
as suggested by Wckstead [answer, pages 10-11]. Appellants
did not reply to this assertion of the exam ner.

The scope of claim?22 only requires that we consider
t he obvi ousness of producing a sound in the Fong devi ce when
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it is being shut down due to inactivity as taught by
Wckstead. In other words, Wckstead basically teaches the
obvi ousness of taking action in any el ectronic device based on
atime interval of inactivity. The question is whether the
artisan woul d have considered it obvious within the neaning of
35 U S.C. 8§ 103 to take an audible action in Fong in view of
the collective teachings of the references and the |evel of
skill in the art. W are of the view that the broad
recitation of emanating a sound when a predeterm ned tinme
interval of inactivity has expired woul d have been obvious to
one having ordinary skill in the art of consuner el ectronics.
Therefore, we sustain the rejection of clains 22-24 under 35
U S C § 103.

We now consider the rejection of clains 19-21 as
unpat ent abl e over the teachings of Fong in view of Smalligan.
W will consider this rejection with respect to claim2l as
representative of all the clains within this group. This
rejection is set forth on page 6 of the answer. The rejection
identifies the tracing sheet nounted on the tablet as the
di fference between Fong and the invention of claim2l. The
exam ner cites Smalligan as teaching this feature and the
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rejection explains the obviousness of adding this feature to
Fong’ s touch sensitive input device.

Appel l ants argue that in Smalligan, “[t]here is no
recess provided, for selectively receiving and hol di ng the
stencils in place, nor is there any suggestion that the penci
or pen witing device of Smalligan may have application to an
el ectronic picture drawi ng device as in the present invention”
[brief, page 9]. The exam ner responds that it would have
been obvi ous to have placed a tracing sheet on the top of the
drawing area in Fong’'s device [answer, page 11]. There is no
di scussion by the exam ner on the manner in which the stencils
are nmounted in the conbi ned device of Fong and Smal | i gan.

W will not sustain this rejection because the
exam ner has failed to properly identify the difference
bet ween the clained invention and the teachings of the
references. Each of clains 19, 20 and 21 recites in some form
the manner in which a tracing sheet is nounted onto the
tabl et. The exam ner never addresses this aspect of the
clainmed invention. The rejection sinply addresses the
obvi ousness of using tracing sheets with the Fong devi ce but
does not consider the manner in which the tracing sheets woul d
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be attached. Therefore, the rejection fails to correctly
identify the differences between the clainmed invention and the
teachings of the applied prior art. Since the differences

bet ween the invention of clains 19-21 and the prior art have
not been properly identified, the obviousness of these

di fferences has not been established by the exani ner.

We also note with respect to this rejection that the
conbi nati on of the teachings of Fong with Wckstead appears to
be based entirely on a desire to reconstruct the clained
invention in hindsight. W can see no reason why the artisan
woul d 1 ook to Wckstead to nodify the Fong device. These
references have no relationship to each other except in the
exam ner’ s hindsight reconstruction of the invention.
Therefore, we do not sustain the exam ner’s rejection of
clains 19-21 under 35 U.S.C. § 103.

In summary, appellants have not satisfied the
requirenents of 37 CFR 8§ 1.192 to have the clains considered
separately for patentability. W have sustained the
i ndi vidual rejections of clains 37-46, clainms 3-6, 8-18, 35
and 36, and clains 22-24. W have not sustained the rejection
of cl ains
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19-21. Accordingly, the decision of the exam ner rejecting

clainms 3-6, 8-24 and 35-46 is affirmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART
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