TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Bef ore THOVAS, KRASS and FLEM NG, Administrative Patent Judges.

KRASS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection

of claims 1 through 3, 5, 6, 8 and 9. Cdains 4, 7 and 10 are

lApplication for patent filed February 28, 1994.
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considered by the exam ner to be directed to all owabl e subj ect
matter.?

The invention pertains to a nethod of controlling a
tape notor for feeding tape to a printing drumso that only the
necessary amount of tape is utilized regardl ess of the | ength of
printing which occurs.

Representati ve i ndependent claim1l is reproduced as
fol |l ows:

1. A nmethod for controlling a tape notor for feeding
tape in correspondence to printing of an indetermnate | ength of

printing on the tape by a print drum conprising the steps of:

a) providing a mcro controller operative to control
a tape notor;

b) providing a sensor for indicating a tape condition
whi ch changes in accordance with the engagenent of a printing
portion of the print drumw th the tape;

c) provi ding an optical sensor and slotted disk for
providing signals indicative of the rotation of a notor shaft of
the tape notor;

d) providing at |least first and second counters for
counting signal pulses fromsaid optical sensor corresponding to
t he passage of slots during rotation of the notor;

e) energi zing the notor for feeding tape;

f) counting the signal pulses in said first and
second counters; and

It is assuned that the inclusion of claim10 in the statenent
of rejection at page 3 of the answer, paragraph 9.1.2 was a
t ypographi cal, or other type of, error.
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g) based on said counts of signal pulses in said
first and second counters and the sensor indicated tape
condition, the mcro controller determning the timng of control
signals of controlling the notor in correspondence to the |ength
of printing on the tape.

The exam ner relies on the follow ng references:

Hubbard 3, 869, 986 Mar. 11, 1975
Schwart z 4,168, 533 Sep. 18, 1979
Storace et al. (Storace) 4,831, 554 May 16, 1989

Clainms 1 through 3, 5, 6, 8 and 9 stand rejected under
35 U.S.C. 103 as unpatentabl e over known postage neters in view
of Schwartz "and a substitution of equival ent devices" [answer,
page 3].

Ref erence is nmade to the brief and answer for the
respective positions of appellants and the exam ner.

OPI NI ON

W reverse.

At the outset, we note that the examner's reliance on
references (Hubbard and Storace), to whatever extent relied on,

wherein the references formno part of the statenent of

rejection, is clearly inproper. 1n re Hoch, 428 F.2d 1341, 1342
n.3, 166 USPQ 406, 407 n.3 (CCPA 1970). Accordingly, we place no

reliance on the Hubbard and Storace references.
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While the exam ner's rationale for the obvi ousness
rejection is sonetines hard to follow, it is clear that the

exam ner has failed to establish a case of prima facie

obvi ousness because a key clained |imtation is mssing fromthe
prior art on which the exam ner relies in nmaking the rejection.
Each of the independent clains calls for "first and second

counters. .. As the exam ner recogni zes, at page 4 of the answer
(paragraph 9.1.8), the prior postage neters upon which the

exam ner relies, "do not use the optical encoders or counters as
clainmed.” The exam ner takes the position that the "clained
optical encoder perforns the same function as the optical encoder

of Schwartz" and "the clainmed counters are used to keep track of
the correct location of the itemto receive the postmark and the
data to be printed so that the postmark is correctly placed at
the specified |ocation [sic] this is one of the functions of
processor 113 of Schwartz."

Even if the functions to which the exam ner refers were
the sanme, and we do not accept this premse, the fact that the
first and second counters are part of specifically clained
structure for achieving appellants' intended result and that the

exam ner has not shown such structure to be disclosed or

suggested in any way by the prior art constitutes a firmbasis
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for holding that the exam ner has not established a case of prim
faci e obvi ousness and we so hol d.

Further, we agree with appellants that the skilled
artisan woul d have been unlikely to | ook toward Schwartz for a
teaching of controlling a tape notor for feeding tape to a
printing drumsince Schwartz is directed to a postage neter which
utilizes an ink jet printing nechani smrather than a nechani cal
drum nmechani sm

The exam ner's decision rejecting clains 1 through 3,

5, 6, 8 and 9 under 35 U.S.C. 103 is reversed.

REVERSED

JAMES D. THOVAS )

Adm ni strative Patent Judge )
)
)

ERROL A. KRASS ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)

M CHAEL R FLEM NG )

Adm ni strative Patent Judge )
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