THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Application No. 08/119, 655

ON BRI EF

Before STONER, Chief Adm nistrative Patent Judge, HAI RSTON and
NASE, Adninistrative Patent Judges.

NASE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 8, 10, 11, 32, 34, 35, 37, 54 to 59 and 61
to 65, which are all of the clains pending in this

appl i cation.

W REVERSE
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BACKGROUND

The appellant's invention relates generally to systens
for storing digital information, and, nore particularly, to
vi deo disc systens for storing digital information in a pul se-
| ength nodul ation format (specification, p. 1). A copy of the
cl ai ms under appeal is set forth in the appendix to the

appellant's brief.

The sole rejection on appeal as set forth in the
exam ner's answer (Paper No. 32, muiled Decenber 14, 1999)
i st

Clains 8, 10, 11, 32, 34, 35, 37, 54 to 59 and 61 to 65
stand rejected under the judicially created doctrine of
nonstatutory (i.e., obviousness-type) double patenting over
claim?24 of U S. Patent No. 5,321,680 since the instant
application clains are not patentably distinct inventions from

t he patent cl ai ns.

! Since the other grounds of rejection set forth in the
final rejection (Paper No. 16, mailed October 20, 1994) were
not set forth in the exam ner's answer we assune that these
ot her grounds of rejection have been w thdrawn by the
exam ner. See Ex parte Enm 118 USPQ 180, 181 (Bd. App
1957).
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we nake reference to the answer for the examner's
conpl ete reasoning in support of the rejections, and to the
brief (Paper No. 19, filed Septenber 18, 1995) for the

appel l ant's argunents thereagainst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant’'s specification and
clainms, and to the respective positions set forth by the
appel l ant and the exam ner. Upon evaluation of all the
evi dence before us, it is our conclusion that the decision of
the exam ner to reject clainms 8, 10, 11, 32, 34, 35, 37, 54 to
59 and 61 to 65 under the judicially created doctrine of
doubl e patenting nust be reversed. Qur reasoning for this

determ nati on foll ows.

Doubl e patenting is a legal doctrine that forbids an
inventor from obtaining a second valid patent for either the

sane i nvention or an obvious nodification of the sane
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invention clainmed in that inventor's first patent. See In re

Longi, 759 F.2d 887, 892, 225 USPQ 645, 648 (Fed. Cir. 1985).
The basic concept of double patenting is that the sane

i nventi on cannot be patented nore than once since to do so
woul d result in a second patent that would expire sone tine
after the first patent expired and extend the protection

ti mw se. Ceneral Foods Corp. V.

St udi engesel | schaft Kohle nbH, 972 F.2d 1272, 1279-80, 23

UsSPQ2d 1839, 1845 (Fed. Cir. 1992); In re Kaplan, 789 F.2d

1574, 1579-80, 229 USPQ 678, 683 (Fed. Cir. 1986).

35 U.S.C. 8 101 states "Whoever invents or discovers any
new and useful process, machi ne, manufacture, or conposition
of matter, or any new and useful inprovenent thereof, may
obtain a patent therefor..." (Enphasis added). The
prohi bition of double patenting of the same invention is based

on 35 U S.C. 8§ 101. In re Goodnman, 11 F. 3d 1046, 1052, 29

UsPQ2d 2010, 2015 (Fed. Cir. 1993); Longi, 759 F.2d at 892,
225 USPQ at 648. By "sane invention," the court neans
"identical subject matter." Longi, 759 F.2d at 892, 225 USPQ

at 648; In re Vogel, 422 F.2d 438, 441, 164 USPQ 619, 621
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(CCPA 1970). A good test, and probably the only objective

test, for "sanme invention," is whether one of the clains would
be literally infringed without literally infringing the other.
If it could be, the clains do not define identically the sane

i nvention. Vogel, 422 F.2d at 441, 164 USPQ at 621-22

(hal ogen is not the "sanme" as chlorine; neat is not the "sane
as pork). Al types of double patenting which are not "sane
i nvention" doubl e patenting have conme to be referred to as

"obvi ousness-type" double patenting. See In re Van Onum 686

F.2d 937, 942-43, 214 USPQ 761, 766 (CCPA 1982), which states
in discussing cases |leading to Vogel's restatenment of the | aw
of doubl e patenting, 23

numer ous cases were considered in which application
claims were directed to nmere obvious nodifications of, or
i nprovenents on, inventions defined in the clains of
patents already issued to the sanme inventors, or to
common assi gnees, and it had been decided that they m ght
be allowed to go to patent if the applicants filed

t erm nal disclaimers. W classified these as

"obvi ousness type double patenting.” This latter
classification has, in the course of tine, cone, sonmewhat

2 Vogel , 422 F.2d at 441-42, 164 USPQ at 621-22.

3 Judge Rich in Kaplan, 789 F.2d at 1579, 229 USPQ at 682,
stated that the restatenent of the |aw of double patenting set
forth in Vogel "serves as a good starting place" for deciding
t he doubl e patenting issue raised in that appeal.
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| oosely, to indicate any "doubl e patenting” situation
ot her than one of the "sane invention" type.

See al so CGeneral Foods, 972 F.2d at 1279-80, 23 USPQRd at

1844- 45,

"Qobvi ousness-type" doubl e patenting extends the
fundamental |egal doctrine to preclude "obvious variants" of

what has already been patented. See In re Berg, 140 F.3d

1428, 1432, 46 USPQRd 1226, 1229 (Fed. Cir. 1998); Goodnman, 11

F.3d at 1052, 29 USPQ2d at 2015 and CGeneral Foods, 972 F.2d at

1280, 23 USPRd at 1845. " Cbvi ousness-type" doubl e patenting
precl udes i ssuance where there is no "patentable difference"
or no "patentable distinction" between the two clai ns.
Goodnman, 11 F.3d at 1052,

29 USPd at 2015; General Foods, 972 F.2d at 1278-79, 23

USPQ2d at 1844. This allows the public to practice obvious
variations of the first patented invention after the first
patent expires. See Longi, 759 F.2d at 892-93, 225 USPQ at
648. The courts adopted the doctrine out of necessity where
claims in two applications by the sane inventor were so nuch

alike that to allowthe latter would effectively extend the
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life of the first patent. See Gerber Garnent Technol ogy. Inc.

v. lLectra Sys., 916 F.2d 683, 686 16 USPQ2d 1436, 1439 (Fed.

Cir. 1990); In re Thorington, 418 F.2d 528, 534, 163 USPQ 644,

648 (CCPA 1969), cert. denied, 397 U. S 1038, 165 USPQ 290

(1970).

In sunmary, "obviousness-type" double patenting is a
j udge- made doctrine that prevents an unjustified extension of
the patent right beyond the statutory time limt. It requires
rejection of an application claimwhen the clained subject
matter is not patentably distinct fromthe subject matter
claimed in a coomonly owned patent when the issuance of a
second patent would provide an unjustified extension of the
termof the right to exclude granted by a patent. |In order to
overcome an "obvi ousness-type" doubl e patenting rejection, an
applicant may file a "termnal disclainer,” foregoing that

portion of the term

of the second patent that extends beyond the term of the

first. Berg, 140 F. 3d at 1431-32, 46 USPQR2d at 1229.
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Thus, if a claimsought in the application is not
identical to yet not patentably distinct froma claimin an
inventor's earlier patent, then the claimnust be rejected
under "obvi ousness-type" double patenting rejection. See

Berg, 140 F.3d at 1431, 46 USP@d at 1229; In re Braat, 937

F.2d 589, 592, 19 USPQ2d 1289, 1291-92 (Fed. Cr. 1991);
Goodman, 11 F.3d at 1052, 29 USPQ2d at 2015; Vogel, 422 F.2d
at 441, 164 USPQ at 622. In determ ning whether a claim
sought in the application is patentably distinct fromthe
clainms in an inventor's earlier patent a variety of tests have
been utilized. 1In Berg, 140 F. 3d at 1433-34, 46 USPQR2d at

1230-31 and |n re Enmert, 124 F.3d 1458, 1461-62, 44 USPQd

1149, 1152 (Fed. G r. 1997), a "one-way" test was applied.
Under this "one-way" test, the exam ner asks whether the
application clains are obvious over the patent clainms. In
Goodman, 11 F.3d at 1052-53, 29 USP@d at 2015-16 and Van

O num 686 F.2d at 942-43, 214 USPQ at 766-67, a test simlar
to the "one-way" test was applied. Under this test, the
exam ner asks whether the application clains are generic to

any species set forth in the patent clains. In lnre
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Denbi czak, 175 F.3d 994, 1002, 50 USPR2d 1614, 1619-20 (Fed.

Cr. 1999) and Braat,

937 F.2d at 593-94, 19 USPQ2d at 1292-93, a "two-way" test was
applied. Under this "tw-way" test, the exam ner asks whet her
the application clains are obvious over the patent clainms and
al so asks whether the patent clains are obvious over the

application clains.

We recogni ze that the examner's rejection is based in

| arge nmeasure on the decision of the court in In re Schneller,

397 F.2d 350, 158 USPQ 210 (CCPA 1968).* However, it is our

view that Schnell er does not set forth another test for

4 Schneller is a rather unusual case in that there was no
maj ority opinion because only Judges Rich and Smth joined the
princi pal opinion, while Judges Wrley and Kirkpatrick
concurred in the result and Judge Al nond wote a concurring
opi nion. Thus, the principal opinion therein is of doubtful
controlling precedent. As Judge Rich observed in Kaplan, 789
F.2d at 1578, 229 USPQ at 682,

[t] he devel opnent of the nodern understandi ng of

"doubl e patenting" began in the Court of Custons and

Pat ent Appeal s (CCPA) about the tinme of In re

Zi ckendraht, 319 F.2d 225, 138 USPQ 22 (CCPA 1963), a

rat her unusual case is [sic, in] that there was no

maj ority opinion because only two judges joined each of

the two principal opinions. Neither opinion therein,

therefore, can be regarded as controlling precedent in
this court.
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determ ni ng "obvi ousness-type" double patenting. |In that
regard, it is clear to us that the court in Schneller was
concerned with whether or not the invention clainmed in the

pat ent was i ndependent and

distinct fromthe invention of the appealed clains.® Wile
the court in Schneller did use a "cover"” test® in nmaking the
determ nation that the invention clained in the patent was not
i ndependent and distinct fromthe invention of the appeal ed
clainms, we are of the viewthat the term"cover" was used by
the court as synonynous with not patentably distinct. Thus,
under the "cover" test, one would ask whether the application
clains are covered by (i.e., not patentably distinct from the
claims of the patent. To the extent that Judge Rich in

Schneller was setting forth a dom nation theory’” of double

> See Schneller, 397 F.2d at 354, 158 USPQ at 214-15.

¢ As set forth in the Manual of Patent Exam ning Procedure
(MPEP) 8§ 804, one part of the test is whether patent
protection for the invention, fully disclosed in and covered
by the clains of the reference, would be extended by the
al l owance of the clains in the later filed application.

" Afirst patent or application "dom nates" a second
patent or application when the first patent or application has
a broad or generic claimwhich fully enconpasses or reads on
(continued...)
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patenting, we note that Judge R ch in Kaplan, 789 F.2d at
1577-78, 229 USPQ at 681-82, set forth the Courts opinion that
"[dlom nation is an irrelevant fact.” |In any event, it is our
view that Schneller did not establish a rule of general
application and thus is limted to the particular set of facts
set forth in that decision. |In fact, the Court in Schneller,
397 F.2d at 355, 158 USPQ at 215, cautioned agai nst the
tendency to freeze into rules of general application what, at

best, are statenents applicable to particular fact situations.

Accordingly, the question before us in this appeal is

whet her the application clains are patentably distinct from

claim?24 of U S. Patent No. 5, 321, 680.

Wth respect to the rejection before us, the exam ner has
stated the foll ow ng:

All of the clains of the instant application and
patent No. 5,321,680 are drawn to a single enbodi nent of

(...continued)
an invention defined in a narrower or nore specific claimin
t he second patent or application.
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the invention; the inventions set forth in the clains of
the instant application and patent No. 5, 321,680 are not

i ndependent and distinct fromeach other. ... These
clainms [of the instant application] drawn to a single

di scl osed enbodi nent of the invention are considered to
be mere obvious variant ways of claimng the sanme
invention within the scope of the nmeaning of the
judicially created doctrine of "obviousness-type" double
patenting. [Answer, pp. 10-11].

I nstant application clains 59 and 61 and patent claim 24
are not patentably distinct over one another. . . . The
subj ect matter enconpassed by instant application clains
59 and 61 and patent claim24 are obvious variants of one
anot her. [Answer, p. 14].

Qur review of the clains under appeal and claim 24 of
U S. Patent No. 5,321,680 |eads us to conclude that, absent
the presence of additional evidence not before us in this
appeal , the
cl ai ms under appeal are patentably distinct fromclaim24 of
U S. Patent No. 5,321,680. 1In that regard, froma review of
the clains under appeal it is quite clear that only clains in
the present application recite a record nedi unf opti cal
di sc/di sc having a header portion including address
information as set forth in clainms 8, 32, 54 and 59 (the

i ndependent cl ains on appeal). Thus, clains 8, 32, 54 and 59
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and cl ai nrs dependent thereon are patentably distinct from

claim24 of U S. Patent No. 5,321,680 in the absence of any
evi dence establishing that the claimed header portion

i ncludi ng address information was known in the art. Wile the
exam ner has stated that the clainms under appeal are obvious
variants of claim?24 of U S. Patent No. 5,321,680, the

exam ner has not produced any evidence that the clai med header
portion including address information was so nmuch as known in
the art, much less that it would have been obvious to add such
a header portion including address information to the

inventor's previously claimed subject matter.8

In summary, the exam ner has failed to establish that the
cl ai ms under appeal are not patentably distinct fromclaim 24
of U S Patent No. 5,321,680. Likew se, the exam ner has

failed to establish that the clainms under appeal are obvious

8 While the examner did not require restriction between
the clains under appeal and claim24 of U S. Patent No.
5,321,680, as far as we are able to determ ne there would be
no reason why it would not have been proper for the exam ner
to have nmade a restriction requirenent under the criteria of
di stinctness set forth in MPEP 8§ 806. 05(c).
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fromor generic to claim24 of U S. Patent No. 5,321, 680.
Furthernore, it is our viewthat the facts of this case are
sufficiently different fromthe facts present in Schneller
that a double patenting rejection in this application is

i nappropriate. Accordingly, the decision of the exam ner to
reject clains 8, 10, 11, 32, 34, 35, 37, 54 to 59 and 61 to 65
under the judicially created doctrine of nonstatutory (i.e.,
obvi ousness-type) doubl e patenting over claim24 of U S.

Patent No. 5, 321,680 is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 8, 10, 11, 32, 34, 35, 37, 54 to 59 and 61 to 65 is
reversed

REVERSED

BRUCE H STONER, JR )
Chi ef Adm nistrative Patent Judge

)

BOARD OF PATENT

KENNETH W HAI RSTON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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