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This is a decision on appeal fromthe fina

rejection of clainms 18 through 20 and 72 t hrough 102.
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The invention is directed to a system and net hod for
facsimle | oad balancing. Mre particularly, in a system
containing a plurality of facsim|le nachines, when the
wor kl oad of a first facsimle machi ne exceeds a predeterm ned
value, a stored data file fromthe first facsimle machine is
transferred to another facsimle machine for transmssion to a
desi gnated reci pient by the other facsimle nmachi ne rather
than the first facsimle machine.

Representati ve i ndependent claim75 is reproduced as
fol | ows:

75. A nethod in first and second facsimle machi nes for
facsimle comuni cation, the first and second facsimle
machi nes bei ng coupl ed together with the first facsimle
machi ne having a workl oad val ue corresponding to a plurality
of data files stored in the first facsimle nmachi ne awaiting
transm ssion to correspondi ng desi gnated recipients, the
met hod conprising the steps of:

determining the workload for the first facsimle nmachine;
and if said determ ned workl oad val ue exceeds a threshol d
value, transferring at least a first stored data file fromthe
first facsimle machine to the second facsimle machi ne.

The exam ner relies on the follow ng reference:

Mzutori et al. (Mzutori) 4,967, 288 Cct. 30,

1990
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Clainms 18 through 20 and 72 through 102 stand rejected

under 35 U. S.C. 103 as unpatentable over M zutori.

Reference is made to the brief and answer for the
respective positions of appellants and the exam ner.
OPI NI ON
W reverse.
In our view, while the instant independent clains appear

rather broad in nature, the exam ner has sinply not nmade out a

prinma facie case of obviousness regarding the clainmed subject
matter.

Each of the instant independent clains requires, at
| east, the determ nation of a workload value for a first
facsimle machine, the determ nation of whether that workl oad
val ue exceeds a predeterm ned value and, if the workl oad val ue
does, indeed, exceed the predeterm ned val ue, then
transferring stored data files fromthe first facsimle
machi ne to another facsimle machine. Thus, there nust be a

determination that the workl oad val ue exceeds a predeterm ned

val ue.
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We find no such predeterm ned val ue taught or suggested
in Mzutori.

On the contrary, as pointed out by appellants, and not
seriously disputed by the exam ner, Mzutori alleviates
I mhal ances in i nage data processing by storage and exchange
units, not facsimle machines, as such, and does so by
periodically calculating the quantity of inage information per
communi cation |ine in each storage and exchange unit and
requiring transfer of files between storage and exchange units
to produce equal workl oads between units regardl ess of any
predet erm ned nunber of files within any one storage and
exchange unit. Fromthe discussion at colum 5, |ines 6-30 of
M zutori, Mzutori appears to bal ance unequal workl oads only
at preset tinmes, rather than by conparing a workl oad val ue
with a predeterm ned value and transferring files only when
the predeterm ned value is exceeded, as in the instant clained
i nvention. The clained predeterm ned val ue ensures that
transfers of files between facsimle nachines occurs only when
a facsimle machine is overl|l oaded whereas M zutori’s device

requires transfer of files in order to equalize workl oads even
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where one of the storage and exchange units is not overl oaded
and could easily handle its unequal workl oad, thus wasting
val uabl e processing tinme as conpared with the instant clained
system and net hod.

The exam ner’s response [answer-page 4] is to contend
that “this difference is sinply a difference in the criterion
used to define what workload is excessive.” W agree that
there is a difference based on a criterion used to define what
wor kl oad is excessive (M zutori considers any inbal ance to be
excessive while the instant clainmed invention considers there
to be an excessive workl oad only when the workl oad val ue
exceeds a predeterm ned value) but that criterion may clearly
constitute a nonobvious, or patentable, difference. Thus,
even assum ng the examner is correct in the assessnent that
there is a difference between the instant clainmed invention
and that disclosed by Mzutori, i.e., “sinply a difference in
the criterion,” an analysis under 35 U S.C. 103 requires not
only that the exam ner identify such a difference but also
that the exam ner then explain why, after assessing the |evel
of those skilled in the art, the skilled artisan would have

found the claimed subject matter, as a whole, to have been
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obvi ous. Thus, while the exam ner has indicated a difference,
the exam ner has failed to present any rationale as to why the
i nstant cl ai mred subject natter, as a whole, containing this

di fference, would have been obvious, within the neani ng of 35

U S.C 103. Accordingly, no prima facie case of obvi ousness

has been presented.

The exam ner al so states [answer-page 4] that it “is not
clear that Applicant’s [sic, applicants’] clained
‘predeterm ned” workl oad nmust be sone fixed nunber of
bytes...rather than the result of an operation which conputes
a threshold prior to the workload shift.” W disagree. The
nmeani ng of “predeterm ned” woul d appear to require at | east
sone determination at a previous tine, i.e., previous to any
operation. Further, since the clains call for a
“predeterm ned value,” it is clear that what is intended is a
nunber whi ch has been determ ned previous to any operation.
Accordingly, contrary to the exam ner’s position, the clained
“predeterm ned value” is not a threshold value which is
computed as a result of some operation but rather a fixed
nunber determ ned beforehand. 1In the preferred enbodi nent,

for exanple, that nunber is 5.
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We base our decision on the exam ner’s rejection and
rationale therefor, as well as on appellants’ argunents
t hereagai nst. Wile we nake no warranty, one way or the
ot her, that no proper rejection of the instant clains and/or
any individual claimmght be made by applying the Mzutori
reference in sone way different fromthat of the examner, it
is clear to us, for the reasons supra, that the exam ner has

sinply failed to establish a case of prinma facie obviousness.

Accordingly, the exam ner’s decision rejecting clains 18
through 20 and 72 through 102 under 35 U. S.C. 103 is reversed.

REVERSED

ERRCL A. KRASS )
Adm ni strative Patent Judge )
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