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TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TOMOSH H RAYAVA

Appeal No. 1996-2046
Application 07/978, 450!

ON BRI EF

Bef ore JERRY SM TH, BARRETT, and BARRY, Adninistrative Patent
Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe examner’s rejection of clains 2-9, 12, 13 and 15,

! Application for patent filed Novenber 18, 1992. According to
appel lant, this application is a continuation of Application 07/642,994,
filed January 18, 1991.
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whi ch constitute all the clains remaining in the application.

The di scl osed invention pertains to an information
processi ng apparatus using a pen and a tablet for the input of
data. The apparatus permts sequential pages of a docunent to
be del eted (shredded) or stored (copied) in a reduced nunber
of input actions. A plurality of descriptive imges are
stored whi ch when vi ewed successively sinulate the process of
shreddi ng or copying. Wen a sequence of pages are to be
shredded or copied, the descriptive images are successively
di spl ayed to give the appearance of the sel ected process
t aki ng pl ace.

Representative claim 15 is reproduced as foll ows:

15. An information processing apparatus conpri sing:

(a) data input nmeans conprising a pen and a tablet for
i nputting information;

(b) menory nmeans for storing said information input by
sai d data input neans;

(c) processing nmeans for processing said information in a
form of plural pages;

(d) display nmeans for displaying a plurality of icons and
for displaying a page of said information;
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(e) nmeans responsive to said pen for designating a
currently displayed page as a first page of a sequence of
pages which is an object of a predeterm ned process;

(f) neans responsive to said pen for changing a displ ayed
page so as to select a previous (back) or next (forward) page
for display;

(g) nmeans responsive to said pen for designating a
currently displayed page as a | ast page of said sequence;

(h) means responsive to said pen for starting said
predeterm ned process fromsaid first page to said | ast page
in said sequence of pages;

(1) means for storing plural descriptive inmages
designating said predeterm ned process including an image of a
machi ne for perform ng the process;

(j) nmeans for controlling said neans for storing so as to
di splay said descriptive i mages successively as a series of
nmoving i mages to visually represent docunents noving in
relation to said image of a machine, to graphically simulate
perform ng said predeterm ned process.

The exam ner relies on the follow ng references:

Saki et al. (Saki) 4, 965, 558 Cct. 23, 1990

Brewer et al. (Brewer) 5,347, 628 Sep. 13, 1994
(filed Jan. 18,

1990)

TimField, Using MacWite™ and MacPaint™ Copyright 1984 by
MGawHi ||, pages 4, 8, 14, 22, 43-47 and 155.

Clainms 2-9, 12, 13 and 15 stand rejected under 35
U S.C. 8 103. As evidence of obviousness the exam ner offers
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Field in view of Saki and Brewer.
Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the brief and the answer for

the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as

set forth in claims 2-9, 12, 13 and 15. Accordingly, we
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reverse

Appel I ant has nominally indicated that the clainms do
not stand or fall together [brief, page 4], but he has not
specifically argued the limtations of each of the clains.
The extent of appellant’s argunments appears on pages 7-8 of
the brief wherein it is baldly asserted that the prior art
does not teach or suggest features of the various dependent
claims with no analysis or discussion of obviousness
what soever. Sinply pointing out what a claimrequires with no
attenpt to point out how the clains patentably distinguish
over the prior art does not anobunt to a separate argunent for

patentability. See In re N elson, 816 F.2d 1567, 1572, 2

UsP@2d 1525, 1528 (Fed. Cir. 1987). At the tine appellant’s
brief was filed, 37 CFR

8§ 1.192(8)(iv) required that "the argunent shall specify the
errors in the rejection and, if appropriate, the specific
l[imtations in the rejected clainms which are not described in
the prior art relied on in the rejection, and shall explain
how such Iimtations render the clainmed subject matter

unobvi ous over the prior art.” Appellant’s argunents fail to
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satisfy this requirenment as a basis to have the clains
consi dered separately for patentability. Since appellant is
considered to have made no separate argunments for

patentability, all clainms will stand or fall together. Note

In re King, 801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Grr

1986); In re Sernaker, 702 F.2d 989, 991,

217 USPQ 1, 3 (Fed. Gr. 1983).
In rejecting clains under 35 U.S.C. 8§ 103, it is
i ncunbent upon the examner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the clained
i nvention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally avail able to one having ordinary skill in
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the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577,

221 USPQ 929, 933 (Fed. Cr. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992) .

Field teaches the manner in which the applications
MacWite™ and MacPai nt ™ operate on the Maci ntosh™ conput er
system The exam ner finds that Field essentially teaches al
of the imtations of independent claim 15 except for the pen
and tablet for inputting information and the neans for
di spl ayi ng descriptive i mages successively as a series of
novi ng i mages.

The exam ner cites Saki as teaching that a pen and tablet for

inputting information was well known, and the exam ner asserts
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that it would have been obvious to substitute Saki’s pen and
tablet for Field s conventional conputer input. Brewer is
cited as teaching that animted icons were known in the art.
The exam ner asserts that it would have been obvious to repl ace
Field s conventional conputer display with Brewer’s novi ng

i mges [answer, pages 3-5].

Appel I ant poi nts out individual deficiencies in the
applied references and argues that the clained invention does
not result fromthe conbination of references as asserted by
the exam ner. Appellant also argues that the exam ner has
selected bits and pieces fromthe applied references and
assenbl ed these bits and pi eces using appellant’s own
di scl osure as a guide [brief, pages 4-7].

After a careful review of the record in this case, we
agree with appellant that the collective teachings of Field,
Saki and Brewer woul d not have suggested the invention as
recited in independent claim15. W agree with appellant that
this particular conmbination of prior art references appears to
be an inproper attenpt to reconstruct the invention in

hi ndsi ght. W cannot agree with the exam ner that the artisan
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woul d have been notivated to nodify prograns or apparatus
desi gned exclusively for the Maci ntosh conputer systemto have
a pen and tablet input as used by Saki and ani nated icons as
taught by Brewer. W can see no enhancenent to the Macintosh
conputer systemby attenpting to incorporate disparate features
from Saki or Brewer.

We al so agree with appellant that the conbi nation of
Field, Saki and Brewer does not neet all the l[imtations of
claim 15 anyway. Claim 15 requires that a sequence of pages be
di spl ayed and that a first page and a | ast page be designated
fromthis sequence of pages [neans (e)-(g)]. Neither Field or
Saki designates pages in this manner. Caim 15 also requires
that a sequence of inages be displayed in response to the
starting of the predeterm ned process. As noted by appellant,
Brewer sinulates animation only with continuous novenent of the
cursor and does not control the display nmeans to display a
sequence of inages representing a selected process to be
performed on a sequence of pages.

In summary, we agree with appellant that the invention

as recited in independent claim15 is not suggested by the
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coll ective teachings of Field, Saki and Brewer within the

nmeani ng

of 35 US.C. 8 103. Therefore, the decision of the exani ner

rejecting clains 2-9, 12, 13 and 15 is reversed.

REVERSED

Jerry Smth
Adm ni strative Patent Judge

Lee E. Barrett
Adm ni strative Patent Judge

Lance Leonard Barry
Adm ni strative Patent Judge
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