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TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte SCOIT W CAVMERON

Appeal No. 1996-2199
Appl i cation 08/191, 060!

HEARD: COctober 4, 1999

Bef ore JERRY SM TH, BARRETT and BARRY, Adm ni strative Patent
Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe examner’s rejection of clains 1, 2, 4-11, 13, 15-21,

! Application for patent filed February 2, 1994. According to
appel lant, this application is a continuation of Application 07/937, 530,
filed August 28, 1992 (abandoned).
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23, 24 and 26-29, which constitute all the clains remaining in
the application. An anmendnent after final rejection was filed
on April 20, 1995 and was entered by the exam ner.

The di sclosed invention pertains to a controller
circuit incorporated into the sane substrate as a driver
circuit for a polyphase DC notor such as that used in nodern
conputer disk drives. A tenperature sensor nonitors the
tenperature of the substrate. The controller adjusts the
speed of the notor based on the tenperature of the substrate
using a hysteresis relationship between the neasured
tenperature and the speed of the notor.

Representative claim1l is reproduced as foll ows:
1. An integrated circuit fabricated on a sem conduct or
substra;e for providing drive signals to a pol yphase dc notor,
conpri si ng:

a driver for sequentially supplying drive currents to
drive coils of the notor;

a comutation controller for coomutatively sel ecting, at
first and second frequencies, the drive coils to which the
drive currents are sequentially supplied by the driver, said
first frequency bei ng higher than said second frequency;

a tenperature sensing elenent fabricated in said
substrate to indicate the tenperature of said substrate;
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a tenperature neasuring circuit connected to said
tenperature sensing elenment and to said comutation
controller, for causing the comrutation controller to operate
at the second frequency responsive to the tenperature of the
substrate exceeding a first threshold tenperature and for
subsequent|ly causing the conmutation controller to operate at
the first frequency responsive to the tenperature of the
substrate falling bel ow a second threshold tenperature, the
second threshol d tenperature being | ower than the first
threshol d tenperature

The exam ner relies on the follow ng reference:

Ohi 5, 296, 789 Mar. 22, 1994
(effectively filed May 17, 1991)

Clains 1, 2, 4-11, 13, 15-21, 23, 24 and 26-29 stand
rejected under 35 U.S.C. § 103. As evidence of obviousness
the exam ner offers Chi taken alone. A rejection of claim?27
under 35 U. S.C. 8 112 has been withdrawn [answer, page 5].

Rat her than repeat the argunments of appellant or the
exam ner, we nmake reference to the briefs and the answer for

the respective details thereof.

OPI NI ON
We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the

evi dence of obviousness relied upon by the exam ner as support
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for the rejection. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s
argunents set forth in the briefs along wwth the examner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth inclainms 1, 2, 4-6, 8-11, 13, 15-17, 19-21, 23, 24
and 26-29. W reach the opposite conclusion with respect to
claims 7 and 18. Accordingly, we affirmin-part.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why

one having ordinary skill in the pertinent art would have been
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led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992) .

In response to a rejection made under 35 U. S.C. §
103, an applicant nust present argunents and/or evidence which
successfully rebut the exam ner’s case for obviousness or

whi ch denonstrate that a prima facie case of obvi ousness has

not been established. For purposes of deciding this appeal,
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only those argunents actually nmade by appel |l ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been
considered [see 37 CFR § 1.192(a)].

We consider the rejection first wwth respect to clains
1, 2 and 4-9 which nomnally stand or fall together [brief,
page 4]. Wth respect to representative, independent claiml,
the exam ner essentially determines that Chi specifically
teaches all the features of claim1l except for the
sem conductor substrate and the use of the notor in a conputer
di sk drive environnment. The exam ner asserts that
sem conductor drive circuits on a substrate were well known
and that brushless DC notors such as taught by Chi were known
to be used in computer disk drives [answer, pages 3-4].

Appel  ant argues that the relationship between
tenperature and frequency control as recited in claim1l sets
forth a hysteresis relationship which is not taught or
suggested by Chi [brief, pages 8-10]. The exam ner responds
that this hysteresis relationship does not appear within the

cl ai med invention [answer, pages 5-6].
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W agree with the exam ner that the invention as
recited in claim1l does not require that a hysteresis
rel ati onshi p exi st between tenperature and frequency. Using
the | anguage of claim1 and Figure 5 of Ohi, we read claim1
on Chi as follows: the first frequency is 30 Khz, the second
frequency is 20 Khz (for exanple), the first tenperature is
70°C (corresponding to the 20 Khz frequency), and the second
tenperature is 40°C (corresponding to the 30 Khz frequency).
Wth these assigned values for the two frequencies and the
threshol d tenperatures, we find that the tenperature neasuring
circuit of claiml1 is met by the operation of the Chi circuit.
We note that Chi’s flow charts in Figures 3 and 4 indicate
that the Chi control process is a continuous process which
continuously adjusts frequency as a function of tenperature
regardl ess of the direction in which the tenperature m ght be
changi ng.

Al t hough we agree with the exam ner that claim1l does
not require a hysteresis rel ationship between tenperature and
frequency, claim7 specifically recites that the conparator

have a hysteresis characteristic between the first and second
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tenperatures. W interpret this claimlanguage as requiring
that the plot of tenperature versus frequency between the two
predeterm ned tenperatures and the two frequencies take the
formof a conventional hysteresis loop. It is clear from
Ohi’s Figure 5 that no portion of Chi’s controller operates
with a hysteresis characteristic. Therefore, GChi does not
teach or suggest this argued |[imtation of claim?7.

The exam ner never specifically addressed this
l[imtation of claim7 except to assert that Onhi operated in
t he sane manner as the clained invention or to assert that
hysteresis was not clained. Since hysteresis is clainmed in
claim7 and the exam ner has never addressed how Chi teaches
this clainmed characteristic of the controller, we find that

the exam ner has failed to establish a prima facie case of the

obvi ousness of claim?7.

In summary, even though appellant has nom nally
grouped clains 1, 2 and 4-9 together, we find that appellant’s
hysteresis argunment only applies to dependent claim?7.
Therefore, we sustain the exanmner’s rejection with respect to

clains 1, 2,
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4-6, 8 and 9, but we do not sustain the rejection with respect
to claim?7.

Dependent claim 28 is argued separately by appell ant.
Claim 28 recites that a disk read signal nust be present
before control at the first frequency is authorized as the
tenperature falls below the second threshold. Appell ant
argues that Chi does not disclose that the notor is for a disk
drive so that there is no suggestion of using a disk read
signal in the selection of frequency operation [brief, pages
11-12].

The exam ner has taken the position that it was known
to the artisan that notors such as disclosed by Chi were known
to be used in the control of disk drives. W agree that the
artisan woul d have appreciated that the Oni controller circuit
pertained to the control of disk drive notors. Thus, we find
that the broad use of the Chi controller in a disk drive
control environnment would have been obvious to the artisan.

W note
that the first frequency in OChi (30KHz) corresponds to

operation of the nmotor under normal circunstances or in the
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usual ON condition. The ON condition for a disk drive notor

i s whenever a disk access has to be acconplished. A disk
access operation in a disk drive systemis nothing nore that a
di sk read signal. Therefore, we interpret claim28 as
reciting nothing nore than that the frequency of the disk
drive systemis controlled only when the systemis in the ON
condition. It would have been obvious to the artisan to
control the Chi notor in a disk drive systemonly when a disk
read or disk access command is present. W now
consider the rejection with respect to clains 10, 11, 13 and
15-20 which nomnally stand or fall together [brief, page 4].
Wth respect to representative, independent claim 10, the
exam ner has essentially applied the teachings of Chi in the
sanme manner di scussed above with respect to claim1.

Appel | ant makes argunents simlar to those consi dered above
with respect to claiml1l. Appellant also argues that Chi does
not teach producing a warm signal and a hot signal and

i nactivating the warmsignal in the manner recited in claim10

[brief, pages 12-13].
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We interpret Figure 5 of Chi as teaching that a warm
signal is produced whenever the tenperature of the circuit
exceeds 40°C and a hot signal is produced whenever the
tenperature exceeds 120°C. A regular signal is produced for
t enperatures bel ow 40°C. Since only one signal can be applied
to the notor at any tinme, it would have been obvious to the
artisan that Ohi inactivates the warmsignal in order to apply
t he regul ar si gnal

Dependent claim 18 recites the hysteresis
characteristic of the conparators in the sane manner as
di scussed above with respect to claim7. For reasons
di scussed above, even though appel |l ant has nom nally grouped
clainms 10, 11, 13 and 15-20 together, we find that appellant’s
hysteresis argunent only applies to dependent cl aim 18.
Therefore, we sustain the examner’s rejection with respect to
clainms 10, 11, 13, 15-17, 19 and 20, but we do not sustain the
rejection with respect to cl aim18.

Dependent claim 29 is argued separately by appellant.

This claimis simlar to claim?28 which was consi dered above.

11
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We sustain the rejection of claim?29 for basically the sane
reasons di scussed above with respect to claim 28.

Clains 21 and 23 are argued separately by appell ant as
a single group. Appellant argues that Chi does not teach the
step of increasing the frequency of the notor after the notor
has been initially slowed [brief, pages 15-16]. W view
Figure 5 of Chi as being tine independent so that the order of
decreasing and increasing frequency is sinply a function of
what happens to tenperature. OChi’s Figure 3 confirns that the
speed control circuit operates irrespective of the direction
that the tenperatures are changing. Appellant also argues
t hat Chi does not teach the clainmed demand for use of the disk
drive in determ ning speed selection. W consider a demand
for use signal to be the same as the disk read signa
di scussed above. Therefore, we sustain the rejection of
clainms 21 and 23.

Clains 24 and 27 are argued separately by appell ant as
a single group. These clains recite features which we have

consi dered above with respect to other clains. W sustain the

12
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rejection of clainms 24 and 27 for reasons di scussed above with
respect to these other clains.

Claim26 is argued separately by appellant. This
claimrecites features which we have considered above with
respect to other clainms. W sustain the rejection of clains
26 for reasons discussed above with respect to these other
cl ai ns.

In summary, we have sustained the exam ner’s rejection
of the clainms with respect to clains 1, 2, 4-6, 8-11, 13, 15-
17, 19-21, 23, 24 and 26-29, but we have not sustained the
rejection with respect to clains 7 and 18. Therefore, the
deci sion of the exam ner rejecting clainms 1, 2, 4-11, 13, 15-
21, 23, 24 and 26-29 is affirmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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JERRY SM TH
Adm ni strative Patent Judge

LEE E. BARRETT BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge

JS/ cam
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Ri chard K. Robi nson

SGS- Thonson M croel ectronics,
1310 El ectronics Drive
Carrollton, TX 75006

| nc.

15



