TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Before WALTZ, KRATZ, and TIMM Adm nistrative Patent Judges.
TIMM Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U S.C. §8 134 from
the examiner's final rejection of clains 1-24. dains 25-33,
the only other clains pending in this application, have been

wi t hdrawn pursuant to a restriction requirenent.
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BACKGROUND

The appellant's invention relates to a process for
preparing a pillared phyllosilicate clay, the pillared clay
product of the process, a process of activating the pillared
clay, and a catal yst system nade by the process of activation.
Claim1l and 2 are representative of the subject matter on
appeal and are reproduced bel ow.

Claim1. A process for preparing a pillared phyllosilicate
cl ay which conpri ses:

(a) preparing a hydrolyzed first solution by dissolving
a chromumsalt and a base in water, heating said first
solution to a tenperature in the range of about 20°C to about
100°C while stirring continuously until the solution reaches a
PH in the range of about 1.5 to about 2.5 and thereby
produci ng a nmaster batch;

(b) diluting said master batch with water to produce a
di l uted second solution and heating said diluted second
solution to produce a heated second solution to produce a
heat ed second sol uti on;

(c) adding a solid phyllosilicate clay selected fromthe
group consisting of dioctahedral and trioctahedral snectites
to said heated second sol ution, and continuing heati ng;

(d) recovering said pillared phyllosilicate clay; and

(e) drying said pillared phyllosilicate clay to forma
first product.

Claim?2. A product according to the process of claim1l.
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The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:

Pi nnavai a et al. (Pinnavaia) 4, 665, 045 May
12, 1987

Clainms 1-18 and 20-24 stand rejected under 35 U.S.C. §
103 as bei ng unpatentabl e over Pinnavai a.

W reverse the rejection as it applies to the process
clains 1, 3-17, and 20-23. However we find it necessary to
remand the application to the exam ner for further exam nation
of product-by-process clains 2, 18, and 24, in light of the
| egal standards di scussed bel ow, as the issues with regard to
these clains are not ripe for appeal.

CPI NI ON

Claim1l is directed to a process for preparing a pillared
phyllosilicate clay by preparing a first solution of chrom um
salt, a base and water, diluting the first solution and then
adding a solid phyllosilicate clay. The appellant and
exam ner agree that Pinnavaia does not teach two aspects of
the invention as recited in claim1: (1) heating the first
chrom um sal t-base solution until a specified pH level is

reached and (2) dilution of a first solution after initia
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heati ng and before continuing heating (Brief, page 4; Answer,
page 4).

The process disclosed by Pinnavaia contains no nention of
heating until the chrom um salt-base solution reaches a
specified pH level. As pointed out by the appellant,
Pinnavaia relies on tine and tenperature rather than on pHto
det erm ne when the heating of the solution should end and when
the master batch is properly forned (Brief, page 4). The
claimis a process claim Differences in the manipul ative
steps of the process serve to distinguish the process fromthe
prior art. The fact that Pinnavaia discloses tinme and
tenperatures overlapping or within the clained range indicates
that the resulting product m ght be the sane, but it does not,
Wi t hout nore, indicate that the process is suggested. The
exam ner has not provided a rationale which would lead us to
believe that pH would be nonitored in the process or that
those of ordinary skill in the art understood that a very
acidic pH of about 1.5 to about 2.5 could be used to determ ne
the end point of a process in which a high pH substance, i.e.

a base, was being added to a salt.
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There is also no suggestion in the prior art relied on by
the exam ner of including a dilution step in the process of
the reference. 1In the clainmed process, a master batch
solution is fornmed by dissolving a chromumsalt and a base in
water to forma first solution. The nmaster batch is then
diluted with water and heated. A solid phyllosilicate clay is
added to the heated diluted solution. The Pinnavaia
ref erence, on the other hand, teaches adding water to clay to
forma slurry. The slurry is added to an undiluted chrom um
salt-base solution. There is no internedi ate step of diluting
or heating a diluted solution. O, put in another way, there
iIs no nmaster batch that is diluted and heated before clay
addition. The exam ner tries to explain away this difference
by stating that “the nere step of diluting the solution before
further heating (aging) is considered to be an obvious matter
of process choi ce, absent a show ng of new or nonobvi ous
results.” (Answer, page 4, lines 6-9).

To establish a prima facie case of obviousness with
respect to a process claim the exam ner must establish that
the prior art suggests doi ng what appellant has done. Here,

there is no suggestion of including a step of diluting a
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mast er batch solution and heating the diluted solution in the
Pi nnavai a reference. The exam ner points to no prior art

i ndicating that such a dilution process step is conventiona
in the art of pillarizing clay. The exam ner gives us no
rationale as to why such dilution and heating are obvi ous
matters of process choice and we can find no basis for com ng
to that concl usion.

For the above reasons, the examner has failed to
establish a prima facie case of obviousness with respect to
process clainms 1, 3-17, and 20-23. W note that a show ng of
new or nonobvious results is not required for patentability
when the evidence is insufficient to establish a prina facie
case.

Product Cains 2, 17, and 24

Wth respect to product clains 2, 17, and 24, we note
that these clains are in product-by-process format, but have
not been separately addressed by the exam ner. Rather the
exam ner has grouped these clains with the nethod cl ai ns.
These clains are of a very different scope and require a

separate analysis fromthose of the nethod.
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Product - by- process clains are properly classified as
product clains. The process steps recited in product clains
therefore serve only to define the structure of the product
and thus the clains are not limted to the manipul ative
aspects of the steps. In re Bridgeford, 357 Fd. 679, 683, 149
USPQ 55, 58 (CCPA 1966); In re Thorpe, 777 Fd. 695, 697, 227
USPQ 964, 966 (Fed. Cir. 1985). Thus, if the product of a
product - by-process claimis the sane as or obvious froma
product in the prior art, the claimis unpatentable even
t hough the product was nmade by a different process. |In such a
ci rcunstance, when it is reasonable to conclude that the
product of a slightly different process is the sane, the
burden is upon the appellant to conme forward with evi dence
showi ng that the product is indeed different. 1In re Brown,
173 USPQ 685 (CCPA 1972). The burden of proof for product-by-
product clainms is | ower because the Patent Ofice is not
equi pped to manufacture products and nake physical conparisons
to discover the differences between them |In re Fessmann,

489, Fd. 742, 744, 180 USPQ 324, 326 (CCPA 1974); In re Brown,

supra. Therefore, if the reactants of a process and the
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condi tions under which the product is nade are substantially
identical, the evidence will support a prinma facie case of
unpatentability under 35 U.S. C. § 102/103. 1In re Spada, 911
Fd. 705, 708, 15 USPQ2d 1655, 1658 (Fed. Cr. 1990).

Because the exam ner did not separately anal yze the
patentability of the product-by-process clains using the above
outlined | egal analysis, we find that the issues, as
presented, do not permt a neaningful review of these clains.
Therefore, we remand the application to the exam ner for a
determ nation of the patentability of the product-by-process

claims and a proper devel opnent of the issues.

CONCLUSI ON
To sunmmari ze, the decision of the exam ner to reject
clains 1, 3-17, and 20-23 under 35 U. S.C. § 103 is reversed

and the application is renmanded to the exam ner.
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This application, by virtue of it’'s “special” status
requires i medi ate action. Manual of Patent Exam ning
Procedure 8 708.01 (7th ed., July 1998). It is inportant that
the Board be inforned pronptly of any action affecting the

appeal in this case.

REVERSED AND REMANDED

CATHERI NE TI MM
Adm ni strative Patent Judge
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Adm ni strative Patent Judge )
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